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S. G. MOSCE TS. B. F. ADAMS. 

APPEAL FR03I THE EXA3IINEBS-IN-CHIEF. 

Invention — Reasonable diligence — Fai'/eiture by laches — Public useimor to 

amplication for patents — Section 61, act of 1870. 

Whether the simple union of two tools by attaching them to a common handle, while 
their fan'ctions remain wholly distinct, is a patentable invention — qnare. 

Neither in terms nor inferentially does section 61 of the act of 1870 extend any 
guarantee to an inventor against the superior diligence of a competitor entering the 
field at a later date,unle8S the first inventor not only reduces his conception to practical 
form, but proceeds to put the invention into public use or on sale. 

If, uninfluenced by controlling circumstances, an inventor, having reduced his invention 
to practice, fails to put it into public use or on sale, he assumes the risk of incurring 
all the disabilities that attach to the man who comes out second in a race of dili- 
gence. 

An inventor is to be held to as strict accountability for the time suftered to elapse 
between the perfecting of his invention and its revelation to the public through the 
medium of the Patent Office as for the time consumed in reducing it to practice after 
the original conception. 

A willful or negligent postponement of one's claims may, under some circumstances, 
work a forfeiture of his right to a patent, even in the actual absence of any intention 
to relinquish it, or of any public use of the invention known and assented to. 

The policy of the patent law is to reward the man from whom the public actually 
derives the benefit received, unless, in fact, another, prior in making the invention, 
is proceeding to give it to the world with no greater delay than what is imposed by 
circumstances beyond his control. 

The law looks with indulgence uiiou delays which arise froni the circumstances' of 
the party, and demands only a reasonable diligence. 

Delay, no matter how long coutiuued, cauuot impair an iuveutor^s right to a patent, 
unless by reason of it another party becomes the first to give the inveution to the 
world. 

Where an inventor, through lack of means, delayed his application for eight months 
after jierfecting the auveutiou, but meanwhile was carrying on negotiations for the 
sale of it, and was the first to file nu applieati^ in the Patent Ofiicc: Evl^, that there 
was no unreasonable delay. 
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Where an inventor delayed for eighteen months to file his application for a patent, 
with view to filling the market with an inferior article, and meanwhile another party 
made the same invention and with dae diligence filed an application upon it : Heldf 
that the first inventor had forfeited his right. 

DiTNCAN, Acting Commisiioner : 

The alleged invention to \i'hicb this interference relates consists in 
nniting a pntty-knife and a revolving glass-cutter, the blade of the knife 
and the shank of the cntter being inserted in any available mode into 
the opposite ends of the same handle, but being in all other respects eu* 
tirely independent. 

It may be premised at the outset that grave doubts are entertiiiued as 
to the patentability of the subject-matter embraced in the conflicting 
claims. Simply to unite two tools by attaching them to a common 
handle, while their functions remain wholly distinct, involves as little of 
invention, perhaps, as anything that can be presented for the protection 
of the patent laws. But as the interference has proceeded thus far with- 
out this point being raised, the question may be reserved for such con- 
sideration as it should receive until after final judgment as to priority 
of invention. 

Adams produces' an exhibit which he states to have been made early 
in March, 1870. The first inquiry prompted by an inspection of this 
exhibit is whether it represents the sJleged invention as reduced to prac- 
tice. It is a casting of metal, representing the knife, but without any 
cutter introduced into the end of the handle. There are, however, cer- 
tain projections or rests u]x>n the handle in all respects like the rests 
shown in the model and drawing of the application, and which can be 
for no other purpose than to give the hand a firmer grip on the instru- 
ment when it is being used as a cutter. In other words, the rests neces- 
sarily have relation to a cutter, and the moment their function is once 
pointed out it would require no invention to complete the instrument by 
the introduction of the missing member. 

The invention, then, may be looked upon as reduced to practice by 
Adams in the month of March, 1870. His application was filed on the 
28th day of the following October. He offers as an excuse for this delay 
that he did not have the requisite means for more immediate action, and 
that in the mean time he was conducting negotiations, (he character of 
which he gives in detail, with view to derive profit from the sale of the 
invention. 

Monce, in his behalf, proves that in May, 1860, he made a tool of the 
same character as that for which a patent is now sought ; that on the 
same day he spoke to his attorney about having it patented ^^ at some 
future day f and that, in reply to an inquiry as to how long it would 
be safe to delay the application the attorney stated that it was not ad- 
visable to wait more than two years. It Airther appears, however, that 
this first tool was disorganized within a week after it was made, the 
blade and handle of the knife . subsequently passing out of the posses- 
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sion of Monce, and the rotary catter with its shank being need by him 
as a model in the mannfacture which he was carrying on under a pat- 
ent for glass-cutters, issued to him in the month of June. There is no 
reason to suppose that he did anything further with the inyention until 
after Adams had entered into negotiation with him and with his 
partner, Ives, for the sale to them of the invention as developed by 
Adams. The reason for this apparent negligence he firantdy confesses 
to have been, to use his own phrase, ^^to run the original tool [manu> 
factured under his patent for glass-cutters] until the market was filled 
up before introducing a new article ;^ though he avers that he never 
abandoned the intention of procuring a patent on the compound tool. 
His application, now pending, was filed on the first day of December, 
1870. 

There can be no doubt from the testinionv that Monce was the first 
to conceive of the alleged invention, and to give it some form of em- 
bodiment. The only question is whether his laches and the superior 
character of the proofs offered by Adams are such as to entitle the 
latter to be regarded as the prior inventor. 

Adams must be held to have used due diligence in perfecting his in 
vention, and in giving the public the benefit of it thz'ough the ample in- 
strnctions for fabricating the article which are contained in his specifi- 
cation. Monce delays more than a year and a half after the alleged 
date of his invention before filing an application — delays for the avowed 
purpose of filling the market with an article which he expects will at 
once depreciate in public estimation when the new article is made 
known ; and files his application at last only when he finds a rival in- 
ventor seeking to cover the same ground ; and even then not until a 
month after his competitor has taken steps, by filing in the Patent 
Office a complete application for letters patent, to give the public a 
full description of the invention. This, under the well-settled practice 
of the Office, must be regarded as working a forfeiture of his rigtts, 
unless, as he contends, he had an indefeasible right to delay two years 
after perfecting his invention before making an application upon it. 

His reasoning seems to proceed upon the ground that, under section 
CI of the patent act of 1870, which continues in force one of the provis- 
ions of section 7 of the act of 1830, a patent cannot be invalidated by 
proof of public use or sale of the invention in this country for any period 
not exceeding two years prior to the filing of the application j and that, 
a/oriioriy one's right to obtain a patent cannot be affected by the mere 
fact of a subsequent independent inventor anticipating the application, 
provided the interval between the application and the making of the 
invention oii which it is based does not exceed two years. This is a 
non segnitur. The section named saves an existing patent as against a 
public use limited in point of time as specified ; but neither in terms nor 
inferentially does it extend any guarantee to an inventor against the 
superior diligence of a comi)etitor entering the field at a later date, un- 
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less tbe first inTentor not only reduces his conceptions to practical 
form, bnt proceeds to pnt the invention into public use or on sale. If 
he does this, he thereby destroys the right of a subsequent inventor to 
protection, no matter how diligent he may be ; since no man is entitled 
to a patent for that which, prior to his own invention of it, has gone 
into public use. Bnt if, uninfluenced by controlling circumstances, he 
fails to do this, he assumes the risk of incurring all the disabilities that 
attach to the man who comes out second in a race of diligence. 

What constitutes a '^ race of diligence " — whether it is ended when 
the invention is once reduced to practice — is not clearl3' indicated iu 
the law. The statute employs the phrase ^treasonable diligence in 
aiapiinrj and perfecting^ the invention. If this be not mere tautology^ 
it must mean something more than merely reducing to practice ; it must 
intend positive action looking to the introduction of the invention, or, 
at least, to giving the world knowledge of it. But, whatever be tbe 
significance of these particular words, there can be but little doubt that 
in fact an inventor is to be held to as strict accountability for tbe time 
suffered to elapse between the perfecting of his invention and its rev- 
elation to the public through the medium of the Patent Office as for the 
time consumed in reducing it to practice after the original conception. 

This question was discussed at length in Gray vs. RaU^ Commission- 
er's Decisions, May 27, 1871 ; and the conclusion reached upon the 
strength of the authorities then cited, to the effect that a willful or neg- 
ligent postponement of one's claims may, under some circumstances, 
work a forfeiture of his right to a patent, even in the actual absence of 
any intention to relinquish it, or of any public use of the invention 
known and assented to, has an important bearing upon the x>resent 
case. The fact that the delay extends over a less period than two years 
is, in itself, considered an immaterial circumstance. 'Sot even this lim- 
ited period of exemption is accorded an inventor. The object of the 
patent law is to multiply inventions, with view, primarily, to the public 
advantage, and to secure their free use at the earliest date ; and to this 
end its policy is to reward that man from whom the public actually de- 
rives the benefit receiyed, unless, in fact, another, prior in makidg tbe 
invention, is proceeding to give it to the world with no further delay 
than what is imposed by circumstances beyond his control. If an in- 
ventor puts his invention into use or on sale, be causes that the public 
shall hate the free use of it at the end of two years, unless he sooner 
makes an application for a patent ; and in this last event, the free use 
of it devolves upon the public at the end of seventeen years from the 
date of any patent that may be granted. On the other hand, if an in- 
vention when perfected may be withheld from use and kept a secret 
without the risk of forfeiture by reason of its subsequent discovery by 
another party, such right, for aught of limitation imposed by statute, 
may continue indefinitely ; can be terminated, in fact, only by the actual 
introduction of the invention by another for the space of two years. 
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Even the granting of a patent to the subsequent inventor wonld not 
defeat it ; nothing less than a two years' actoal or constrqetive pqblic 
nse tinder the patent conld avail for this purpose. But such a doctrine 
would be obnoxious to the whole spirit of the patent law, and is con- 
trary to a lopg line of well-established judicial decisions. 

It is true, as often announced, that mere delay, no matter how long 
continued, cannot impair an inventor's right to a patent. It is only 
when, by reason of such delay, another party gains the opportunity to 
give the invention to the world, and actually becomes the first to do 
this, that the first inventor's rights pass away. 

It is also true that the law looks with indulgence upon delays which 
arise from the circumstances of the party. Hence the requirement of 
reasonable diligence only ; but in the present case there was no con- 
trolling necessity that compelled delay. It was an intelligent, deliber- 
ate act on the part of Monce, and done, not for the purpose of further 
improving the invention before entering upon the manufacture of it, so 
that the public might eventually reap the greater benefit, but for the 
less praiseworthy object of filling the market with inferior goods before 
the public should become aware of the existence of the improved article, 
which, when once known, was to terminate the demand for the others. 
However little the bearing of this species of dishonesty upon the legal 
.ispects of the case, it is plain that Monce has no valid excuse for his 
delay. 

Adams is adjudged entitled to the patent, and the decision of the 
Examiners-in-Chief is aftirmed. 



J. ARKELL AND B. AND A. SMITH.—Ex pakte. 

APPEAL FR0:J the EXAMINEE S-IN-CHIEF. 

Invention — Claims — Paientahility, 

The inventor Wbo skonld be the iirst to ilcvise a tool or a machine to assist in the 
Dinunfacture of bags of a given description, which previously had been made by hand 
nlane, and by the use of the particular tool or machine thus devised to demonstrate 
the advantage of discontinuing the old method of hand manipulation, wonld not be 
entitled to a broad claim for the use of tools or of machines in the manufacture of 
Kuch bags. 

'I'he man who first invents a special mode of manipulation by which square-bottom 
pai)er bags can be ma<le without the nse of the " former " previously employed, is no 
more entitled to block the path by a broad claim against inventors who originate 
other methods of doing the same thing than would the inventor of the first machine 
for making a given article of manufacture be entitled to control all machines 
cai>ablo of producing the same article, no matter how widely different in their prin- 
ciple of operation. 

An inventor who demonstrates the practicability of dispensing with the "former" 
previously used in making square-bottom paper bags by substituting therefor a 
system of preliminary creases or guide-folds is entitled to a patent; but his claim 
Khould be restricted to his particular ntctho<l. 
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Duncan, AcHng Cammisiioner : 

m 

This application proceeds upon the supposition that prior to the in- 
vention described the only known mode of making ^^ sqnare-bottom " 
paper bags was to draw the open tube over a rectangular block or 
*< former," and then fold the upper end down ni>on the angles of the 
same. In this way the folds would be formed with such regularity as 
to produce a merchantable article. The new process consists in dis- 
pensing with the forming-block, and folding the bag by hand upon a 
plane surface. In order to secure the requisite degree of regularity in 
the structure certain preliminary creases or folds, duly described, are 
made, which are to serve as ^^guide^marks" in forming the permanent 
folds ; and by this means it is contended that bags can be made with 
far greater rapidity than by the old mode, and at a greatly reduced cost. 
The relation which these preliminary folds sustain to the things claimed 
is set forth in the following extract from the specification : 

It will be seen that hj our process of forming the bottom of the bag by folding, 
creasing, and then refolding by the fold-marks as ^ides, the material mar be fold^ 
into shape for pasting, and the bag be completed with greater rapidity and less hand- 
ling than is possible where the Ix^ttom is folded oyer a former ; and it will also be 
seen that by onr method the bottoms mast necessarily be made with great regularity 
so long as the first folds are made with any tolerable degree of similarity or precision. 
jre do notwiahtoheundei'stoodj however , as limiiing ourselves,' in the practice iff our invention ^ 
to first making folds to form marks or creases for guidance in nuking the bottom, and then 
fonning the bottom by such creases in the manner described, m the bottom tniiy be folded over 
into the shape shotcn tvithout such guide-marks; but, haying shown and described onr new 
method of makine square-bottom bags, by which we |ire enabled to di8i)en8e with the 
use of formers and do all the folding on a table or plane surfiice, what we claim as our 
iuvontion, and desire to secure by letters patent, is the within-described niethoil of 
forming therectangularbottomsof bags or sacks— that is to say, by folding the flattened 
tube or body on a table or plkne surface, and without the use of any former or block, 
substantially as described. 

GoDStruing this claim by the context, it is susceptible of no nar- 
rower interpretation than that put upon it bj" the Board of Appeals ; it 
is broadly for dispensing with the block or former, and performing the 
work entirely by hand. 

In support of this broad claim, applicants contend that they have 
been the first to overcome a formidable difficulty that inevitably pre- 
sented itself when the former was laid aside, viz., the irregularity in the 
folding, which seriously impaired the merchantable character of the 
goods 'y and that, having devised one mode, to wit., the preliminary folds 
which they describe, by which this difficulty can be overcome, they are 
entitled to such a claim as will enable them to control all modes of fold- 
ing in which the former is dispensed with, and hand manipulation 
substituted therefor. 

If the case were reversed ; if previously bags of this description had 
been made by hand alone, without the use of a former or other tool or 
of a machine, and the present applicants had been the first to devise a 
tool or a machine to assist in the manufacture, and thei use of the par- 
ticular tool or machine thus devised to demonstrate the advantage of 
discontinuing the old method of hand manipulation — this certainly 
would furnish no ground for a broad claim on their part to the use of 
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tools or of machine^ in the manatactare of paper bags ; thegr would be 
limited to the particular tools and machiues which they had invented. 

It is not seen that a different rale can apply in the present case. Ap- 
plicants show a special mode of manipulation which enables them to 
dispense with the ^^ former" previously used. The characteristic of their 
method is the making of preliminary creases or guide-folds in the manner 
show^n. For this method, the question of novelty aside, they clearly 
are entitled to a patent To this, however, they should be restricted. 
They, have no more right to block the path against inventors who origi- 
nate other methods of doing the same thing than would the inventor of 
the first machine for making a given article of manufacture be entitled 
to control all machines capable of producing the same article, no matter 
how widely different in their principle of operation. 

The decision of the £saminers4n-Chief, refusing the reissue asked tbr, 
is affirmed. 



CHARLES P. MIXER.—Ex parte. 

APPEAL PROM THE EX AOTNERS IN-CHIEF ON AN APPLICATION FOB 
LETTERS-PATENT FOR AN DIPROVED SASH-HOLDER. 

(Decided January 3, 1872.) 
Practke — Change of form. 

To allow a claim merely upon the groaud that it cnu do no barm to the pablic wonld 
not be a sonxul rule of practice. 

When doubt exists as to au applicant's right to a patent, the consideration that the 
gi'ant of it can do no harm to the public »»'ay properly have weight in determining 
the action of the Patent Office. 

Where the friction-plate of a sash-holder has the middle iiart of its face depressed so as 
to present bearing-surfaces at its ends only, and is pressed outward by springs placed 
dii'ectly beneath such beariug- surfaces : Sifd, that because by this construction the 
pressure of the springs, when the strip encounters any inequality at the Jamb, is dif- 
ferently distributed than if the strip had a plane or unbroken surface, the change is 
not one of form merely, but involves also the principle of operation. 

Duncan, Acting Commissioner : 

Applicant's frictiou-plate, as prepared for insertion in a recess in the 
side of the sash, has the middle part of its face depressed, so that it 
bears against the jamb or frame at the ends only, being pressed out- 
ward by spiral springs placed directly beneath these ends or bearing- 
surfaces. From this construction it follows that whatever the inequali- 
ties in the jamb, the strip will always be held in contact with it at two 
lK>ints, these two i)oints being directly over the springs ; and by reason 
of this distribution of the bearing-surface it is claimed that a measura. 
bly constant degree of pressure will be 'obtained at the two points of 
contact. 
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Id all the references the friction-strip presents a plane or unbroken 
surface. When such a strip encounters any inequality on the jamb, 
although there Trill be t\ro points of contact between the strip and the 
firame or jamb, yet the combined force of the springs will be distrib- 
uted unequally between the two, the ratio of distribution being deter- 
mined by the relative distance for the time being of the inequality from 
the two ends of the strip. 

It is claimed that this difference between applicant's device and 
the references is an important one, both for the reason named and for 
others indicated in the argument, but which it is unnecessary ^ recount. 

It is conceived that there is ground for his allegation that by the 
change in fornl he has modified the principle of operation, and that 
^thereby he has produced a superior article of manufacture ; and even if, 
practically, this should prove not to be the case, yet, as the claim is lim- 
ited to this precise construction, its allowance would not in any way 
hamper the operations of other parties who may choose to adopt in their 
manufacture a different form from that shown by applicant. To allow a 
claim merely upon the ground that it can do no harm to the public 
would not be a sound rule of practice ; but when doubt exists as to an 
applicant's right to a patent this consideration may very properly have 
weight in determining the action of the Offico. 

The decision of the Examiners-inChief is reversed, and the applicant 
is acljnilged entitled to a patent. 



MILLER'S FALLS MANUFACTURING COMPANY, ASSIGNEE 

OF W. H. BARBER.— Ex parte. 

APPEAL FR03I THE EXAMINERSIN-CHIEF ON AN APPLICATION FOR 
THE REISSUE OF LETTERS PATENT FOR A DEVICE FOR HOLDING 
BITS AND OTHER TOOLS, GRANTED TO W. H. BARBER, MAY 24, 1S64. 

(Decided January 8, 1872.) 
Patentability of changes in form and degree. 

A cbaugo in degree merely, nnaccompaftied by any change in the mechanical fnuctioii 

of the part9, is not patentable^ 
A mere modification of fornix by which economy of material is effected, bnt which 

prodnces no chau;;e in the principle of operation, ia not patentable, except as a 

design. 

Duncan, Acting Commissioner: 

This is an application by the Miller's Falls Manufacturing Company 
for the reissue of letters patent for a ^^ Device for Holding Bits and other 
Tools," granted to W. H. Barber, May 2^, 1864. 

By the references cited in the case it clearly appears that it ^ras not 
new with Barber to clo.se the jaws of a tool-holder upon the inserted bit 
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or tools by means of an internally-threaded 8leeve*nnt provided with an 
interior tapering surface, which, as the sleeve is screwed down upon the 
central support or socket, is brought into contact with inclined faces 
upon the upper end of the jaws, and thus causes them to approach and 
grasp the interposed object 

Such an arrangement of devices is fully shown in Ghamberlain's tool- 
holder, patented February 7, 1854. Both in the invention involved in 
the pending application and in the reference there is an enlargement of 
the bore of the sleeve-nut below the orifice through which the tool is in- 
troduced. This is necessary in order to permit the jaws to fall apart 
sufficiently to release the tool when, by the longitudinal movement of 
the sleeve, the pressure upon the inclined faces of the jaws is removed, 
and to receive the tang of the new tool to be inserted. 

This would seem*to be fatal to the third claim of the reissue applica- 
tion, unless the claim can be saved by the fiict that the Barber imple- 
ment is specially adapted to receive tools with tangs of various sizes. 

The claim is in these words : 

The sleeve-nut C, proviiled with au iiiternal chimbir to receive the wedge -sbflpcd 
portion of the Jaws B B, when the nnt is turned up so as to readily receive tools of 
variable-sized tanj^s, cuustruced and operating substantial!}^ in the manner described 
and specified. 

The theory upon which the appeal is taken is that Chamberlain is 
necessarily confined to the use of tools having tangs of a uniform size 
and shape, while Barber has specially provided for using those of widely 
differing shape and size. In considering this question it is to be re- 
marked that no presumption in Barber's favor is created by anything 
found in his original specification, since this is as silent as is Chamber- 
lain^s patent as to any provision for using tools having tangs of different 
sizes. Barber is only entitled to such a claim as may appear warranted 
by the models and drawings. But, on an examination of these, it is be- 
lieved not to be impossible to use tools with tangs of different sizes in 
the Chamberlain holder. It is true it does not permit so wide a range 
of selection in this particular as its rival ; but that is a matter of degree 
merely. What we are seeking to ascertain is whether there is a funda- 
mental difference between the two ; whether the one, from its construc- 
tion^ is adapted to different-sized tools, while the other absolutely pre- 
cludes tiieir use. If there be no such radical difterence, but only one of 
degree, there is no ground for the claim now presented. But, as we have 
seen, there is in the reference an enlargement' of the bore of the sleeve 
below the orifice, and for the express purpose of allowing the jaws to fall 
apart. This is the same function as that claimed for the corresponding 
enlargement in the instrument under consideration ; and in the one 
case, as well as in the other, this enlargement receives the technical 
designation of ^' chamber." 

In the argument of the appeal much emphasis was laid upon the fact 
that in the application the body or barrel of the sleeve is contracted in 
its lower part to a smaller diameter than the part immediately adjacent to 
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the inclined faces pf the jaws, and that a iDorresponding form is given 
to the jaws themselves, while in the reference the body of the sleeve is 
cylindrical throughout. 

This difference in constrnctioDy however, has nothing to do with the 
subject of the claim at issue. By the change in form a slight saving of 
metal is effected, and it may be a somewhat neater shape given to the 
instrument For this reason it might perhaps be the proper subject for 
a design patent But the principle of the operation is unchanged, and 
as the claim upon which the appeal has been taken is concerned only 
with the mechanical ftanction of the parts involved, the reference must 
be held to be a full anticipation. 

The decision of the Examiners-iD-Chief is affirmed. 



DAWES AKD FAKXING— Ex parte. 

APPEAL FROM THE EXAMINER OF TRADE-MARES. 

What may eoniiiltite a legal trade-mark. 

The act of July 8, 1870, makes it the doty of the Commiftftioner to decide whether 
a proposed device is a legal trade-mark or not. 

The act of Congress does not attempt to define what may ooustitate a trade-mark, 
but directs the Commissioner not to register the mere name of a jiersoni Arm, or cor- 
poration. 

The proposed trade-mark mnst not be one evidently intended or well calcolated to 
deceive the public as to the true origin or character of the goods to which it is at- 
tached. 

It must not consist merely of words or characters descriptive of the quality of the 
article to which it is attached, nor such as are generic in their signification. 

A trade-mark must be of such character as, when attached to goods in the market, will 
distinguish them as to origin from others of the same class. To do this, it need not 
necessarily give the name of the person owning said mark, nor the place trhere the 
goods are made or sold. 

Legoett, Commissumer: 

The applicants are manafacturers of umbrellas covered with cotton, 
finished in imitation of alpaca ; and they desire to have registered the 
number '^ 140 " as a trade-mark, to be attached to such umbrellas, and 
used in their advertisements. The examiner rejects the application on 
the ground that ^^ the mere numerals ^ 140 ' do not constitute a lawful 
trade-mark under the act of July 8, 1870.'^ 

The act referred to nowhere attempts to define a trade-mark. Sec- 
tion 79 excludes from the registration the <' mere name of a person, firm, 
or corporation." The same section also says, ^' The Commissioner shall 
not receive and record any proposed trade-mark which is not and can- 
not become a lawful trade-mark." Beyond these limitations the law 
nuthoriziug registration gives no intimation as to what is or what is not a 
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lawfal trade-mark. This qa^atiou most be determined by the teachings 
of common law and the rnlings of the courts. 

The following summary, I believe, embraces the statutory limitations, 
and the doctrines upon the subject as promulgated by the courts, and 
may be sufficient to guide the Office in distinguishing between lawful 
<ind unlawful trade-marks. 

1. The mark sought to be registered must not be the mere name of a 
person, firm, or corporation. — Section 79 of act of July 8, 1870. 

2. It must not be one evidently intended or well calculated to deceive 
the public as to the true character or origin of the article to which it is 
attached. Such a mark would be injurious to the public, and therefore 
its registry should be refused. — Christy vs. Mtwphy^ 12 How. Pr., 78 ; 
Dale vs. Smitlison^ 12 How. Pr., 239; Pidding vs. Hoice^ 8 Simons, 477 ; 
Singleton vs. Bolton^ 3 Doug., 293 ; Perry vs. Truefitty 6 Beavan, GG ; 
Hobbs vs. FranciSj 19 How. Pr., 671. 

3. It must not consist merely of words or characters descriptive of 
the qu^ity of the article to which it is attached, nor such as are generic 
in their signification. Such words and characters are common property, 
and may be used for the same purpose by any person engaged in man- 
ufacturing or selling a similar article.— -ilmo^Jrea^ 3Ianufacturing Co. vs. 
Spectr^ 2 Sand. S. C, GOG ; StoJcea vs. Landgraffy 17 Bard. S. C, 609 } 
Fetridge vs. Welhy 13 How. Pr., 388 ; Corvoin vs. Dalyy Upton, 191. 

The names of persons, firms, or corporations, and generic names and 
words descriptive of quality, may be used in trade*marks, provided they 
are accompanied by original devices to which others have not an equal 
right ; but in such cases the original devices really become the iv^^^- 
moxkA.'^Fetridge vs. Merchant^ 4t Abb.Pr., 158; Davis vs. Kendallj 2 B. 
1., 509. 

4. It must be of such character as, when attached to the applicant's 
goods in the market, will distinguish them as to origin from other goods 
of the same class. To do this it need not necessarily give the name of 
the person owning said mark, nor the place where the goods are made 
or s(dd. It is enough if the mark is of such character as to indicate to 
the purchaser that all articles bearing it come from one and the same 
source. 

The object a man has in view in adopting a trade-mark is to secure to 
himself the benefits arising from the superior merits of his goods over 
others of the same class. To do this he puts upon them a peculiar mark, 
that purchasers may be able to distinguish them in the market. It 
matters not to him nor to others whether the purchasers know either 

< 

his name or place of business, provided that his goods have some mark 
by which they may be designated and inquired for. 

The position taken by Upton in his work on trade-marks, that the 
trade-mark must show either the owner^s name or place of business,. or 
both, I believe is sustained neither by reason nor by the decisions of 
courts. He has evidently been misled by the use of the terms <* source " 
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and *^ origfn " by the courts in discussing tbis subject. It is clear to my 
mind that wben the courts say the office of a trade-mark is to indicate 
the *^ source or origin ^ of goods, they do not mean thereby that the 
place of business or name of the owner must necessarily become a part 
of it 

In the case of Filley vs. Fastett^ Justice Currier, of the supreme court 
of Missouri, says : *^ The books are .full of authority establishing the 
proposition that any contrivance, design, device, name, symbol, or other 
thing, may be employed as a trademark which is adapted to accomplish 
the object proposed by it — that is, to point out the true sovrce and origin 
of the goods to tvMch said mark is applied.^ Under this proposition the 
court sustained as good and sufficient the words ^' Charter Oak," accom- 
panied by the forms of oak leaves, as a trade-mark for stoves, although 
no other words or signs were used to express origin, source, or owner- 
ship ; and the learned judge remarked : '^ The name and device selected 
by the plaintiff were adopted to point out the true source and origin of 
the stoves to which he applied them, and were, therefore, possessed of 
the requisite characteristics of a trade-mark." — Am. Law Reg., N. S., 
vol. viii, 406, 407. 

In the case of Ainesicorth vs. Walmsley^ 1 Law fiep., Eq. Cas., 252, the 
court says that ^^ it is sufficient that the name or symbol in its applica- 
tion to the goods be so far original and peculiar as to be capable of dis- 
tinguishing, when known in the market, one manufacturer's goods from 
those of another." The source and origin may be indicated by the 
originality' and peculiarity of the trade-mark, whether it be words, 
figures, or syiAbols. 

Justice Ingraham says, in the case of Wolfe vs. Qoxdard^ 18 How. Pr., 
67 : " When a x)erson forms a new word to designate an article made by 
him which has never been used before, he may obtain such a right to 
that name as to entitle him to the sole use of it as against others who 
attempt to use it for the sale of similar articles." 

In the case of Burnett et al. vs. Phalon^ 9 Bosw., 206, Justice Robert- 
son says : "A manufacturer of or dealer in any goods has a right to 
designate them as being made or sold by him by a mark or device, such 
as'Cocoaine;'" thus indicating clearly that a mere unmeaning device is 
sufficient to Indicate origin to the full extent required hy law. 

In the case of Williams vs. Johnson^ 2 Bosw., 6, Justice Woodruff 
says : " If the plaintiffs had chosen to stamp their soap with some figure 
or other impression having no other meaning than to distinguish their 
manufacture from that of others and had given it out as their mark, 
and b}^ this discrimination soap of their manufacture had acquired repu- 
tation and sale, they would be plainly entitled to protection ;" thereby 
indicating that it is enough if the mark is sufficient to distinguish the 
goods to which it is applied in the market. 

I do not deem it necessary to carry this discussion further at present. 
In a few cases the courts have expressed themselves as not entirely 
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satisfied with the doctrine bere set forth, but I kuow of uo American 
decision that gives authoritative auuouueement against it, while the 
general spirit of the decisions of the courts in trade-mark cases fnlly 
sustains it 

Try the applicant's device by these tests. First, it is not the mere 
name of a person, firm, or corporation. Second, there is nothing in it 
calculated to deceive any one as to the true origin or character of the 
umbrellas to which it is attached. Third, it is not generic in its signifi- 
cation nor description of quality. Fourth, it is an arbitrary combina- 
tion of numerals, having, as used, uo other meaning than to distinguish 
the applicant's goods in the market, and indicate to purchasers that all 
umbrellas bearing this mark have one and the same origin. It is true, 
^'IIC is a common arrangement of numerals; but a common word or 
figure may be used as a. trade-mark, provided it is not use<l with its 
ordinary signification. — Mesnerole vs, Tynherg, 4 Abb. Pr., X, S., 414. 

The decision of the Examiner of Trade-Marks is i*eversed, and the cer- 
tificate of registration will be granted. 



CHAS. VAX WAGEXEX.—Ex PARTE. 

APPEAL FROM THE EXA^IINERS-IN-CHIEF ON AN APPLICATION FOR 
LETTERS PATENT FOR AN ALLEGED IMPROVED GRATE-BAR. 

(Decided January 11, 1S72.) 
Patentable combination. 

The mere agj;;regatiou of two devices which are entirely iuclei)eudeut of each other, 

neither of them being modilied iu its action by the presence of the other, does not 

constitute a veritable combination, and is not patentable. 
To form a legitimate combination the parts must act upon each other, either mediately 

or intermediately, so that the action or character of one is iudiienced, atfected, or 

produced by the action or character of the other. 
The first inventor of an improvement of general application in grate-bars caunot be 

l>revented from applying it generally, although in his patent hi» only shows it iu 

connection with bars of a particular class. 
Skill in making selections is radically dittereut from invc^ution. 

Duncan, Acting Commissioner : 

Where a furuace-grate is constructed of separate ribs, bars, or sections, 
some means becomes necessary to prevent tbeir unequal warping or 
twisting, tbe object being to secure in the grate as smooth and even au 
upper surface as possible. One well-known method of accomplishing 
this, as is shown by the references, is to interlock the bars by means of 
lugs cast upon the sides of one bar, and entering recesses formed by 
corre.^^ponding lags upon the sides of those adjoining. In this way the 
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straiu ni>on any oue bar is measurably distribated througbont the en- 
tire series. 

This is the method employed by the apidicaut ; bnt to this ponstrac- 
tion of his grate he proposes to apply another well-known feature, viz., 
the alternation of bars of nneqnal depth, a portion of them being cast 
witb a wide pendent web or flange, for the pnri^ose of giving the requi- 
site support and strength to the grate^ while the omission of the flange 
niK)n the intermediate bars is designed to insure a better dranght, to 
keep the grate cooler, and to effect a saving of material. 

The question presented by the appeal is, whether the conjunction ol 
these two features — the lateral interlocking and the varying depth oi 
t he bars;»is patentable. The posit ion assumed by the examiner and the 
Board of Appeals on this question seems to be that the features named 
are entirely independent, neither of them modifying the action of the 
other; so that they constitute a mere aggregation of devices, but no 
veritable combination. The claim ap[)ended to the application is for <^a 
grate for furnaces composed of a series of separate interlocking bars, a 
portion of which are arched [provided with an arched flange] to give the 
requisite support and strength to the grate,'' &c. This, manifestly, is 
intended as a combination claim. Is it patentable ? 

The correct doctrine as to the patentability of aggregate mechanisms 
and devices was laid down in Ex parte Thos. J. Flagg^ Commissioner's 
Decisions, 1S70, 104 ; it being there stated that in order to form a legiti- 
mate combination, such as the law was designed to protect, there must 
be something more than mere assemblages or an^augements of parts, and 
that the parts must act upon each other, either mediately or intermedi- 
ately, so that the action or character of one is influenced, affected, or 
produced by the action or character of the other. Applying this rule in 
the present case, it is not seen how the claim can be allowed. The opera- 
tion of the interlocking devices is in no way affected by the difference 
in the depth of the bars ; nor is the utility of the latter feature aug- 
mented in the least by adopting the particular mode shown for joining 
the bars together. In Sterry Smith's patent of October 2, 1800, the com- 
pound bar is made up of ribs, of which a portion are flanged, while the 
others, intermediate in position, are of the usual depth; and thei^eason 
assigned for this special construction is substantially that now urged by 
applicant in his own behalf. In Smith's patent, to be sure, the indi- 
vidual ribs are permanently joined by means of intermediate lugs when 
the casting is made ; but as the invention involved in varying the depth 
of the ribs has no relation to the mode in which they are united, the first 
inventor of this improvement cannot be prevented from applying it to 
other classes of bars than such as are united in the particular manner 
shown in his first application of it. If the application of it to a different 
class involved any reconstruction or modification of the bar in other 
particulars to adopt it there to, that might furnish a foundation for a 
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patent ; bat it can bardly be claimed that snch is the case in the present 
instance. 

There has been filed in support of the implication an affidavit of the 
proprietor of the Delamater Iron Works, testifying to the alleged supe- 
riority of applicant's grate-bar, as regards cost of prodnction, durabil- 
ity, ease of repair, and capacity for draught, OTcr the ordinary bars in 
use. This affidavit, however, does not touch the fundamental questions 
involved in the appeal. By judicious selection of parts a man may or- 
ganize a palace^sar that will distance all competition, and yet have done 
nothing entitling him to rank as an inventor. Skill in making selections in 
radically different from invention. The affidavit in question goes no 
further than to prove that applicant's bar is one of marked utility— a 
fact that has not been called in question ; but whether invention has 
been displayed in the production of it the affidavit no way deter- 
mines. 

The decision of the Bzaminers-in-Ohief is affirmed, and the patent re- 
fused. 



EZRA EMMEBT.— Ex PARTE. 

APPUOATION FOR THE EXTENSION OF LETTERS PATENT FOR Of- 
PROVBHENT IN HARVESTERS, GRANTED JANUARY 19^ 1858. 

(Decided Jannary 18, 1872.) 
Praetiee in extemUmi. 

Where a patent has been held daring the original term by an aeaignee, it oannot be 
charged against the inventor, when he offers the patent for on extension, that he 
has failed to reissae it, so as to oorer the special featnxes which he deems of valae, 
and npon which alone he bases his appUcatiim. 

Where the patent has remained during the original term in the hands of the inyentor, 
who has negligently failed to bring it by reissue into that form which alone would 
indue it with value and enable him to reap a fair reward for his ingenuity : Htldy 
that the Office oannot properly grant the party an extension. 

Duncan, Acting CammisHaner : 

The examiner's report shows the snbject-matter of the claim of this 
patent to be novel, bnt adds, as to the distinguishing feature of the 
combination, that it is practically worthless, and that no pretense is 
made that it ever has had or can have any valae. 

This allegation of the report is not traversed by the applicant, but he 
asserts that there are other features in the machine, not covered by the 
present claim, which are of great value, and which he would be entitled 
to cover by a reissue. 

The history of the invention shows that these alleged novel and valu- 
able features were made the subject of a reissue application filed in the 
Office in July, 1869. The application was rejected within a month after 
20P 
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it wu filed, and was then sofliured by the applicant to lie without farther 
action for nearly two years. In May, 1871, an amendment- was filed, 
which was followed in the same month by a second rejection ; and with 
that action the party rested. 

Unless a good excuse for this Mlnre to proseonte ftarther the reissne 
application be oflbred, the Judgment already entered of record in the 
Office as to the merits of the claims thus presented ought to govern in 
the consideration of the implication for extension. 

No such excuse is offered. The case, tiierefore, stands on this wise. 
The patentee asks the extension of his patent on a suggested hypothesis 
as to the value of the invention which has already been declared in a 
formal judgment of the Office to be untenable. The correctness of this 
Judgment the applicant, although not hindered by any controlling dis- 
ability, has not hitherto cared to call in question. It is too late to do it 
now. 

It sometimes happens that a patent may properly be extended with 
reference to features in the invention which are not covered by the 
claims, but which are capable of being embraced in a reissue. Where, 
for instance, the original patent has been held by an assignee, the in- 
ventor having in the transfer parted with all interest in and control over 
it, it cannot be charged against the patentee when he presents the patent 
for an extension that he has foiled to reissue it so as to cover the special 
features which he deems of value, and upon which alone he bases his 
application for the extension. When, however, the original patent has 
remained in the hands of the Jnventor, who has negligently failed to re- 
issne the same, he cannot reasonably ask the Office to extend it solely 
upon the strength of the possibilities that are latent within it- If the 
extension should be granted, there could be no assurance that the 
patent would be surrendered for reissue ; and, even if this objection 
should be waived, the farther objection would exist that the applicant 
through his own neglect had fsdled to put the patent into that form 
which alone would indue it with valae, and enable him to reap a foir re- 
ward for the ingenuity displayed in the invention. 

The extension asked for by the present applicant is refused. 
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G. EYELEIOH.— Ex parte. 

IH THE MATTER OF THE APPLICATION OF 0EOR0B EYELEIOH FOR 
LETTERS PATENT FOR IMPROVEMENT IN THE MANUFACTURE AND 
PURIFICATION OF GAS. 

(Decided January 23, 1872.) 
BighU of OBsigneen btfare i9$ud of patent 

A having aathorUed B to proaeoute an application for patont and asfign the patent to 
be obtained, and B having assigned the same to C after allowance by the Office, 
Betd, that the right inures in C to renew the application auder section 35, law of 
1870, and to receive the patent when issaed. 

The revocation of A's power of attorney to B, after the assignment by B to C, cannoi 
affect the possessory rights of the latter. 

liEOeETTy Cammiseianer : 

Applicant, before flling his application in the Patent OflSce of the 
United States, executed his power of attorney to Charles D. Postou, 
authorizing him to prosecute the application and assign the whole or 
any part of the patent to be obtained. The applic^ttion having been 
allowed and passed tbr issne, Mr. Poston assigned the entire interest to 
Eastland, of San Francisco. The application having been forfeited for 
non-payment of the final fee within six months, subsequently, and within 
the period of two years, limited by the statute, the application was re- 
vived, both by Eveleigh himself and by Poston as his attorney in fact 
and by Eastland joining in the petition. The application was again 
passed for issue and the final fee paid by the attorneys for Eastland, 
and an order made by the Commissioner that the patent should issue to 
Eveleigh, assignor to Eastland. 

Motion is now made that the patent shall issue to Eveleigh. 

The power of attorney to Poston, in my opinion^ gave him full 
authority to sell the invention, as set out in the application. The refer- 
ence to the English patent in the power of attorney fully identifies the 
invention ;. and it cannot be 8up|K)sed that the power of attorney was 
intended to limit the right to sell to a time subsequent to the issue of 
the patent, when neither the law nor the reason of things makes any 
such distinction. It is my opinion that the conveyance by Poston as 
attorney in fact passed the entire title to the invention set forth in the 
application of Eveleigh to Eastland, and a request to that effect having 
been made by him and by Poston as attorney in fact, in the petition of 
revival, it is my duty, in pursuance of the thirty-third section of the 
act of 1871, to have the patent so issued. 

The power of attorney to Poston had not been revoked at the date of 
his assignment Subsequently a revocation was sent to me to be re- 
corded on certain conditions, upon which it is no part of my du ty to 
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determine. As the revocation of tbe power of attorney was thns oon- 
ditioual, I should not have felt myself at liberty to regard it as impera* 
tive. 
The patent will issue as heretofore ordered. 



B. J. HOBSON.— Ex parts. 

APPEAL FROM THR EXAMINERSIN-GHIEF ON AN APPLIOATION FOR THE 
REISSUE OF LETTERS PATENT FOR STOVE-PIPE DRUMS, GRANTED 
OCTOBER 3} 1871. 

(Decided February 10, 1872.) 

Mere ineidente and reeulU not patenidble^Dieelaimere in pending appUea- 

tiane. 

t^ere oarrents of air have been treated by brini^ng them in contact with a unoke- 
pipe, which for this purpose was made to past tbzongh a dram» and the internal 
•tmctore of such drum is so modified as to seonre otm^aoiM contact between the air 
and the pipe within the dmm, in lien of the inrtermpted contact of the former ap- 
paratus, the inventor of the modified form is not entitled to a patent, broadlj, for 
the feature of " continuous contact," but only fbr those changes in the oonstmetion: 
by which this condition is attained. 

In such an apparatus continuous contact between the air and the smoke-pipe is a mere 
incident of the construction— not the olject aimed at. Whether it be regarded as a 
mere incident of the construction adopted or as an intermediate result from such con- 
struction, it is not patentable ; nor dan it give patentability to a claim otherwise inad- 
missible. 

The office of a '' disclaimer" in the specification of a pending application is to distin* 
guish the invention covered by such application from previous inventions, and its 
effect is neutralized when it is contradictoiy of the claim and not explanatory of it. 

Duncan, Acting Oammiaeioner : 

This application relates to an apparatus by means of which the ^^ waste 
heat" of stoves and furnaces — t. e., the heat contained in the gases that 
pass off through the smoke-pipe— is utilized for heating an inflowing 
current of air, which in its turn may be used for any of the usual pur- 
poses for which heated air is available. 

The smoke-pipe is made to enter one end of a cylindrical drum, the 
length of which is several times its diameter, and in its passage through 
this drum is divided into several branches, which, however, reunite be- 
fore the other end is reached. The drum is also provided with an ingress 
and an exit airpipe, so arranged that tbe inflowing air will traverse 
the drum in tbe reverse direction of the outflowing current of smoke 
and gases. Tbe described principle of operation is, that when the cold 
air first comes in contact with the smoke-pipe it absorbs caloric from it 
by reason of the difference of temperature between the two; and that, 
by reason of striking the least highly heated portion of this pipe first, 
and coming constantly in contact with surfaces more highly heated than 
those preceding, and of course more highly heated than the air itself, it 
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is Constantly receiving additional increments of heat until it escapes 
throngh the exit-pipe and is led off for use as desired. 

The claim of the original patent was confined to the precise constrnc* 
tion shown. The claim now asked for upon reissne is mnch broader, 
being for — 

An apparatus, sabstantially saoh as is herein described, for ntilfzing heat by means 
of a cnrrent of external air rtrilcinf; first against that part of the apparatus which is 
least highly heated, and flowing thence in continaous contact with and toward the parts 
that are more highly heated. 

It IS manifest, from the context and Arom the reasons of appeal, that 
it is intended by this claim to cover all forms of air-heating apparatas 
in which the air passes in the reverse direction of the prodacts of com- 
bustion, and in oootiDUons contact with the surfaces heated by the same. 
The claim stands rejected upon the patent of Duryea & Eanis, dated 
April 30, 1867. In the apparatus covered by this patent the air and the 
heated gases are caused to enter a long rectangular chamber at its oppo- 
site ends, and to traverse the chamber in reverse directions. This 
chamber differs from applicant's drum in being divided by diaphragms 
into various compartments, and the smoke-pipe, instead of passing lon- 
gitudinally throngh the chamber, is arranged vertically in the successive 
compartments, the different vertical sections being connected by short 
horizontal joints. Notwithstanding this peculiarity of construction, the 
inventors, as fully appears fi*om their specification, fully understood the 
value of passing the two currents in opposite directions, by which means 
the cold air would first be brought in contact with the radiator (smoke - 
pipe) in the compartment nearest the smoke-outlet, and would leave the 
i^iamber at the point nearest to that at which the smoke-pipe enters it, 
and where consequently the heat is greatest. 

It is true, the construction of the compartment which is the least 
highly heated is such that the cold air moves within it in the same direc- 
tion with the escaping gases; but in the other compartments the con- 
trariety of movement is completely developed, and even in the first one 
the fundamental condition of both inventions] is fully exemplified, viz., 
that the finesh air comes in contact with a surface hotter than itself, and 
thus is constantly absorbing caloric It is also to be borne in mind that 
while in the drawing this chamber is shown as divided into but two 
compartments, yet the specification indicates that it is simply for con- 
venience of illustration that the number is reduced to two, while in 
practice the number would be larger ; and if we look npon the chamber 
as consisting of a series of compartments, whatever may be the relative 
movement of the currents in any particular subdivision, it still will be 
substantially true, as regards the general chamber itself, that the ex- 
ternal air strikes first against that part of the apparatus which is least 
highly heated and that the two currents are moving constantly in the 
opposite directions, the air-current entirely enveloping the smoke-pipe 
from the beginning to the end ; and this substantially answers the re- 
quirements of fiobsou's claim. 
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If it be objected that, by reason of the two carreBts flowing in the 
same direction in the first compartmenti the air does not absolntely 
strike against the least highly heated portion of the apparatus first, and, 
therefore, that the reference is not an answer to applicant's claim, it 
must be replied that neither is it literally tme that in applicant's heater 
the air strikes first against the least highly heated part of it, for the 
smoke-pipe passes put at the top of the drnm while the ingress air-pipe 
enters at the bottom. In both cases, however, and in the one equally 
with the other, the description is approximately and substantially true. 

But appellant lays great stress upon the tBLCt that in the reference 
the current of inflowing air, in passing from the flrstto the second com- 
partment, for a short space is not in contact with the smdke-pipe, and 
he claims it as a patentable difference that the air should be caused to 
preserve continuous contact with the pipe containing the heated gases. 
But this must be regarded as a matter of degree merely, and not a dif- 
ference in substtmce. In Duryea and Ennis's patent the principle of con- 
tinuous contact is illustrated after the second compartment is reached, 
while applicant professes to have gone a step further and made the con- 
tact con tin uous from the beginning ; and it is upon this as the sole feature 
of difference from the former invention that he asks a patent. 

If, in doing this, he secures a better result, he is entitled to a patent 
for the structure of the apparatus by which he attains that result ; but 
the element of ^^ continuous contact" is a mere incident of this peculiar 
construction. It is not '^continuous contact" that the inventor aims 
primarily to effect ; his object rather is to secure the results which may 
arise in connection with such contact. But whether this degree of con. 
tact be regarded as a mere incident of the particular construction devised 
or as an intermediate result from such construction, it is not patentable, 
and its existence would not confer patentability upon a claim otherwise 
inadmissible. Viewed as a mere incident of the construction, there is 
no law or rule of practice that would justify a patent for it ; and viewed 
as a result growing out of the construction adopted, (but, at best, only 
an intermediate, and not the objective result,) it seems to be closely 
analogous to the subject-matter of the eighth claim of Morse's patent, 
which was held by the Supreme Court of the United States in the suit 
of (yReilly vs. Morse^ 15 Howard, 62, to be invalid. In that case the 
court laid down the following doctrine : 

Whoever discoven that a certain naefnl resnlt will be prodaced iu any art, machine, 
nmiiufacture or composition of matter by the nse of certain means, is entitled to a 
"patent for it, provided he specifies the means he nses in a manner so fhll and exact tiiat 
any one skilled in the science to which it appertains can, by using the means he speci- 
fies without any addition to or subtraction Irom them, produce precisely the result he 
describes ; and if this cannot be done by the means he describes, the patent is void ; 
audi/ it can he done, then the patent confers on him the exdimve right to use the means he 
spei^cs to produce the result or efeot he describes y and nothing more. And it makes no dif- 
ference, in this respect, whether the effect is produced by chemical agency or combina- 
tion, or by the application of discoveries or principles in natural philosophy known or 
nnknowu before his invention, or by machinery acting altogether upon mechanical 
principles. In either case he must describe the manner and process as above mentioned 
and the end it accomplishes : and any one may lawfully accomplish the same end with- 
out infringing the patent, if he uses means substantially different from those described. 
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This doetrine is fatal to the present claim^ which, as before remarked, 
is sbowQ by the context and by the reasons of appeal not to be limited 
to the means employed, but to inclade broadly continaity of contact be- 
tween the air and the smoke-pipe when the two currents are passed in 
opposite directions. Snch a claim, also, would be excluded under the 
ruling of Mr. Justice Miller^ in Sangster yb. MiUetf (2 Fish, 564,) as being 
for a ^^ result from the arrangement and combination of parts." The 
language of the court in Sieklea ts. FaUa Co*^ (2 Fish, 202,) is also perti 
nent 

Neither is applicant's case helped at all by the ^'disclaimer" which 
he has 'incorporated in his specification as to the various features of the 
Duryea & Ennis's invention. The Office calls for disclaimers to be in- 
serted in the spedftcation of a pending application when this is neces- 
sary to distinguish the invention covered by such application ftom pre- 
vious inveutioos; but to issue a patent for a thing which, in the judg- 
ment of the Office, is substantially the same in principle with something 
already known, simply because the applicant is willing to say by a dis- 
claimer—for this, virtually, is what Uie disclaimer does say — that he 
will assume all risks as to the validity of the patent, is warranted 
neither by. the statute requiring examinations nor by the policy upon 
which the statute is based. The effect of a disclaimer is entirely 
neutralized when, in its substance, it is contradictory of the claim and 
not merely explanatory of it 

In the present case, if the claim is correctly interpreted, it is suf- 
ficiently answered by the reference. Any disclaimer, therefore, of the 
reference which does not carry with it a corresponding modification of 
the claim, is inconsistent with the claim, and cannot be permitted to 
control in passing upon the question of its patentability. 

The decision of the Examiners-in-Chief is affirmed, and the patent 
asked for is refused. 



FBEDEBIOE NISHWITZ.— Ex pJlBTE. 

IN THE MATTER OF JlN APPLICATION FOB THE EXTENSION OF LET. 
TEBS PATENT NO. 19,377, FOB IMPROVEMENT IN HARVESTERS, 
GRANTED FEBRUARY 16, 1858, AND REISSUED A SEOOND TIME, IN 
TWO DIVISIONS, NOS. 3,371 AND 3,372, APRIL 13, 1869. 

(Decided February 12, 1872.) 
Novelty of invention as involved in extension applications. 

Certain olaims of a patent which is offered for extension are fonnd to be anticipated by 
a prior patent which is owned by parties who control the proposed extension : Meldj 
that the patent may be extended upon ex^parie proofs that the latter patentee is in 
reality the prior inventor. 
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Id such eaw, if the |nrior patent were held hy parties advene in inteieet to the exten- 
sion songhty this should only be granted upon the filing of a diseUimer oovering the 
anticipated claims— with the right to reassert the claims in a subsequent reissne ap- 
plication, filed with view to an interference. 

Duncan, Acting OammisHoner : 

The only qnestion calling for special notice in this case is that arising 
oat of the requirement that the Commissioner of Patents, in consider- 
ing an application for the extension of a patent, shall canse particnlar 
inqoiry to be made as to '* whether the invention or discovery was new 
and patentable when the original patent was granted." 

Nishwitz's original patent was issued February 16, 1858, upon an ap- 
plication filed in the month of January preceding. The examiner re- 
ports that two claims of one division of the reissue. No. 3,372, are met 
by devices found in a prior patent granted to S. S. Allen, April 7, 1857* 
So far as one of these claims, at least, is concerned, there is no doubt 
that the examiner's position is correct. The claim, therefore, should never 
have been allowed to Kishwitz, except upon a judgment in his favor in 
a trial of priority with Allen. TSo such trial has ever been had. 

Nishwitz, in presenting the present application, undertakes to carry 
the date of his invention as far back afi the year 1853, which is some 
years prior to the time when Allen's application was filed in the Office; 
and the averments of the various affidavits by which this date is sup- 
ported are so explicit and harmonious that, if it be proper to consider 
tbem at all, the invention must be regarded as having been fully reduced 
to pi*actice in the year named. 

Allen's patent has been extended ; and the question now to be deter- 
mined is whether the claims which on reissue were granted to Kishwitz 
in forgetfulness or disregard of Allen's right to an opportunity to prove 
priority of invention, shall now, as they are .about to expire by the ex- 
piration of the term for which the original patent was granted, be 
extended for a further period of seven years upon the strength of the 
ex parte showing made by the applicant. 

The only alternatives to this course are the following : First, the ex- 
tension of the patent might be refused absolutely, on the ground that it 
includes features shown in an earlier patent, and of which Nishwitz has 
never, in the mode contemplated by the statute, proved himself the first 
inventor. The ascertained value of the other features of the invention, 
however, is so great, and the inventor's diligence has been so commend- 
able, and bis success withal so slight, that this course would be adopted 
with reluctance and only in the absence of any justifiable alternative. 

The only remaining course would be to extend the patent upon a dis- 
claimer being filed by the patentee, which should remove the objection- 
able claims. Such disclaimer might be filed with the understanding that 
CD the grant of the extension the same claims might be reasserted in a 
subsequent reissue application, and then be put into interference with 
Allen's patent. 
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If Allen's patent were held by parties opposed in interest to Kishwitz, 
this woald nndoubtedly be the correct practice, provided Nish witz were 
adjudged entitled to any extension whatever. It appears, however, from 
the records of the Patent Office relating to the Allen patent, and fh>ni 
the record in the present case, that the assignees of the Allen patent 
have also owned the Nishwitz reissues, and that they have a contract 
with him for the purchase of the extended term of said patents. 

Under snch circamstances it is plain to see what wonld be the issne 
of an interference declared as above suggested. The witnesses who fix 
upon 1853 as the year of Nishwitz's invention would be subjected to no 
cross-examination, and no testimony would be introduced in behalf of 
the Allen patent. The award of priority would necessarily be in favor 
of Nishwitz, and his patent would be restored to the form which it now 
bears ; with this serious disadvantage to the assignees, that by the dis. 
olaimer and the surrender for reissue they would probably lose the right 
to collect damages for past infringements. 

It may be added that not only is it probable that no testimony would 
be taken in behalf of the Allen patent, but that there is reason to be- 
lieve that, even if the patent were held by an adverse interest, it would 
be impossible to prove Allen the prior inventor. When application 
was made for the extension of his patent, it was explicitly set forth in 
the sworn ^^ statement" that Allen's first working machine was made in 
the year 1856, and that his first experiments in the development of the 
invention did not take place until 1855. 

Under all the circumstances, I feel convinced that, as between Nish« 
witz and Allen, the former may be safely regarded as the prior inventor, 
and I see no chance of a different state of things being disclosed by the 
suggested interference. The interference, therefore, would be useless, 
not only as between the parties themselves, but also as concerns the 
public at large. 

For these reasons the patents will be extended in their present form. 



JOHN BUENHAM Ex pabtb. 

APPEAL FBOM THE EXAMINEBS-IN-GHIEF ON AN APPLIOATION FOB 
THE REISSUE OF LETTERS PATENT FOR IMPROVEMENTS IN WATER- 
TANKS FOR RAILWAY STATIONS, GRANTED JULY 27, 1869. 

Double ug^^PaUniable conibinoilUm — Practice in examining applioaHime. 

Whoever employs an old device in a new or modified way, to prodace a new and nsefal 

result, most be regarded as an inventor. 
The objection of double uae can only be raised when the old device applied to the new 

pnrpose is osed in sabsiantially the old way, or with such modifications only as call 

for nothing more than ordinary skill. 
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An elerated irater-taak for nilimy statimit, hAving ito top, or Ito top and bottom, pro- 
tected from ext«enial cold by a space fiJled with tAt or aome other non-oondaotor of 
heat, is not anticipated by a refrigerator having spaces in its top and walls. Snoh 
new application of tlie principle of non-condnctlbility of confined air and kindred 
substances is made under snch widely different conditions and with snch modifica- 
tions in the prerions modeof use as mast have called for something more than mere 
adaptntion— it constitntes inTcntion. 

An examiner is not limited, in his inquiry into the novelty of an invention on which a 
patent is asked, to investigations in the particular subdivision of inventions of 
which he has charge; and the conventional classification adopted by the Office has 
no bearing upon the intrinsic merits of an invention. 

Where there is no co-operation of parts there is no patentable combination. 

DuKOAN, AoHng Commissioner: 

The tank which forms the subject of this application is made of wood, 
and is intended for supplying water to locomotives. To this end it is 
monnted npon a suitable frame at sach an altitude as to bring the bot- 
tom of the tank above the boiler of the locomotive, so that when the 
proper connection is made the water will flow into the boiler by its own 
gravity. In this respect there is no novelty in the invention ; but, in 
order to prevent the freezing of the water, applicant proposes to con- 
struct in the top or cover of the tank a close chamber, to be filled with 
dead air or other non-condacting substance. 

It is shown by abundant proofs that this construction, supplemented 
sometimes by a similar chamber in the bottom of the tank, obviates the 
necessity, hitherto very general in the winter season in the higher lati- 
tudes, of protecting the tank by the erection over it of a house, and of 
warming snch house by fires kept constantly burning. The improved 
tank is being very rapidly adopted, and the saving effected in the prime 
cost of the structure by dispensing with the tank-house, together with 
the saving in current expenses from the economizing of fhel and attend- 
ance, is shown to be a very large amount. The utility of the invention 
is proved beyond all doubt ; the magnitude of it becomes even a matter 
of surprise. 

The case, however, comes up on appeal on the question of novelty. 
The first claim, which is for the non-conducting top for water-tanks for 
railway stations, is rejected on reference to a refrigerator having a cover 
I>rovided with a close chamber filled with some material which is a poor 
conductor. 

It is true, as suggested by the Examinersin-Chief, that the non-con- 
ducting lining of the top and walls of a refrigerator is, in one sense, 
designed for the same purpose as the non-conducting cover of the 
water-tank which forms the subject of this application, viz., to inter- 
cept the passage of heat throup:h them. But there is this marked dif- 
ference in the two cases : in the one the end in view is to prevent the 
entrance of heat and in the other to prevent its escape. It is also true 
that a well-known method of adding to the warmth of the buildings is 
to construct them with a column of ^' dead air'' in the walls ; and re- 
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ceptacles of varioas kinds are protected against external cold and frost 
by being sorronnded with a packing of some non-oondacting material. 
Bat there is no reason to snppose that any of these practices coald have 
suggested to the present inventor the idea upon which the claim under 
consideration is based. He certainly cannot be considered as having 
derived from the stndy of the refrigerator the suggestion that, by merely 
protecting the top, or, at the most, the top and bottom of an elevated 
water-tank, the contents of such tank can be kept from freezing, even 
when exposed to the intense cold of a northern winter. In this there is 
an application of the well-knowu principle of the non-conductibility of 
confined air and other well-known kindred substances; but this new ap- 
plication is made under widely-difTerent conditions, and with such cor- 
responding modifications in the previous mode of use as must have 
called for something more than mere adaptation or mechanical skill. 
So far as is shown by any references cited by the examiner, or any sug- 
gested by the Ezaminersin-Obief, no liquid-containing reservoir, what- 
ever its situation or whatever its use, had, prior to applicant's invention, 
been protected from freezing simply by providing a shield for its upper 
or for its upper and its lower surface. 

If a mere mechanic had undertaken to do what Burnham has done so 
successfully, viz., to construct an elevated water-tank which, without 
either fire or house, could be kept from freezing, and to this end 
had set at work with a refrigerator before him as a model, the least that 
we should have expected wonld be that he would envelop his tank an all 
sides with a non-conducting packing or lining. This, however, Bnrnhaiii 
has discovered to be unnecessary, and in making this discovery, which 
he is turning to such great practical account, manifestly he has derived 
no aid from the refrigerator. He has made a discovery or produced an 
effect which has called for something more than the mere skill of the 
constructor in adapting an old method to a new occasion or use. He 
has employed an old device in a new or modified way to produce a new 
and useful result; and whoever does this must be regarded as an in- 
ventor. The objection of double use can only be raised when the old 
device applied to the new purpose is used in substantially the old wayi 
or with such modifications only as call for nothing more than ordinary 
skill. Such does not seem to he the present case ; and applicant is ad- 
judged entitled to the claim for the non-conducting top, which forms the 
subject of his appeal. 

In reaching this conclusion it should be remarked that it is based en- 
tirely upon the grounds above stated. The argument of applicant's 
counsel that the reference cited by tbe examiner is irrelevant, because 
it is found in a different class of inventions from that to which the ap- 
X>licatioa relates, is without force. It would be a narrow and short- 
sighted policy indeed that would restrict the investigations of an exam- 
iner in his inquiry into the novelty of an invention to his particular 
subdivision iu the conventional classification of business in the Patent 
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Office. The decidoii of the Bxaminen-iD-Ohief well says that the ar- 
rangement of inventions into classes for the oonvenienoe of the Qfflce 
can have no bearing npon the intrinsic merits of a given invention. Its 
claims to fovor depend npon its special pecaliarities, and not npon the 
method adopted in discussing them. 

A second question of an interlocutory chartUster is raised in this case 
by the examiner's action with reference to the second and the third 
claims. The second claim is, in snbstancCi for the combination of the 
non-condncting top of the water-tank with the inclosed chamber, packed 
with some non-c<»idncting substance, through which the supply-pipe is 
carried in its passage to the tank. Manifestly there is no co-operation 
between these parts, and, therefore, no patentable combination. The 
claim can be of no benefit to the applicant if allowed. It is mere 
verbiage, and should be eliminated. The third claim is obnoxious to 
the same objection, and this likewise should be erased. 



J. 0. WHITE.— Ex PARTE. 

APPEAL FROM THE EXAMINERSIN-OHIEF ON AN APPLICATION FOR 
LETTERS PATENT FOR AN IMPROVEMENT IN PERFORATINO RT7LE. 

(Decided February 14, 1872.) 
UToveltjt — Double use. 

A perforating rule for printerB' use, provided with rectan^nlftr straight-edged teeth, 
is not anticipated by a role haying conical teeth. In view of the difference in re- 
sults, the piercing-point and the cnttiug-edge are held to he different dcTioes. 

A perforating rale with teeth upon one edge, and designed to be set up with the type, 
and to do the perforating at the same time that the printing is done, is not antici- 
pated by a circular wheel provided with similar teeth, and designed for hand nse in 
perforating after the printing is done. 

Leogett, Commissioner: 

The alleged inveution consists in a perforating rule having rectangu- 
lar straight-edged teeth, intended^ when set in a form of tyiie, to per- 
forate a line for separation between a heel and a check or bill, that the 
same may be readily separated with the hand. 

The application is rejected by the examiner on reference to the patent 
of W. W. Harding, May 1, 1860, and also the patent of Albert Hook, 
September 13, 1864. 

Harding's patent was designed for a similar purpose, but the teeth 
are conical in form. A conical tooth upon such a perforator has two 
serious objections: first, the sheet would be almost certain to stick u|)on 
the points, so as to make rapid printing impossible ; and, second, a con- 
ical tooth forced through paper does not cut the paper in any one direc- 
tiouy but first pierces the paper and then fractures or tears it irregularly, 
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the fractures sometimes starting in one direction and sometimes in an- 
other. The consequence is, that in attempting to tear a* check from the 
heel there woald be no certainty that the separation wonid be in the 
line of the perforations. The shape of the tooth in applicant's device 
entirely overcomes both of these defects. His tooth has a cutting-edge 
instead of a piercing-point; consequently the only fractures in the paper 
are in the desired line of separation, and, the walls of the teeth being 
perpendicular, the adherence of the paper to the tooth when printing 
would be much less troublesome. The difference between the two is 

the difference between the practical and the not practical — between fail- 
ure and success. 

Hook's patent presents a similar tooth, but upon a very different in- 
strument, and to be used so differently that one could hardly suggest 
the other. Hook's is a circular perforatiug-wheel, intended for hand- 
use, to perforate after the printing has been done, while the applicant's 
device is a straight rule with the teeth on one edge, designed to be set 
with the type, and do the perforating at the same time that the printing 
is done. 

Neither reference alone meets the applicant's device, nor do both to- 
gether. Applicant secures a different result, and by different means. 

The decision of the Ezaminers-in-Chief is reversed. 



T. H. AND D. T. WILLSON. 
JBxtenHan. 

ON AN APPLICATION FOR THE EXTENSION OF LETTERS PATENT FOR AN 
IMPROVEMENT IN STRAW- CXfTTERS, GRANTED FEBRUARY 23, 1858. 

(Decided February 23, 1872.) 
Statement of account 

The requirement of the statute that the statement famished by an applicant for the 
extension of letters patent shall be " sufficiently in detail to exhibit a true and faith- 
fhl account of the loss and profit in any manner accruing to him from and by reason of 
said invention," does not necessarily require that every item of the expenditures and 
receipts on account of the patent shall be given in detail. 

It is only necessary that the statement of account be elaborated sufficiently to furnish 
to the Commissioner of Pat-ents data for a reliable Judgment as to whether the 
inventor has been reasonably remunerated. 

Where an applicant for the extension of a patent withholds the figures upon which he 
bases his calculations of profit and loss, and states results only, the statement is to 
be received with great caution, and carefnlly scrutinized, and, unless supported by 
corroborating evidence, may properly be rejected. 

Where an active contestant, familiar with the business to which the patent upon which 
au extension is asked relates, does not object to the sufficiency of the statement of 
account furnished by the applicant, and does not cross-examine him as to his alle- 
gations of the amounts received and expended, it wiU*be considered that the state- 
ment in its essential points is to be credited. 
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DUNOAN, AeHng Cammiuioner : 

Qaestion arises in this case as to the safBoiency of the accoont of 
receipts and expenditures fnmished by the applicants for the extension 
asked for. 

Among the items with which the patent stands charged, is the sam of 
fifteen thousand dollars for ^* cash expended in building and repairing 
bnildingSy and placing the necessary operative machinery therein;" the 
explanation of this being that it represents substantially the capital origi- 
nally invested in the maufacture which the inventors established upon 
the basis of their patent. As the manufacture thus established is still 
carried on, and no corresponding entry appears on the other side of the 
ledger, on account of present assets, it is manifest that the above item 
shonld be stricken from the account, or rather should be offset by the 
present value of the buildings and the machinery. 

In the table of ''receipts" appears the following item : 

Net profits from the sale of nine tbonsand four handred And Beventy-fiye straw- 
cutters, made and mid nnder said patent, at an ayerage price of |20 each, at 
the factory at Harrisbnrgb. from the date of issue of patent to the present date, 
calculated from the books at 20 per cent, on the amount sold . . A $37,900 

The other items under the head of *' receipts" are t400 for te^tory 
sold, t3,300 for royalties, and 1 1,800 from miscellaneous sources. 

Is this the account ^Mn detail" which the law reqniresf It appears 
that the applicants have kept books during the whole period of their 
business, and, except that the business of manufacturing straw-cutters 
has been combined with the building of other machines, which have 
constituted about one-fourth of the whole business done, they undoubt- 
edly might have given an exact and detailed statement of both expendi- 
tures and receipts on account of the patent Instead of that they have 
chosen to withhold the figures upon which their calculations are based, 
except as to the number of machines made, and to present to the Office 
only the conclusion reached as to their net profits; and it is apparent, 
further, that even their own calculation proceeds largely upon esti- 
mates. 

If the rule of practice adopted in Ex parte J. £• Harrington and Ex 
parte A. B. TayUvr^ Commissioner's Decisions, 1870, 27 and 68, were to 
govern in the prei>ent case, the account presented should, perhaps, be 
ac(judged fatally defective. That element in it which is based upon the 
mere estimate of the parties might be held to vitiate the character of 
the whole. There is this fact, however, to be specially considered in 
this case ; an opposition has been entered by rival manufacturers, who, 
it must be presumed, have been ready to avail themselves of any valid 
objection to the grant of the extension ; and yet neither in their formal 
<^ reasons of opposition," nor in the testimony taken by them, nor by 
argument, do they lay stress upon or even advert to this point. The 
inference from their silence must be construed into a concession that in 
this regard the statement of account is substantially correct. The 
averment as to the number of machines made must, of course, be deemed 
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reliable. If there were a material error as to price realized for thenHy 
the opposition would not have allowed the statement to pass unchal. 
leoged. The acknowled^^ed percentage of profit, also, is placed so high 
as manifestly to preclnde the chance of snccessfoUy attacking the state- 
ment on this score. 

From the very language of the statute it is manifest that it is not 
necessary to give by itself every item of the expenditures and receipts 
on account of a patent which it is sought to have extended. The law 
requires that the statement made shall be ^^ sufficiently in detail to ex- 
hibit a true and faithful account of the loss and pi'ofit in auy manner 
accruing to him [the inventor] from and by reason of said invention." 
The object of the requirement is to ftimish the Gommissioner of Patents 
data for areliable judgment as to whether the inventor has been reason 
ably remunerated ; and it is only necessary that the statement of ac- 
count be elaborated to this extent Where an inventor, whose applica- 
tion for an extension is unopposed, has the means at hand for giving an 
exact and detaUed statement of receipts and expenditures, but withholds 
the figures upon which his calculations rest, and actually gives only the 
results thereof, the statement must be received with great caution and 
carefully scmtinizeil, and unless supported by corroborating circum- 
stances, may properly be rejected. But where an active contestant, 
thoroughly skilled in the art to which the invention relates, neither 
enters a demurrer to the snfficiencyof the statement, nor cross-examines 
the applicant as to the allegations of the amounts received and expended, 
it may with reason be considered that the statement, as to all essential 
points, is to be fully credited. 

Applying this principle to the present casei, the statement originally 
presented may, so far as concerns the one point now under consideration^ 
be regarded as sufficient. A supplemental statement has been filed, 
which, by calling for a reasonable allowance for the i)ersonal services of 
the inventors, largely reduces the net profits, as at first stated. This, 
plainly, has no direct bearing upon the question of the sufficiency of the 
statement. It relates only to the question of adequacy of remuneration^ 
and upon this point it must be held that, in view of the large manufac- 
ture which the inventors have established in working the invention, and 
the fact that they have given their personal services to the business- 
one of them during the entire term of the patent and the other until 
disabled by disease — the amount realized cannot, in contemplation of 
law, be regarded as a reasonable remuneration. 

The first claim seems to be anticipated by the references cited by the 
examiner. If the subject-matter of it be disclaimed, the patent may be 
extended. 
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G. WHEELEB, Jr., vs. 0. BUSSELL AND W. K MILLEEL 

APPSiX FROM THE EXAMINERS-IN-OHIXF IN THE MATTER OF AN IN- 
TENTION RBLATINa TO HARVESTERS. 

(Decided February 26, 1872.) 

Diligence — Priority of inventum-^aint invention — Fotfeiture by pub- 
lic U8e. 

The harvester being a nkaohine in which, m a role, praotioal teetii of the yalne of an 
attempted improvement ean be applied daring only a brief portion of the year, the 
fact that two or three harvests are consnmed in perfecting the details of a g^ven in- 
vention does not necessarily imply any lack of diligence. 

Priority of conception, oonpled with diligence in reducing to practice, constitutes prior- 
ity of invention. 

As a rule, the question of Joint inventorship may safely be left where the parties them- 
selves choose by their declarations to place it. 

When the presumption of Joint invention has been created by the filing of a joint 
application upon a Joint oath, it can be overthrown only by the most unequivocal 
proofs. A fortiori, will such evidence be required when it is sought, upon the legal 
technicality of a mi^oinder of a second party with the real inventor, to affect vested 
rights under a patent already granted. 

Whether the use of an invention in a public competitive trial more than two yean 
before the filing of an application for a patent constitutes such a public use as, under 
section 24 of the patent act, will work a forfeiture of the inventor's right to a patent 
qucBre* 

Duncan, Acting Commissioner : 

The inventioa in controversy consists in the convertibility of a har- 
vester from a ^* dropper" to a side delivery '< haud-iaker," the parts be- 
ing so constructed and arranged that the closed platform and the slat- 
ted apron may be readily interchanged, as the condition of the crops 
may require. 

liussell and Miller are patentees, a joint patent having been granted 
them March 24, 18GS, upon an application filed December 23, 1867. 
Wheeler's application, which is still pending, was filed October 7, 1868, 
six months after the date of the Bussell and Miller patent. 

Wheeler's testimony narrates that he conceived the idea of the inven- 
tion in the summer of 1865, and that he made a practical application of 
it to a ^* Cayuga Chief machine in the fall or winter following. He 
does not know what became of this machine, and he is not certain that 
it was ever used in the field. In June of 1866 he caused another machine 
to be built embodying the improvement, and this was put into the State 
trial of harvesters held that season at Auburn, in the State of New 
York, being used both as a ^' dropper" and as a '* hand-rake." In 1867 
he entered upon the manufacture and sale of the improved machines, 
and from that date has sold about one hundred annually. 

In behalf of Russell and Miller the principal facts are, that in the 
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month of January, 1865, they bailt a machine in which the side-deUvery 
platform was made iDterchangeable with a slatted dropper ; that this 
machine differed from that described in the patent only in the constmc- 
tion of the end-board of the platform and in the shape of the irons 
by which the bottom and the back of the platform were attached to the 
ond-board ; and that it was pat into the harvest of 1865, working well 
and cutting not less than one hundred acres of grain. 

The defects of this machine were that it required too much time to 
convert it from the one form into the other, and that the end-board was 
too long to serve well as a divider when the machine was used for drop- 
ping. This last defect was remedied by dividing the end-board so that 
the rear portion of it should be attached to and be removable with the 
platform } and greater facility in exchanging the platform and the drop- 
per was secured by altering the irons by which the platform was attached 
to the end-board. These changes were not fully effected until the har- 
vest of 1866, and the firm did not commence the building of machines 
for sale, made in all respects like that described in the patent, until the 
fall of 1866. For this reason Wheeler urges that they did not have the 
invention fully reduced to practice until after he had built the machine 
that was put into the State trial at Auburn, and, therefore, that he is 
entitled to be regarded as the first inventor. 

This conclusion does not follow. Even if it should be admitted that 
Wheeler was the first to reduce the invention to practice, still it appears 
beyond all room for doubt that Miller and Bussell, or one of them, were 
the first to conceive of the invention, and that they used due diligence 
in reducing the original conception to practice. That they should have 
found two or even three harvests necessary to perfect all the details of 
the invention does not raise even a presumption of the lack of dUigence, 
for the harvester is a machine in which as a rule practical tests of the 
valae of any attempted improvement can be applied during only a brief 
portion of the year. In this case the machine was first tried in 1865. 
Its use at that time suggested certain modifications of a minor charac- 
ter, and these were made prior to the harvest of 1866. Still fhrther 
changes were found desirable when the machine was again put into the 
field, and these other modifications were at once applied, and .brought 
the machine into the precise form in which it was presented for a pat- 
ent. In all this there was no lack of diligence ; and priority of concep- 
tion coupled with due diligence in reducing to practice constitutes pri- 
ority of invention. It might even be said that, so far as concerns the 
present interference, the invention was fully reduced to practice by 
Miller and Eussell in January, 1865 ; for the machine then made by 
them worked successfully both in the harvest of that year and in the 
foar years following, and the modifications subsequently made in the 
minor details, whereby greater facility in the interchange of the plat- 
form was aimed at, are not involved in the interference. 

But it is urged again by Wheeler that, if the interference relates en- 
30P 
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tirely to tbe intercbangeability of tbe platforms witbont reference to the 
particular devices by wbich tbis is effected^ Miller and BiisseU are not 
joint inventors ; and tbat on tbis groand the interference shoald be dis- 
solved. In support of tbis position be relies mainly npon MilWs testi- 
mony npon cross-examination, in which he says, in so many words, that 
*<the invention of the interchangeable platform, so fietr as he knows' 
was made by Clement Knssell ; and tbat his own connection with the 
invention related to tbe details or minor parts, such as the application 
of the ^ small arm ' on the corner of the platform, extending into the 
socket or bearing, by which the inner comer of the platform is sup- 
ported ; also, tbe division of tbe end-board and the mode of attaching 
and detaching it." 

Tbis statement, however, should be interpreted by reference to the 
history of the invention as given in the testimony of BusselL Bossell 
had conceived of the desirability of the interchangeable platform in tbe 
summer of 1864, before he came into communication on tbe subject 
with Miller, and he had gone so far as to have several platforms con- 
structed during that year ; but he says that be did not arrive at results 
entirely satisfactory, a fact which becomes specially significant in this 
connection, when it is considered tbat although his experiments were 
made in June and July, they did not present the invention in such form 
as to encourage him to put a machine into the field. It was only when 
he communicated his ideas to Miller, and tbe modifications spoken of 
were introduced, that the feasibility of the invention was demonstrated; 
and these modifications related not merely to tbe mode of connecting 
the platform to the end-board, but also provided the ^' small arm" upon 
tbe comer of the platform, a device which plays an important func- 
tion. 

In tbe interference of Neal & Adams vs. Daniehj Commissioner's De- 
cisions, 1871, the perplexities connected with tbis question of joint in- 
ventorship were commented on, and it was then stated that as a rule 
tbe matter might safely be left where the parties themselves chose, by 
their declarations, to place it ; and tbat when the presumption of joint 
invention has once been created by the, filing of a joint application upon 
a joint oath it can be overthrown only by evidence of the most une- 
quivocal character. Aside from the iuhei'ent difficulties generally con- 
nected with an investigation of the question, it is plain that the equi- 
ties are all in favor of tbis view. The public at large would be excluded 
temporarily from the practice of a given inyeution with equal reason, 
whether that invention were made by two persons who are claiming it 
jointly or by one of them only ; and when upon a mere legal technicality 
the public, or any member of the public, demands that an inventor be 
barred the exclusive use of a moiety in the right to the exclusive use of 
an invention wbich his genius has been instrumental in developing, 
the demand must be supported by the most positive and convincing 
proofs. 
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In the present case a patent wss issued four jears i^; as we ha^a 
already seen, no person other than the patentees appears entitled to be 
regarded as the first inventor ; the application for the patent was made 
in due time after the invention was reduced to practice ; and a mann- 
factnre nnder the patent has been going on during the entire period of 
its existence. The question presented, then, is whether a patent under 
which large vested interests have grown up shall be treated as null and 
void) and at a time when by reason of the long-continued public use o^^ 
the invention it would be impossible to correct the error in the form of 
the application, if any error has, in fact, been committed. It is not a 
question whether the grant of a patent shall be refused on the ground 
of a misjoinder of parties. I am fully convinced that the testimony 
does not warrant a judgment which, if it could in any way be made 
ox>erative against the parties, would work them such hardship. 

But, in fact, a different decision of this question would be of no direct 
practical benefit to the applicant It would neither cancel the patent of 
his rivals, nor would it entitle him to receive one upon which to bring 
salt against them ; for the evidence, as already stated, shows that, what- 
ever view may be taken of the validity of the Bussell and Miller patent, 
TVheeler, not being the first inventor, cannot legally become a patentee. 

Question arises in this case, on behalf of the patentees, whether, 
under the dectrine laid down in M<mce vs. AdamSj Patent-Office Oazette, 
1872, p. 2, Wheeler, even if the first inventor, has not forfeited his rights 
through laches, it appearing that he delayed his application for a patent 
from the summer of 1866, when he had the invention fully reduced to 
practice, till October, 1868, more than six months after a patent had is- 
sued to his rivals, who came to the office without unreasonable delay 
after they had reduced the invention to practice and brought it into 
satisfactory form. It further appears that Wheeler, being rejected 
October 17, 1868, did nothing further in the prosecution of his 
application until the 7th of January, 1871, reviving it on the very last 
day allowed him under the special provisions of section 35 of the patent 
act. It is rendered unnecessary, however, by the view taken upon the 
other questions involved in the interference, to enter upon the discussion 
of this one. 

It is equally unnecessary to decide whether the use made by Wheeler 
of his invention in the State trial at Auburn in 18G6, more than two 
years prior to the filing of his application, was such a public use as, un- 
der section 24 of the patent law, would of itself bar his right to a patent. 
It is probable that the machine was put into this public trial more for 
the purpose of testing its relative merits than its abstract utility. It 
may well be presumed that the utility of the invention had been de- 
monstrated to the satisfaction of the inventor by previous experiments, 
and that the object of the public trial was to demonstrate to the public 
that the machine possessed points of superiority over other machines. 
Upon this theory it may well be questioned whether the public competi- 
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tive trial was not a ^< pablic use " of the in vention in the sense in which 
the term is used in the section named. Bnt, this question aside, the 
decision of the Examiners-in-Ohief must be sustained, aud Bnssell and 
Miller are a4Jndged the prior inventors. 



JAMES D. SIUBOES.— Ex pabte. 

APPEAL FBOM THE EXAMINEBS-IN-OHIEF ON AN APPLICATION FOB 
LETTEBS PATENT FOB A COOLEB FOB LIQUIDS. 

(Decided February 29, 1872.) 
Patentable claims~-Praetiee in examination of claims. 

A new combination is patentable, even if all the elements of it are old. 

It 18 no objeotion to a claim that it indndee only a part of the mechanism which the 
applicant proposes himself to nse, proyided the part thus included is capable of nse. 
tal operation independently of the parts omitted. 

It is no good gronnd for rejecting a claim that it is sought, not for the purpose of coy- 
ering tiie specific mechanism which the applicant proposes to construct, but for the 
purpose of protecting him against the use by other parties of some particular part 
or parts of such mechanism. 

This fiust doay be a good reason for the exercise of more than ordinary care in conduct- 
ing the inquiry into the alleged novelty of the subject-matter of such claim. 

Duncan, Acting Commissioner: 

Applicant's invention is designed for the cooling of liquids or semi- 
flnid snbst9.nces by taking advantage of the well-known fact that rapid 
evaporation is attended by a loss of heat in the surface from which the 
evaporation takes place. His apparatus consists of two concentric 
tubes, the inner one, through which the liquid to be cooled is passed, 
being surrounded with an absorbent jacket, which is kept moistened by 
a small supply-pipe placed immediately above it, and from which the 
water or other fluid to be evaporated is fed through numerous small 
apertures uniformly throughout its entire length. A blast of air is 
forced through the annular space between the two concentric tubes ; and, 
for the purpose of obtaining the maximum exposure of the liquid to be 
cooled to the influence of the evaporation which is taking place with- 
out, the inner tube is provided with a core, which spreads the liquid 
into a thin sheet in immediate contact with its inner surface. 

Under the decision of the Examiners-in-Chief a claim has already been 
allowed for the combination of the liquid-carrying tube, the absorbent 
jacket, the perforated supply-tube, and the inclosing air-case or oater 
tube. In addition to this, applicant asks for a claim for the combina- 
tion of the inner tube, the absorbent jacket, and the perforated feeding- 
tube, the surrounding air-case not being named. This claim nowstands 
rejected upon reference to the patents of D. E. Somes, May 10, 1870, for 
improvements in apparatus and process for refrigerating, preserving? 
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and ventOatiDg ; and March 29, 1870, for improvement in cooling air 
and liqoids ; and the patent of E. Bigelow, October 18, 1870, for an im- 
provement in Uquid-coolers. 

In the Bigelow patent the liqnid is passed in a thin annnlar sheet (a 
core being nsed to bring it into this form) throagh a tube which, instead 
of being surronnded with a flbrons jacket, is bnried in ice. Somes, in his 
patents, shows, among other things, the nse of a wetted flbroos material 
npon the roof of a refrigerating-honse or apartment, and upon the roof 
of a railway-car, the absorbent covering being in both cases kept moist 
by a small snpply-pipe which mns longitudinally along the ridge of the 
roof, and is perforated so as deliver the water equally on the two sides and 
uniformly throughout its entire length. 

It is plain that the Bigelow patent by itself is not a sufficient refer- 
ence. There seems also to be a radical difference between the condi- 
tions under which Somes and the applicant apply a common and well- 
known principle. The one seeks, by means of the reduction of tempera- 
tare caused by the evaporation of liquids, to cool a body of air confined 
within a chamber, and has in view some ulterior purpose beyond the 
mere cooling of the air — such, for instance, as the freezing of liquids, 
the preserving of meats and fruits, and the like. The other seeks sim- 
ply to reduce the temperature of a body of liquid, which, for this pur 
pose, must be made to pass in a continuous stream along and over ' 
surface which is previously cooled by the evaporation. In the one cat^ 
the substance directly acted upon is air ; in the other a liquid. In the one 
case a closed chamber is used : in the other an open tube. In the one 
case the air to be cooled is only a medium for affecting the temperature 
of some other body or substance surrounded by it ; in the other the 
primary object is to cool the liquid itself which is directly acted on. 

Neither of the references, then, taken alone, seems to justify a refusal 
of the claim asked for. It is only by selecting elements from each of 
the existing inventions that applicant's invention is produced. From 
Bigelow he has borrowed the idea of the externally-cooled tube, through 
which the liquid is to be passed ', from Somes the means of effecting 
the necessary reduction of temperature in this tube. A legitimate com- 
bination is thus produced; and a new combination is patentable even 
if all the elements of it are old. 

Neither is it to be objected to the claim that it omits the element of 
the inclosing air-tube, while in the specification there is no intimation 
that the applicant intends in practice to use his apparatus, except as it 
is provided with such outer case. 

Where a claim is asked for, not so much to protect the specific con- 
struction which the inventor proposes to adopt as to enable him to lay 
under contribution other constructions embodying a part only of the 
principles upon which his aggregate mechanism is built up, this may 
furnish a reason for an exceptionally careful inquiry into the alleged 
novelty of the subject-matter of such claim before favorable action upon 
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it ; but it cannot be held to constitute, in itself, good ground for rejec- 
tion of the 4daim. Where a part of a compound mechanism is capable 
of useful operation in itself, the inventor has a right to protect himself 
against the use of such portion by other parties, even though he does 
not himself propose to use that particular part except in connection 
with all the others. 

In the present case it is manifest that the combination to which the 
appeal relates is capable of useful operation indepepdently of the air- 
tube, though it is presumable that a higher effect would be produced if 
the blast of air should be controlled by the presence of the tube. WhOe, 
therefore, the applicant designs, probably, to use only the mode which 
he conceives to be the best, he naturally and rightly seeks to bring his 
patent into such form as to prevent the use by others of the inferior 
mode as well ai^ the best 

The decision of the Ezaminers-in-Chief is overruled, and the claim 
allowed. 



HAEEIET L. LOW, ADMENTISTBATEIX. 

Extetman. 

JlFPLIOATION fob the EXTENSION OF LETTEBS PATENT GBANTED 
TO HEIOIY H. LOW, HABGH 6, 1858, FOB AN IMPBOYBMENT IN SAW- 
ING-MAGHINES. 

(Decided March 2, 1872.) 
Practice tchere the original patent has been reissued. 

Where a patentee assigns his entire interest in his patent for the original term, and the 
assignee "without the concurrence of the patentee surrenders the original patent and 
secures a reissue, the patentee may have certificate of extension attached to the origi- 
nal patent. 

Leooett, Commissioner: 

The invention to which this application relates is an improvement on 
sawing-machines. The claim is very narrow, disclaiming all the parts 
of the machine, and claiming only the combination in the definite form 
stated. Th^ examiner reports that this combination was new and pat< 
entable at the time the patent was issued, and that the proof shows the 
same to be of considerable valae to the pablic. The statement of ac- 
counts is not very full or definite ; but this is explained partly by the 
death of the patentee, and his books not showing minutely the expen- 
ditures on account of the patent ; but enough is shown to satisfy the 
OfiBce that the net receipts have been very small, and much less than 
the value of the invention. 

An argument has been filed in opposition to the extension, based 
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chiefly upon the fact that the application is for the extension of the 
(Higinal patent, while the original patent was surrendered and reissaed 
March 6, ISM, and again reissaed April 2, 1867. In the application for 
extension no allnsion whatever is made to these reissues. They are 
ignored as completely as if they had never been in existence. 

The remonstrant holds that, when the original patent was surrendered 
and reissaed, it ceased to exist, and cannot now be revived by extension. 
This doctrine would be just and applicable provided the patentee had 
joined in either application for reissue; but the records of the Office 
show that he assigned his entire interest in the original term of the 
patent to one C. S. Burt, and that said Burt, as assignee, secured the re« 
issues without joiniug with him, the piatentee ; and there is no evidence 
in the Office that the patentee or administratrix had any knowledge 
whatever of the reissue. Under such circumstances it would be a 
manii'est and unnecessary hardship to require the patentee to apply 
for the extension of the reissue, and then compel him to incur the ex- 
pense and risk of another reissue in case he preferred the original form 
of the patent. In this case the patentee assigned only the original term 
of the patent, reserving to himself, under the law, the exclusive right 
to the extended term ; and it would be an anomaly in law if the assignee 
could render the extended term worthless to the inventor by obtaining 
a worthless reissue just before the expiration of the origins^ term ; yet 
such might be the case if the remonstrant's doctrine is law. 

But it is not necessary to further discuss this matter^ as the question 
has been adjudicated by the courts. In the case of Fotter vs. Brauns 
d^nf^ 7 Blatch., 110, Justice Blatchford says : ^^ Where a patentee, hav- 
ing secured his invention by a patent, with a specification in such form 
as he regards to be most proper, assigns the entire patent for the original 
term only, reserving his right under the ISth section of the act of 1836 
to apply for and obtain an extension, it ought not to be and it is not in 
the power of the assignee, by surrendering the patent and obtaining a 
reissue of it on a specification not signed, assented' to, or adopted by 
the patentee, and which perhaps the patentee may regard as rendering 
the reissued patent invalid, or as securing, by new and different claims f 
rights of little value, to effect, without his consent, the statutory right 
conferred on the patentee to apply for and obtain an extension of the 
only patent which he has ever adopted or assented to." 

The extension is granted, and the certificate will be attached to the 
original patent; or, if the original patent is lost, to a certified copy of 
the same. 
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W. B. LB VAN.— Ex pabte. 

APPEAL FBOM THE PBDCABY EXAMINEB ON AN APPLICATION FOB 
LETTBB8 PATENT FOB AN ENOINE-GH)VEB110B. 

(Decided March 2, 1872.) 
Practice in suhttituie applications. 

VHiere a new applioation U filed as a substitute for one preyionsly rcjeoted by the Ex- 
amineFB-in-Chief, it should be examined upon its merits. It is not enough for the 
primary examiner to refer to the adverse decision of the Board of Appeals in the 
former case. 

Duncan, Acting Commissiimer : 

The present application is filed as a sabstitnte for one previously ap- 
pealed to the Ezaminers-in-Chief, and by them rejected npon substan- 
tially the same grounds as had been assumed in the premises by the 
primary examiner. 

Although the new application relates to the same invention, yet the 
applicant professes to have drawn the specification and claims in such 
language as to exempt it from the objections which constituted the basis 
of the former adverse decision. In this view, however, the primary ex- 
aminer does not coincide. His statement is that the present case is 
substantially the same as the former one, and he notifies the applicant 
that the case is ^^ rejected for want of patentability," assigning as the 
ground of this action that^Hhe same invention has been heretofore 
denied a patent by the board of Examiners-in-Ghief in an appeal 
taken to them by the same applicant in another and prior case, in which 
the invention was shown and claimed substantially in the same form as 
it is here shown and claimed.^ 

In form this is a ^'rejection;" in substance it is a refusal to act, on the 
ground that the question of patentability, so far as the examiner is con- 
cerned, is res judicata. The applicant appeals, ander Bnle 44, and asks 
for an order upon the examiner directing him to take up the case and 
give it the usual examination. 

I think the order should be granted. If the order be refused, and the 
party be thus compelled to appeal to the board from the ^'rejection" of 
the examiner, the only question that would be presented to thei^idard 
for its consideration would be, not whether the invention is patentable, 
but whether there is substantial identity between the present applica- 
tion and the former one. If upon this question the board should pro- 
nounce in the negative, it would then become necessary to remand the 
case to the examiner for the examination which every person is entitled 
under the law to receive when for the first time he presents to the 
Patent Office an application npon a given invention; and upon such ex- 



DECIBI0N8 OF COMKIBSIONEB OF PATENTS FOB 1678. 41 

animation he might find himself completely anticipated by the refer- 
ences that wonld be cited. 

It wonld thus happen that an applicant to whom the law gnarantees 
a judgment on the question of novelty, upon the payment of the desig- 
nated fee of fifteen dollars, would be forced to pay a second fee of ten 
dollars before being accorded the examination contemplated by the law, 
and this, too, notwithstanding he had at the first presented his applica- 
tion in the very form in which, after the payment of this second fee, the 
examination would be given him. 

If, again, the board should pronounce affirmatively upon the question 
of identity between the two applications, an appeal to the Commissioner 
would cany up this single question only, and upon such an appeal, if 
the Commissioner should entertain the same view of the question as the 
board, the applicant would have no right to ask his judgment upon the 
sufficiency of the references cited in the former application. Before the 
Commissioner's judgment upon this latter point could properly be ob- 
tained, it would become necessary to have those references put into the 
record in the pending case ; but this could only be done by sending the 
applicant back to the primary examiner, when he would again be com- 
pelled to work his way up by the slow course of appeal to the Commis- 
sioner. For these reasons it would appear to be the correct practice 
that the examiner, instead of pronouncing the two applications to be 
identical, and *' rejecting" the latter one because the Examinersin-Chief 
have rejected the former one, should name in the present case the refer- 
ences which in his judgment anticipate the invention. This will entail 
upon him no labored examination, since with his views, as already an- 
nounced, it will only call for the transcribing of the references cited in 
the former case ; and it will relieve the matter from all embarrassment, 
so that the applicant can, in the usual course of appeal, obtain the judg- 
ment of the board and of the Commissioner upon the patentability of 
the invention in the form in which it is now presented. 

It is accordingly so ordered. 

It should be stated in conclusion that so far as this decision modifies 
the practice established by the decision in ex parte D. M. Nichols, Com- 
missioner's Decisions, 1870, p. 71, the modification relates to a matter 
which in that case, it is fair to presume, did not receive the Commis- 
sioner's special attention. The question then at issue was not so much 
how the examiner should proceed in making his rejection as whether he 
should take jurisdiction of the case so as to reject at all. On the. latter 
question the Commissioner undoubtedly decided correctly ; but as to 
the grounds on which the examiner's rejection should be based, it is be- 
lieved that a more careful consideration of' the matter would have led 
to substantially the same conclusion as that adopted in the present 
case. 
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S- HOWES AND Q. E. THHOOP. 

Sximmion. 

APPLICATION FOB THE EXTENSION OF LETTEBS PATENT NO. 19637, FOB 
GBAINSEPABATOB AND CLEANEB, GBANTED MABOH 16, 1858. 

(Decided March 4, 1872.) 
Abandonment hy mthdrawal — Public use prior toappli4Hition. 

Where the inTention was pat into public nee in 1854^ and the application for a patent 
made in January, 1855 ; was withdrawn in June, 1856, and a snbaequent application 
was filed within two yeare thereafter : Held, that the second application might 
properly be regarded as establishing a continuity with the first one, and that there 
was no such public use as to constitute a bar to the grant of a patent. 

Duncan, Acting Commissioner : 

The only point calling for special consideration in connection with this 
application is the public nse of the invention before the filing of the 
application npon which the patent was granted. 

It appears from the statement filed by the inventors in support of 
their present petition, that one machine was built by them jointly, and 
sold in the spring of 1854 ; that in the same year Howes built and sold, 
on his own account, six of the machines ; and that Throop entered ac- 
tively upon the manufacture in 1855. A joint application for a* patent 
was filed January 27, 1855, which was rejected March 8 of the same 
year, and was withdrawn June 4, 1856. The patent was finally granted 
upon a new application filed February 26, 1858. 

The question arises whether in this there was such a public nse as 
should have operated as a bar to the grant of the patent. Under the 
statute then in force, which in this respect coincides with the present 
law, this public use must have been for more than two years prior to 
the application for the patent. To save the patent, then, it is necessary 
that the second application should be held to relate back to the first in 
such sense as to constitute a continuing application with it. 

In the case of John W. Cochran, Commissioner's Decisions, 1869, and 
in Gray vs. HalCj lbid.j 1871, it was decided that the withdrawal of an 
application did not necessarily imply an abandonment of the invention; 
and in the former of these cases the rule was laid down that, if the 
renewed application were filed within two years of the date of the 
withdrawal, this would be a reasonable time, and a renewal thus made 
might properly be regarded as establishing a continuity of application, 
which would make it necessary that a public use, such as would operate 
as a bar to the grant of a patent, should have taken place two years 
before the filing of the first application. Upon the strength of this 
rule it is decided that the patent of Howes and Throop was properly 
granted originally ; and, accordingly, no objection thereto appearing on 
other grounds, the extension asked for will be granted. 
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LEVI STEVENS.— Ex Pabts. 

APPEAL FEOM THE EXAMINEBSIN-CHIEF ON AN APPLICATION FOR 
LETTEBS PATENT FOB AN IMPBOYEMENT IN THE PBOCESS OF BUBN- 
ING ASPHALTUM. 

(Decided March 5, 1872.) 
Invention distinguished from double use. 

■ 

Meiely to appJy a d6yice to anothet lue than the one for which it was originally in- 
tended inyolves no invention, and is simply double uu / hut when adapta;^4in is required 
to secure the new resalt, invention is presamed, and the new organization may be 
patentable. 

Machinery for 9u,perhta1ing steam and using it when thus superheated for liquefying 
asphaltum for use as a foel, and for atomizing it in thefumaee: HM to be patenta- 
ble, notwithstanding machinery, in many respects identical, and yet requiring modi* 
fications to adapt it to the new purpose, had previously been used for spraying 
liquid petroleum in a furnace by means of steam at the ordinary temperature. 

Leggett, Commissioner: 

The alleged invention in this case is a device for using asphaltom aa 
fael in prodadng steam. It is well known that similar, and, in many 
respects, identical mechanism, has heretofore been devised for horning 
fluid petroleum and other liquid hydrocarbons; but the applicant seema 
to be the first to successfully adapt this machinery to the burning of 
asphaltum. Liquid petroleum can be atomized or sprayed in the furnace 
by wet steam, or steam at ordinary temperature; but asphaltum can be 
rendered fluid only by a high temperature, and then must be atomized 
by a jet of superheated steam. Hence, to burn asphaltum, applicant 
needed to add to existing machinery an arrangement for superheating 
the steam, and for using this superheated steam in liquefying the 
asphaltum, and in atomizing it when it reached the furnace. With 
this arrangement he has secured a new and useful result. He can 
economically use asphaltum as fuel in the production of steam — an end 
not before attained. 

Glark Fisher's device for burning the common liquid petroleum, pa- 
tented July 23, 1867, is not capable of burning solid i)etroleum or as- 
phaltum, and hence is not a sufficient answer for applicant's device, 
which will do it. 

To merely apply a device to another use than the one for which it was 
originally intended involves no invention, and is simply double use and 
not patentable ; but when adaptation is required to secure the new re- 
sult, invention is presumed and the new organization may be patentable. 
In this case the applicant has certainly done more than to merely apply 
Fisher's furnace to a new use. He has adapted it to superheating the 
steam, to liquefying asphaltum, and to spraying it in the furnace with 
steam superheated to a temperature that will unite with the atomized 
asphaltum and bum. 
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The decision of the Board of Appeals most therefore be leversed. 

The applicant, however, has fidled to describe in his spedflcation the 
tme state of the art, as he has entirely ignored all that Fisher has 
4one. When he amends his application so fkr as to disclaim the inven- 
tion described in Swisher's patent of Jnly 23, 1867, his patent will be 
granted. 



J. B. SLAWSON.— £x PASTE. 
Beissue. 

APPEAL PBOX THE BOABD OF BXAMINEBS-IN-OHIEF IN THE MATTEB 
OF AN APPLICATION FOB BEISSUB OF LETTEBS PATENT GBANTED 
TO HIM AUGUST 7, 1866, FOB AN IMPBOVEMENT IN FIABE-BOXES. 

(Decided March 9, 1872.) 

In a oombinatioii of— 

1. An opening for receiying money or tiokets ; 

2. Alternately sloping shelyes in a downward series ; 

3. A platform for the fare, with glazed openings for its inspection; 

4. A leyer to trip the platform ; 

5. A locked box to secure the collected fares : 

Heldy That the parts co-operate to produce a new and nsefhl result. 
Such a combination is new and patentable, eyen though each of the separate parts 

may haye been used before for analogous purposes. 
Such a collocation requires in its selection and adaptation an exercise of inyentive and 

mechanical skill. It completely answers the purpose designed, and no part could be 

dispensed with without impairing its yalue. 

liEaaETT, Commis^uyner : 

The device in question is the fare-box quite commonly used in street- 
cars for collecting and safely keeping passenger-fares without the aid of 
<»ndnetors. It consists of several parts: 

1. The opening or orifice for receiying the money or ticket. 

2. Several shelves arranged alternately on the opposite sides of the 
box, and sloping downward so as to permit coin, fractional carrency, 
and tipkets to readily pass downward, yet famish certain protection 
against any effort to extract money by inserting a wire at the orifice. 

3. A platform, upon which the fare falls, having two walls of the box 
at this point made of glass, so that the driver from the ontside of the 
car and the passengers on the inside may inspect the fare and see that 
the correct amount has been paid. 

4. A lever by which the inspection-platform may be tilted by the 
driver so as to deposit the fare into the safe beneath. 

5. The safe at bottom of the box, where the fare may remain securely 
until removed by the person intrusted .with the key for such pur- 
l>ose. 

The examiner finds that the first of these elements is common for anal- 
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ogous purposes. The second is found in a rejected application for a 
patent on a portable fare-box, intended to be strapped to the conductor 
and carried abont among the passengers. The third and fourth are 
found in an earlier patent granted to the applicant. The fifth is old and 
common for analogous uses. Each of these parts being old, not only 
in form but for analogous uses^ the examiner rejects a combination claim, 
though admitting that the combination is new. He denies that the col* 
locating of these several devices involves any invention^ and in this de* 
cision he is sustained by the board of appeals. 

The two questions presented for solution are, first, do these several 
parts as presented form a valid combination under the rulings of the 
courts ; and second, did this aggregation require an exercise of the in- 
ventive faculty, or simply of mechanical skill t If each part performs 
only the ofiice that it did before thd several parts were brought together, 
and if the parts fail to co-operate in the production of one useful re- 
sult, then there is no combination, no invention, and nothing patentable 
But if, on the other hand, a useful end is secured not before attained, 
and if the parts co-operate in securing that end, in such a sense as to 
become a unitary machine for such purpose, then the combination may 
be legitimate, invention presumed, and the device patentable. Ouk his 
point the law is very dear : 

''Old inBtramentB placed in new and different organizations, producing different re- 
snltSy may be patentable." " If tbe inventor supplies to what is old some new organi- 
zation, and tbns produces abetter practical result, he is entitled to protection." — CUwV^ 
Patent Steam and Fire Regulator Co. ys. Copeiamd, 2 Fish., 2SJ7. '* U the arrangement is 
new, producing a new result, there may be a patent for it, although aU the parts are 
old." — Woodman ts. Simpson^ 3 Fish., 102. " It is decisive that a new mode of 0]>era- 
tion has been introduced, if the practical effdot of the new combination is either a new 
effect or a materially better effect ; and in such case it is not material how much study, 
thought, time, or expense was required to make the change." — Forhaah vs. Cook, 2 Fish., 
688. 

It is not necessary, however, to quote decisions to establish a point 
about which there can be so little doubt. The courts have uniformly 
held that where the combination of known elements produces useful re- 
sults not before attained, then the person who discovers or applies the 
combination is an inventor within the meaning of the patent-laws. The 
only question is, does the . device under consideration come within the 
class of such combinations t 

To determine this it is proper to inquire just what end the applicant 
had in view in its construction — what did he seek to accomplish t 
Street-railroad companies in many places had found that the dishonesty 
and salaries of conductors absorbed a large portion o^ their profits. To 
save these expenses was the sole object of the invention. The points to 
be guarded against in the construction of the box were the disposition 
of the passengers either not to pay at all, or to pay too little, or to pay 
bad money, and the danger of the money being abstracted by drivers 
and others. The sloping shelves protect against abstracting the money 
when once deposited. The inspection-platform retains the mopey it) full 
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Tiew of the driver and of the passengers nntil ascertained whether the 
amount Is correct and the quality genuine. It also enables the driver 
to count the fares and know whether all pay or not The result attained 
is a device that collects and turns over to the railroad companies more 
money than did the conductors, and saves the salaries paid to conduc- 
tors besides. This is a new result, and one that cannot be accomplished 
by any of the references. All the parts co-operate in the production of 
this result, as no one could be dispensed with without so impairing it as 
to destroy confidence in its integrity. The applicant has constructed a 
box that will take the place of a man and discharge the duties required 
better than the man did. So far as the references show, he is the first 
who has done this ; and it is not a sufficient answer to say that the dif- 
ferent parts of the box are all old and the mere bringing of them to- 
gether is not invention. The &ct that their aggregation has produced 
an improved result (a new effect, usefal and economical,) is decisive of 
the fact that there is invention, and that the invention is patentable. 
The decision of the board of Examiners-in-Ghief is reversed. 



WILLIAM L. WILLIAMS. 

Eeisaue* ^ 

APPEAL FROM THE PBIMABT EXAMINEE IN THE MATTEB OF THE 
APPLICATION OF WILLIAM L. WILLIAMS, FOB BEISSUE OF PATENT 
NO. 26147, AND BEISSUED OCTOBER 4, 1870, NO. 4142, FOB DC- 
PBOYEMENT IN 3IACHINE FOB BUNDLING WOOD. 

(Decided March 9, 1872.) 

Pr€tetic€ under Rule 44, as io udmiasUnlity o/nrgumetUative matter in 

epecifications. 

A specification may properly state, in a brief form, the present state of the art to 
which it relates, but may not argae the question of the superiority of tltis over 
other inyentions for the same purpose. Discussions and disparaging remarks as to 
others are inadmissible. 

Leggett, Commissioner : 

In the applicant's specifications to bis reissued patent of October 4, 
1870, he took occasion to discass the difference between his invention 
and that set forth in previous patents. In his present application he 
repeats the same discussion, adding largely to it by fully describing 
former inventions by name, pointing out by name where other inven- 
tions have entirely or partially failed, and, by comparison, showing the 
superiority of his own. About one-half of the application consists of 
an ingeniously-constructed argument, evidently designed for use in the 
courts, and introduced here for the purpose of obtaining the indorse- 
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ment of tbe Office. The examiner objects to indorsing the argument 
of applicant, and this appeal is taken to obtain an order compelling 
SQch indorsement. ' 

It is proper and desirable that an applicant should briefly, and in a 
well-condensed form, set forth clearly the present state of the art to 
which his invention relates ; but in doing so, he should not ask the 
Office to indorse Ms claim to superiority over other inventions by name, 
nor to disparage patents granted to others. A discussion of the merits 
or demerits of other patents or inventions in the body of a specification 
is improper, and should not be indulged by the Office. While such a 
discussion may be proper in an argument, it is out of place in a specifi- 
cation. A specification should be descriptive, not argumentative. I 
think the examiner is substantially correct in his decision. Before con- 
sidering the application upon its merits, it should be freed of its offen- 
sive and objectionable matter. 



PHILIP E. ACKERT.— Ex PARTE. 

APPEAL TO THE COMMISSIONER FROM HIS ADVERSE DECISION FOR 
REOPENING AND RECONSIDERATION OF SPECIAL AMENDMENT. 

[This application far a patent for a churn-potcer was decided adversely to 
the applicant by the Commissioner^ on appeal, February 21, 1872. On the 
9ffc March applicdHftj filed a petition and fresh argument, and asked that 
the case be reopened for the reconsideration of the special amendment. 
The amendment was referred to the Examine, to ascertain and report 
wJiether tlie amendment presented cause for reopening.] 

(Decided March 12, 1S72.) 

A mere arrangement of parts of a machine, not involving any new or useful result, is 

not patentable. 
Mere curlositiix of invention, not baving any intelligent purpose, are not useful in a 

patentable sense, and not patentable in a legal sense. Tiiey are not " sufficiently 

nsefal and important," as tbe law requires tbat tbey should be. 
A statement tbat a tlovice *' gains power " involves an absurdity. An '' arrangement '' 

of parts i)rofessing to accomplish this result is not useful or patentable. 

The report of the examiner is as follows : 

" The special amendment submitted in tliis case has been re-examined 
and reconsidered, in accordance with applicant's j)etition filed the 9th 
instant, and in the li^ht of his additional argument, dated March 1, 
1872, presented therewith, with the following results : 

♦'Applicant's attorney first cites a recent decision (case of J. D, Sturges, 
ex parte, decided February 21), 1872) as a reason for a more favorable 
judgment in his case. It is not seen that this decision has any relevancy 
or pertinency to the present application, or that any analogy exists be- 
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tween the two cases. No new principle was acyadicated or established 
in that decision^ the qaestion being simply as to the sofficiency of the 
references, confessedly dififerent, bnt supposed by the examiner to be 
equivalent. The present case bears no analogy. It was r^ected npon 
two distinct grouudsi either of which is fatal, viz., first, want of utility; 
second, want of novelty. The amended claim submitted (which was 
before the Commissioner prior to the rendering of his decision, bnt is 
erroneously stated by applicant's attorney to have been suggested by 
him) is not seen to avoid either of the counts upon which the application 
was rejected. Stress is laid upon its being for a new ^ arrangement ' of 
parts. The word arrangement is not known to the patent law, the so- 
called arrangements which are patentable being really limited forms of 
combinations, having really functions as combinations, and improved 
and novel result as their end. A bizarre arrangement of parts, contain- 
ing no intelligent purpose, conducing to no particular result growing 
out of such arrangement, cannot urge its simple uniqueness as a ground 
for patent in face of the plain requisition of the law, that the invention 
shall be ^ sufficiently useful and important ' to entitle to sanction by the 
Oommissioner. This clause was expressly designed to protect the 
prestige of the Office against frivolous claims, which prestige has a dis- 
tinct and immense money value to the public, and which that public 
largely avails itself of in its confidence in dealing in patented property 
in this country prior to any litigation. 

^^ The applicant wishes to be remunerated for the time, labor, and out- 
lay already expended in this enterprise. The patent law justly makes 
no provision whereby parties having no equivalent to impart can ase 
the prestige of the Patent^Office to relieve them from the consequences 
of their mistakes at the expense of the unwary. 

'^ That the applicant has no invention to impart as a consideration will 
be apparent from the following discussion of that portion of his argu- 
ment which relates to the establishment of the supposed function of his 
device. 

<' It may be here stated that, though the grounds urged for reopening 
the case were ^ to more fully set forth the merits of the invention ' than 
hitherto, nothing new has been adduced, and nothing, not before the 
Commissioner at the time of rendering his decision, brought to light^ 
either by the way of subject-matter or argument. 

" The applicant is clearly convicted by his argument of laboring under 
a delusion, not uncommon in the experience of the Patent Office as oc- 
curring among men otherwise intelligent^ to wit : that power may be 
gained by an arrangement of mechanism. Not comprehending the fact 
that a machine is really only a converter of motion, and that every con- 
version occasions a loss by friction, they imagine that nature can be 
circumvented by sufficiently complicating the parts ; thus mistaking a 
confusion existing in their own minds for an attribute of external things 
For example, page 2 of his argument, applicant states that by changing 
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the relative proportions of certain parts he gets < a proportionate amofint 
of velocity without any extra exertion on the part of the operator. 
Again: ^ Velocity is what I am after, and a lever to overcome friction and 
resistance." The direct and only economical modeof attaining increased 
velocity in a lever-arm is simply by shifting the falcrnm toward the 
power-end — the nearer the greater the velocity, bnt always with a pro- 
portionate expenditure of power ; and velocity cannot be obtained on 
any other terms. Having secured his required velocity by means of a 
lever with a very short toothed sector power-arm, he next proposes to 
regain his lodt power by a reverse process — namely, a lever with a long 
power-arm and short toothed sector velocity-arm meshing into the former 
sector-arm, which leaves him where he started, (minas friction ;) the 
compound lever so produced being the equivalent of a simple lever with 
nearly equal arms, the long and short power-arms of the compound lever 
neutralizing each other, as do the long and short velocity-arms. It is 
then gravely proposed to regain the loss by friction by still further ex- 
tension of the power-arm — of course, at a still further expense of motion. 
The balance-wheel is also referred to as one of the means by which he 
supplies the loss by friction consequent on the unnecessary complication 
introduced. But to analyze the argument in all its minutia would be 
too tedious. Enough has been said to expose its fallacious iiatnre. 
There is another point, however, which should be referred to. An ad- 
vantage is alleged that the dasher is elevated by a downward motion 
Probably the reverse of this is meant, as this is the case with a simple 
lever ; but, whatever may be the advantage or want of advantage, (which 
is simply that of a lever of the third order, well known in churns,) it is 
precisely the same as that of the reference. In fact, throughout the 
argument, the applicant seems to be oblivious of the fact that an exact 
ret<erence was shown, to which every word and line of his argument is 
directly applicable — an argument strikingly similar to that made by his 
predecessor in error nineteen >ears ago. 

^' It is judged, therefore, (to sum up,) that the argument submitted 
l>oints out no patentable merit or feature heretotbre overlooked, and 
that the amendment filed is destitute of patentability in that it relates 
to an unmeaning aggregation of parts, some of them without useful 
function, in some respects a mere duplication, and constituting a whole 
destitute of improved or novel result or substantial novelty as to form." 

LegKj^ett, ComfnissioTier : 

This report expresses my own views so clearly that I adopt it as my 
own, and must refuse to reopen the case. 
40 P 
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J. DUTHIB V8. Q. W. GASILEAB. 

Interference* 

APPEAL FROM THE BOABD OF EXAHUdSBS-IN-CHIEF IN THE MATTER 
OF THE INTERFERENCE BETWEEN THE APPLICATION OF JAMES 
DUTHIE AND THE PATENT OF GEORGE W. CA8ILEAR FOR A METHOD 
OF PREVENTING THE ALTERATION OF BONDSy CHECKS^ ETC. 

(Decided March 13, 1872.) 

The deseriptive phrases " interlaeed ruled lines" and *' any of the known means of 
pen-ruling'' are co-eztensiye. 

Leggett, dmmissianer : 
Gasilear's claim is as follows : 

As an improvement in bank-notes or other similar papers representing ralue, leaTing 
the spaces for signatures or other written portions entirely blank or $:ie from engrav- 
ing, and sabeequeotly ruling in by machine over such spaces a lace-work ground de- 
signed in fluid inks of opposit« actinic powers, to be subsequently written over with 
ordinary writing-fluid, substantially as and for the purposes set forth. 

Dathie's claim is as follows : 

The use of a ground-work of writing-inks of different colors upon notes, checks, Ac, 
applied by any of the known means of pen*ruling, substantiwy as and for the pur- 
poses set forth. 

Casilear insists that there is no interference between these two claims ; 
that his: is limited to ^' interlaced ruled lines," while Dathie^s is for ^^ any 
of the known means of pen-ruling." The substance of the invention in 
both cases (if there is any invention in either) is the ruling of lines with 
writing-ink upon such parts of bonds, checks, &c., as are to be written 
upon in Ulling said instruments, so that any acids that may be used to 
remove the writing will also remove these ruled lines, and thereby read- 
ily expose fraudulent attempts to raise the denomination of monetary 
instruments. In this view the two inventions are identical ; but even 
if the invention be confined to the form of lines, Duthie's claim would 
cover Gasilear's, and Gasilear's specification reaches over Dnthie's. 

The position that Gasilear's patent is only for <* interlaced waved 
lines" cannot for a moment be maintained. In his ^^ claim" he describes 
it as a ^' lace-work ground design," while in the body of his specification 
he states that bis invention ^^ consists in ruling in an omamentiil design 
ground-tint of lines, preferably in the form of waved, crossed, and inter- 
laced work , or such other appropriate design as may be preferred.^ Neither 
did Gasllear confine himself to the products of a ruling device of his 
own construction, because he says in his specification that it may be 
produced " in the uiauuer of ordinary pen-ruling," and " by employing 
the ordinary ruling-machine." The two specifications describe the same 
identical invention, and the two claims are substantially the same, and 
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when constraed by the specifications are identical. I cannot entertain 
a shadow of donbt but the interference was properly declared, and 
shonkl not be dissolved without judgment of priority. 

The history of these cases in the Office is somewhat peculiar. The 
application of Dathie was filed January 29, 1868, and on the 7th of 
March of the same year it was the second time rejected by the primary 
examiner. An appeal was taken to the board of Examiners-in-Ghief, and 
the Examiner was sustained by decision of the board of Examiners-in- 
Chief of date May 20, 1868. At this point Duthie seems to have rested, 
supposing, probably, that the Office would finally hold that his inven- 
tion was fully met by the references. On the 22d of December, 1869, 
Casilear filed his application, and patent was issued to him on the 15th 
of February, 1870. How his case could have passed to issue without 
an interference with Duthie's I cannot understand ; neither can I im- 
agine how his patent could ever have issued at all if Duthie's application 
was properly rejected. When Duthie discovered that a patent had been 
given to Oasilear upon the same invention for which he, Duthie, had 
applied and been rejected, he seems to have concluded that the exam- 
iner had changed his views as to the sufficiency of the references, and 
again returned to the Office to secure a reconsideration of his case. The 
examiner took up the case May 20, 1870, and, without amendment or 
orders from the Commissioner, declared an interference between it and 
Oasilear's patent On the 15th of September, 1870, the Oommissioner 
dissolved that interference for the reason that the examiner had no 
jurisdiction over the case and np authority to declare it. The Commis- 
sioner then ordered Duthie's case to be returned to the examiner for fur- 
ther consideration, and on the 20th of October it was again rejected. 
This action of the examiner was sustained by the board of Examiners, 
in-Chief, November 28, 1870, and appeal was taken to the Commissioner- 
who, March 31, 1871, reversed the decision of the Board of Appeals and 
directed the interference now pending to be declared. Casilear rests 
his whole case upon his argument tending to prove that there is no in- 
terference between the application and patent, and, even if there be 
such interference, that Duthie was properly rejected by the examiner, 
and should not have a patent. On the question of priority of invention 
there is hardly a show of controversy. The testimony clearly shows 
Duthie to be the first inventor, and this is virtually conceded by Casi- 
lear. Duthie was first to invent, first in the Office, and has prosecuted 
his claims diligently and against unusual obstacles, and is clearly enti- 
tled to a judgment of priority. 

The decision of the msyority of the Board of Appeals is affirmed. 
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J. H. BABKEfi VS. J. £. WOODBOFF. 

Interference. 

APPEAL PBOM THE BOABD OF EXAMINEB8-IN«0HIBF IN THE MATTES 
OF IHTEBFEBEKCB BETWEEN THE APPLIOATIONS OF JOHN H. BAB- 
KEB AND JAMES E. WOODBUFF FOB LETTEB8 PATENT FOB DC- 
PBOYEMENT IN MACHINE FOB MANUFACTUBING COMPOSITION- 
BOOFINO. 

(Decided March 14, 1872,) 

Tlie parties haviDg been in partnenhip from the first oonoeptiou of the invention to 
the time of its completion, and each claiming to be the inventor, the question at 
ibsue is not which was the firti inventor, but which was ikt inventor. There is but 
oue invention. It may have been Joint. 

This being denied by each of the litigants, he mnst be considered the inventor who 
was best able to describe the invention to others when inqniries were made in the 
presence of both parties. 

Especially if the said party, in his description, make personal claims to the invention 
which are conceded at the time by the other party. 

LEacrETT, Comfnissianer : 

The iuventioQ iu controversy consists of two lioppers^-'One for com- 
position and the other for sand — arranged over a table composed of 
sectional blocks attached to two or more endless belts, and arran j^ed so as 
to carry the web of felting or paper under the hoxq)er8, and in close prox- 
imity to them, to receive the necessary coating of composition and sand« 

The testimony is conflicting and very contradictory. The two parties 
were doing business together when the inventiou was mcade, and from 
Its tirst conception to the time of its comxiletion they conferred together 
so freely in relation to it that possibly* each is honest in claiming to be 
the sole inventor. The question at issue is uot really who was the first 
iuventor, but who was the inventor; for it is conceded that there wei-e 
no two independent inventions of the device in controversy. One in- 
vented it and the other lays false claim to it; that is, if it was the sole 
invention of either. There is much in the case to lead one to suspect 
that the device is the result of joint invention, and that there shoald 
have been a Joint application. 

The testimony, however, clearly shows that Barker best understood 
the machine, and was oftenest called upon to explain it, even by Wood- 
ruff; that Barker was the firsiit to reduce it to form. It also discloses 
many expressions from Woodruff, which amount to a confession that 
the invention was Barker's. Barker's daughter, Kuth, testifies that W^ood- 
ruff came to their house, and that her father explained the construction 
of the machine to him, and that Woodruff said it was ^^ just the thin^,'' 
and that he believed it was new. This testimony is uncontradicted, and 
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more exactly to the point, probably^ than any other taken. There are 
many assertions of both parties, but this is the only positive testimony 
showing that it was claimed by one and distinctly conceded by the 
other. 

The testimony, when all considered, leaves no doubt upon my mind, 
that, if either party was the sole inventor of the device, that party was 
Barker. 

The decision of the Board of Appeals is affirmed, and priority given to 
Barker. 



P. PINLBY vs. G. T. CHAPMAN. 
InierfereMe. 

APPEAL FROM THE BOARD OF EXAHINERSINGHIEF IN THE MATTER OF 
THE INTERFERENCE BETWEEN THE APPLICATION OF PERRY FINLET 
AND GEORGE T. CHAPMAN FOR LETTERS PATENT FOR IMPROVEMENT 
IN THE PROCESS OF COATING ARTICLES OF MANUFACTURE WITH 
INDIA RUBBER OR GUTTA-PERCHA. 

(Decided March 21, 1872.) 

Where, in the melting of caontcfaoae or gatto-pereha, one party proposes to use heat 
alone, and the other makes it optional to '^ faciliuite'' the operation by the addi- 
tion of solvents: HM, that as either party is in terms permitted to use heat 
alone, the optional clanse does not involve such a difference as to put the applica- 
tions ont of interference. 

Where one party claimed the process and the other party the article prodnce<l: Held^ 
that the applications interfere, as either party ^^ mi^ht, by amendment or reissue, in- 
sert the claim of the other/' 

Legk>ett, Commissioner: 

The alleged inveatioa Involved in this interference is a process of 
coating articles of manufacture with an enamel of pure India rubber or 
gutta-percha, or, in other words, of vulcanizing a thin coating of pure 
rubber unmixed with sulphur. 

The record presents a question to be disposed of before discussing that 
of priority. Chapman moves to dissolve the interference, claiming that 
the two applications describe different inventions, and that neither in- 
terferes with the other. If there is any invention described by either 
applicant it consists in melting India rubber or gutta-percha by heat 
alone, and, after being applied to manufactured articles, hardened by 
placing the same in a japanning-oven heated to a high temperature, and 
kept there for several hours. This process is described in both applica- 
tions. It is true Finley says the operation of melting will be '* facili- 
tated " by the addition of certain solvents, while Chapman says he melts 
the rubber by application of heat alone, the only difference being that 
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Ghapmaii liiiiito himself to heat alone, while Finley may use heat alone, 
or ** facilitate the operation of melting" by the addition of solvents. 
After the article is coated with the melted mbber, Ohapman pats it into 
a japanning-oven heated to a temperature fh>m 28<P to 500^, for a length 
of time varying from one to twenty-fonr hoars, until the coating is 
thoroaghly hardened, while Finley heats the oven from 212^ to 32(K>, and 
retains the articles in it from one to twelve hoars, autil the enamel 
attains the required degree of hardness. The claims differ in this : 
Chapman claims the process described, and Finley the article prodaced f 
but either might, by amendment or reissue, insert the claim of the other* 

I have no hesitancy in deciding that the interference was properly 
declared, and the motion to dissolve must be overruled. 

Chapman's application was filed October 15, 11^70 ; Finley's, Febru. 
ary 13, 1871. The testimony shows that Finley began experimenting in 
1868, and continued until the date of the filing of his application. 
Chapman knew nothing of rubber manufactnniig until April, 1870, 
when he met Finley in New York, and became interested in the subject 
Finley had already obtained a patent for enameling with hard rubber, 
which he explained to Chapman, and also at the same time told him 
that he had discovered a process of enameling with pare rubber, or rub- 
ber unmixed with sulphur, and showed him articles which he said were 
thus enameled. Several witnesses state that Finley saidy early in 18G9y 
that he had discovered the process in question, and exhibited articles 
which he $aid had been enameled with pure rubber. This assertion, it 
.seems, he often made, and to different persons, between May, 1869, and 
the time of filing his application. In June, 1870, Chapman became 
agent ibr Fiuley to negotiate a sale of the right to use Finley^s patent 
of 1809 to Morris, Tasker & Co., of Philadelphia. While in Philadelphia 
Finley again asserte<l to Ohapman that he had discovered how to 
enamel with pare rubber by heat alone, and signified his intention of 
patenting the process. Chapman, in his own testimony, virtually admits 
that Finley is the real inventor of the process and article in question; 
for, while speaking of his negotiations in behalf of Finley, with Morris, 
Tasker & Co., he says, on page 48 of his testimony, "1 told Mr. Stephen 
Tasker that a new patent would probably be taken out at some future 
time for hardening rubber and guttapercha without the use of sulphur, 
and that they ought to have the benefit of it without further charge. 
I think a clause to this effect was inserted in the agreement between 
Morris, Tasker & Co., and Perry Finley." 

Chapman here must have intended to convey the idea to Mr. Tasker 
that Mr. Finley would get this " new patent,'* for the conversation was 
at the time of completing the agreement between Morris, Tasker & Co« 
and Finley, and he certainly did not propose that said agreement should 
include his (Chapman's) invention. That it was understood by Chap- 
man and all others concerned that this invention was Finley's, and 
would be patented by him if by anybody, is further evident from the 
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fiict that, at Chapman's saggestion, as above, the following claase was 
inserted in the agreement between Finley and Morris, Tasker & Go., 
conveying the right to use Finley's patent of 1869, viz., *^And the said 
Perry Finley farther promises and agrees with the said Morris, Tasker, 
& Co., that, in case he shall make toy improvement in his said inven. 
tion applicable to the coating of articles manufactured by them, he will 
immediately communicate the same to them, and convey and assign to 
them or their assigns the excla»ive use of any such patented improve- 
ment for articles named." 

This advice of Ghapman was given, aud this clause inserted in Fin- 
ley's contract at his (Chapman's) suggestion, on the 11th day of October, 
1870, and yet, on the 15th day of the same month, Ghapman files his 
application in the Patent-Office, and swears the invention to be his own. 

Chapman's own testimony is sufficient to decide the case against him ; 
but his repeated assertion to others that he knew nothing about the 
matter himself, and that Finley knew all about it, still further tends to 
convict him of a deliberate attempt to appropriate to himself the inven- 
tion of another. Mr. Tasker iswears that Ghapman came to their works 
in Philadelphia and represented himself as Finley's agent, and exhib- 
ited samples of enameling which he said were made by a process of 
which Finley was the inventor, and that they contained no sulphur. 
Tasker and several of his employes swear that Ghapman often apolo- 
gized for his failures in his attempts to apply Finley's invention, by 
saying that he worked under Finley's directions ; that he (Ghapman) 
knew nothing about rubber-enameling except what Finley told him; 
and that all would be right when Finley arrived. 

In all the conversations upon the subject, and all the experimenting 
with sulphur and without it, there is not a syllable of testimony tending 
to show that Ghapman ever made any claim to the invention in ques- 
tion before swearing to his application, while the proof is clear that he 
often said that the invention was Finley's. On the other hand, several 
witnesses testify to hearing Finley claim the invention, and to seeing 
articles which he said were enameled by this process, before Chapman 
ever met Finley or ever gave any attention to rubber-enameling. 

There is really but very taint, if any, testimony outside of the state- 
ments of the parties to this intecference that either has ever reduced 
the invention to practice ; and to what extent it can be regarded as a 
completed invention I am in considerable doubt; but as to which made 
the invention, if either, my mind is very clear. 

The decision of the Board of Appeals is affirmed, and priority awarded 
to Finley. 
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PHILIP HUPELAND.— Ex parte. 

APPEAL FROM THE EXAMXNERSIN-CHIEF IN THE HATTER OF THE 
APPLICATION FOR LETTERS PATENT OF PHILIP HX7FELAND FOR AN 
IMPROVEMENT IN PENCIL-ERASERS. 

(Decided March 21, 1872.) 

A block of rnbber having been inserted in tbe end of tbe wooden casing containing 
tbe lead, (Lipman, 1H58») and tbe end of tbe wooden case having been enlarged tbe 
better to hold the said block, thereby giving a tapering fonn to the pencil, (Ricken- 
dorfer, 18b*2,) and, later, it having been proposed to place a rubber-holding ferrule 
on the end of the pencil so as to avoid the said enlargement : HMt that a cyliitdrical 
pencil not being new** the benefit of the cylindrical enlargement being now well 
known — and a paper fenrnle not being new, (so far as ikU application is concerned,) 
'' the use of such a ferrule merely to attach an eraser to a tapering pencil does not call 
for invention." 

The value of the paper ferrule ** has no relation to the form of the body of the pencil." 

Legoett, Commissioner: 

In 1858 one Lipman patented an improvement in pencils, which con- 
sisted of the insertion of a short block of erasing-compoond in one end 
of the wooden case containing the lead. In order to give the requisite 
snrface and rigidity to the inserted block of robber, the recess formed 
for its reception was required to be so large that in the ordinary cyliu. 
drical pencil the walls were reduced to such a degree of thinness as to 
be deficient in strength. 

To remedy this evil, Eickendorfer, in 1862, conceived the idea of con> 
structing the wooden case of the pencil in tapering form, which per- 
mitted such an enlargement of the upper end as would secure the 
necessary strength, and at the same time permit the use of a rubber 
block of the desired size. 

At a later date it was proposed, in lieu of this mode of uniting an 
eraser with a pencil, to use a block of rubber secured to the end of the 
pencil by means of a ferrule, the end of tbe pencil being formed into a 
tenon, the ferrule itself being made of the same diameter as the body 
of the pencil at the point where the shoulder is formed upon it, so that 
the outer surface of the ferrule would be continuous with the surface of 
the pencil ; and at the present time there are five different parties be- 
fore the Office claiming a patent for making this ferrule out of paper. 
These several applicants are now in interference in order to establish 
which one is the prior inventor. It so happens. that they all shew the 
rubber eraser as attached by the pai>er ferrule to a cylindrical pencil ; 
but the form given to the body of the pencil must be looked upon as a 
mere accident, and in no wav connected with the invention to which 
the contest relates ; and it is not seen upon what ground the man who 
l>rove8 himself the first inventor of the device of the paper ferrule can 
be debarred from using it upon any form of pencil upon which it would 
b? capable of use without the exercise of further invention. But the 
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pending application asks for a monopoly of its ase upon pencils vith 
tapering bodies. This mast be regarded as an instance of double M$e. 
The advantage of the tapering form in making possible the ase of a 
larger piece of rubber is already well known. The advantage of the 
paper ferrule also is fully understood, having, as above stated, become 
the subject of a spirited contest for a patent upon it, Hufeland himself, 
the present applicant, being one of the various claimants. Under such 
circumstances the use of such a ferrule merely to attach an eraser to a 
tapering pencil does not call for invention. In fact, it may safely be 
said that the idea that the inventive faculty could have been employed 
in this new use of the paper ferrule i» absolutely excluded. 

There is no relation whatever between the proposed mode of attach- 
ing the eraser and the form given to the lower part of t*he pencil-case. 
Applicant would have presented a case no less meritorious had he asked 
for a patent for a pencil having the eraser attached by means of the 
paper tube, and having a lead of cylindrical section, basing his claim 
upon the plea that previously erasers had been attached in this manner 
only. to pencils having leads of square section. To grant such a patent 
would work a manifest and unwarrantable injury to the man who first 
demonstrated the advantage of the paper ferrule as a mode of attaching 
the rubber eraser, such device, it is plain, having no logical relation to 
the shape of the lead contained in the pencil. It seems equally plain 
that the device in question has no relation to the form of the body of 
the pencil ; and, therefore, the distinctive feature of the alleged inven- 
tion upon which a patent is asked for being that the pencil-body shall 
be tapering in form, the grant of a patent must be refused. 

The decision of the Examiners-in-Chief is accordingly affirmed. 



B. N. ALLEN. 
Exteneiati. 



m THE MATTER OF THE APPLICATION OF B. N. ALLEN FOB EXTENSION 
OF HIS PATENT ON IMPttOYEMBNT IN BAILEOAB CABS, ISSUED MABCH 
23, 1858, AND BEISSUED DECEMBEB 20, 1864. 

(Decided March 28, 1872.) 
Leg^ett, Commissioner: 

This patent should never have been issued. The invention was clearly 
anticipated by patents granted to Hopkins, February 23, 1858; to Hovey, 
August 13, 1850; to Letta, August 11, 1857; to Perkenpine, March 18, 
1856, and to Tull & Morris, July 3, 1847. 

The statement required by law is defective in not showing or attempt- 
ing to show the ascertained value of the invention ; in not properly 
stating the patentee's receipts and expenditures ; and even the defective 
statement is not under oath, as required by law. 

This extension is refused. 
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F. B. MOBSE m L. 0. OLABK 

APPEAL FBOX THE BOABD OF EXAHINEBS-IN-OHIEF IN THE MATTEB 
OF THE INTEBFEBENOE BETWEEN THE APPLIOATIONS OF FBANOIS B* 
MOBSE AND LUOAS 0. OLABK FOB LETTEBS PATENT FOB DfPBOYS- 
MENT IN FEUiY-PLATE DIES. 

(Decided March 23, 1872.) 

Oampletian of inveiMof^^Bedneing topraeHeal meii^a working maehine — 

Due dUigeiuie. 

An invention is completed when there is nothing left for study or experiment and it Ib 
ready for the hands of the meohanio to apply to practical nse. 

One who makes a machine goes one step farther, as a sMdkofiic and wimtnn^a/c^mtTf than 
one who has only made a model ; bnt the law rewards the first imwnfor rather than 
the first maker. 

Where there is any donbt as to the time of completing an invention, a practical work- 
lug machine becomes the best evidence to solve snch donbt : But~~ 

The production of the first practical working machine may only prove that one party 
has the most money, time, and infinence to pat the invention into actual nse. In 
such a case the race becomes one of capital, aud not of inventive genius. 

In the decisions of the courts, where stress has been laid upon the time of the making 
of a practical machine, the cases were such that completion of the invention could 
only be determined by inquiring who first embodied it in a working machine. 

In a case where the prior inventor, though an employ^, and so not entire master of hia 
time, and also engaged with other inventions, yet only allows four months to inter- 
vene between his invention and the filing of his application for a patent : Heldy that 
the charge of want of due diligence can hardly find a foothold ; especially if, after 
all, he is two weeks ahead of his competitor. 

The amount of usefulness of an invention, or the measure of genius required to de- 
vise it, cannot properlf be taken into account in deciding for or against an applica- 
tion. 

LEOaETT, Commissioner: 

The invention which is the subject of this interference is a pair of dies 
for forming felly-plates, in which the plate is formed and its edges are 
chamfered at one operation. These plates are applied to the inner side 
of Jbhe fellies of carriage-wheels at the joiut for the purpose of strength- 
ening the wheel at that point. 

Morse's application was filed March 29, 1871, and that of Clark, April 
10, 1871. The history of the case is very clearly set forth both by the 
examiner of interferences and the board of Examiners-in-Chief, but they 
come to opposite conclusions. The Examiner of Interferences awarded 
priority to Morse, and a minority of the board to Clark. There seems 
to be no dispute in regard to the testimony or the facts, and the whole 
csLse turns upon the question of ^' due diligence." The testimony shows 
that Clark first conceived the idea of invention on the 22d day of Feb- 
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raary, 1871, that he made a drawing thereof on the 23d, and on the 24th 
had patterns made, and on the 25th had dies cast from the patterns. 
He does not claim to flx the date of his invention earlier than Febroary 
22, 1871. 

Morse shows by several witnesses that he first made the invention, 
and made a model of fnll size the last of November, 1869. This model 
was shown and fully explained to several persons before the 1st of Jan- 
uary, 1870. The witnesses state that the model folly and completely 
represented the invention. This original model is filed as an exhibit in 
the case, and it certainly sets out the invention as perfectly as the model 
filed with either of the applications. This I understand to be admitted 
by the parties and by the Board of Appeals. There can be no doubt of 
the completeness of Morse's invention. There was nothing left for 
study or experiment. Invention was finished, and it was ready for the 
hands of the mechanic to apply to practical use. 

Morse, then, first invented the device in question, first put the inven- 
tion in form by making a full-sized model of it, first explained the use 
of it to others, and was first to file his application for a patent. These 
facts are substantially conceded by the majority of the board of appeals ; 
yet they charge Morse with want of due diligence, and awarded priority 
to Clark because he actually made the first felly-plates, or, as they say, 
^^ first reduced the invention to practice.^ In support of this decision 
they quote largely from the decision of the Acting Oommissioner in the 
case of Gray vs. HaJe. May 27, 1871, and from cases therein cited. 

I fully concur in the reasoning of the Acting Oommissioner in his 
able decision in that case, but I fail to find in it or the other cases quoted 
precedent for the majority report of the board. In the case of Ora/y vs. 
Halcj the reasoning was to establish the fact that Gray had abandoned 
his invention before he completed it, and on the establishment of that 
fact the decision was based. In the case now in controversy the inven- 
tion was as fully completed by Morse in November, as it was by Clark in 
the following February. When Morse completed the model and de- 
scribed its use the work of the inventor was done, and only the services 
of the mechanic were required to produce the working dies and make 
the felly-plates. Clark did no more as an inventor in Eebruary, 1870, 
than Morse did in l^ovember, 1869. As a mechanic and manufacturer 
Clark went a step further than Morse ; but the law rewards the first in- 
ventor rather than the first maker. Where there is any doubt as to the 
time of completing an invention, a practical working machine becomes 
the best evidence to solve such doubt; but in this case no such doubt 
can exist. If the doctrine advanced by the board is correct, then the 
question of priority must very often depend, not upon the question who 
first invented, but who had the most money and time and influence to 
put the invention into actual use. The race becomes one of capital 
rather than of inventive genius. Poverty may invent, but lack the 
means to put the invention in the form of practical working machinery ; 



60 DECISIONS OF COMMISSIONER OF PATENTS FOB 1878. 

capital, posfiessing the means, woald take the patent Such an inter- 
pretation of the teaching of the courts wonid make their decisions worse 
than nonsense. 

In the cases of Johnson vs. Rooty 1 Fish., 369, and Ran$om vs. Mayor j 
1 Fish., 272, which the board qaote to sustain their decision, the ques- 
tion was who completed the invention first, not who completed the first 
fnackine ; but the race was in each case such that completion of the in- 
vention could only be determined by inquiring who first embodied it in 
a working machine f This will be found true in nearly all the decisions 
where stress has been given to the time of the practical application of 
the invention in working machinery. 

To invalidate a patent already granted, following the analogy of vested 
rights of other kinds, the courts have held, with great uniformity, that 
prior invention must be established by the highest possible class of tes- 
timony, viz., working machinery. In such cases the working machinery 
must anticipate, not the date of the patent merely, but the date of the 
patentee's invention. 

If an inventor delays to put his invention into practical nse for a time 
so long as to give evidence of a want of due diligence, and in the mean 
time another independent inventor invents the device and puts it into 
nse, the original inventor may lose his rights : but the question of ^^due 
diligence" can scarcely find a foothold in the short space of four months 
between Morse's invention and the filing of his application. The evi- 
dence shows that he was an employ^ ; that he was not entire master of 
his own time ; that other inventions and applications necessarily en- 
gaged much of his attention ; but, still, he was in the Office two we«ks 
ahead of his competitor. 

The remarks in both the majority and minority decisions of the board 
disparaging the character of the invention itself, are of doubtful pro- 
priety. The only question before the board was that of priority, and 
with their decisions on that point they should have left the case. They 
take occasion, however, to say that <Mt has heretofore been a well-estab- 
lished principle in the Office that the mere swaging out of well-known 
articles in dies, or the getting up of dies for such purposes, involves no 
invention and does not deserve a patent." 

The records of the Office will not sustain this statement, but will 
show that a large number of such patents have been granted, and most 
of them properly, I think. Some of the most valuable inventions that 
have been patented may be found among swaging-dies, and I am at a 
loss to understand the sweeping criticism of the board. Whether this 
particular device or process was properly regarded by the examiner as 
patentable or not I have not inquired, nor do I desire to do so here. 
The man, however, who invents a new and useful mode of swaging 
the head of a pin is as justly and legally entitled to the protection of a 
patent as he who invents a mode of transportation that ignores time 
and distance. The amount of usefulness of an invention, or the measure 
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of genius required to devise, it, cannot properly be taken into account 
in deciding for or against an application. When novelty and usefulness 
are admitted, invention must be presumed, and the question of patent- 
ability is already decided. 

The majority decision of the Board of Appeals is reversed, and pri* 
ority of invention awarded to Morse. 



HYMEN L. LIPMAN. 
Hxtension. 

IN THE MATTER OF THE APPLICATION OP HTMEN L. LIl'MAN FOR AN EX- 
TENSION OF LETTERS PATENT FOR LEAD-PENCIL AND ERASER; DATED 

MARCH 30, 1858, NO. 19,783. 

(Decided March 25, 1872.) 

The principle of the Lipnian patent — a piece of era«ive rubber inserted in the batt-end 
of a pencil, ho that as the rabber wears the casing may be cut away from time to 
time — underlies the subsequent improvement, and being at the bead of a class, the 
pioneer in its line is regarded with favor by the Office. 

It bas to break new ground and encounter prejudice; its eventual success incites com- 
'petition, and it is bat fair that subsequent improvers should pay tribute to the origi- 
nator. 

Legoett, Commissioner : 

This iDvention consists iu inserting in the upper end of a pencil, in 
the same manner that lead is inserted in the other part, a piece of 
erasive rubber, so that as the rubber wears the casing may be cut away 
from time to time, precisely as the wood is cut away at the other end. 

The applicant claims to be the first ever to have made this combined 
pencil and eraser in this way. This claim is not contradicted by the 
records of the Office, nor is it deniied by the remonstrants. The exten- 
sion is persistently opposed by the Goodyear Rubber- Head Pencil Com- 
pany, and also by Eberhard Faber, an extensive manufacturer of lead- 
pencils. The arguments against extension are based almost solely upon 
the allegation that applicant's pencil, as at first invented and patented, 
was not practical, and could not be sold until improved by subsequent 
inventors. In this allegation the remonstrants are only partially 
sustained by the testimony. Lipmau's pencil, as first put upon the 
market, was undoubtedly very defective as compared with the same 
pencil with subsequent improvements added. In the original Lipman 
pencil the erasive rubber was regarded as too small, and the casing was 
so thin and frail as to split too easily; but even with these defects it was 
practical and useful, and would, no doubt, have continued in the market, 
except that improvements were made that obviated the effects named. 

The principle involved in the construction of the Lipman pencil, how- 
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capital, possessing the means, would take the patent Snch an inter- 
pretation of the teaching of the courts wonld make their decisions worse 
than nonsense. 

In the cases of Jokman vs. Boot^ 1 Fish*, 369, and Ratuom vs. Mayor ^ 
1 Fish., 272, which the board quote to sustain their decision, the ques- 
tion was who completed the invention first, not who completed the first 
madUne ; but the race was in each case 8u<;h that completion of the in- 
vention could only be determined by inquiring who first embodied it in 
a working machine f This will be found true in nearly all the decisions 
where stress has been given to the time of the practical application of 
the invention in working machinery. 

To invalidate a patent already granted, following the analogy of vested 
rights of other kinds, the courts have held, with great uniformity, that 
prior invention must be established by the highest possible class of tes- 
timony, viz., working machinery. In such cases the working machinery 
must anticipate, not the date of the patent merely, but the date of the 
patentee's invention. 

If an inventor delays to put his invention into practical use for a time 
so long as to give evidence of a want of due diligence, and in the mean 
time another independent inventor invents the device and puts it into 
use, the original inventor may lose his rights ; but the question of ^'due 
diligence" can scarcely find a foothold in the short splice of four months 
between Morse's invention and the filing of his application. The evi- 
dence shows that he was an employ^ ; that he was not entire master of 
his own time ; that other inventions and applications necessarily en- 
gaged much of his attention ; but, still, he was in the Ofilce two weeks 
ahead of his competitor. 

The remarks in both the majority and minority decisions of the board 
disparaging the character of the invention itself, are of doubtful pro- 
priety. The only question before the board was that of priority, and 
with their decisions on that point they should have left the case. They 
take occasion, however, to say that <Mt has heretofore been a well-estab- 
lished principle in the Office that the mere swaging out of well-known 
articles in dies, or the getting up of dies for such purposes, involves no 
invention and does not deserve a patent." 

The records of the Office will not sustain this statement, but will 
show that a large number of such patents have been granted, and most 
of them properly, I think. Some of the most valuable inventions that 
have been patented may be found among swagingdies, and I am at a 
loss to understand the sweeping criticism of the board. Whether this 
particular device or process was properly regarded by the examiner as 
patentable or not I have not inquired, nor do I desire to do so here. 
The man, however, who invents a new and useful mode of swaging 
the head of a pin is as justly and legally entitled to the protection of a 
patent as he who invents a mode of transport-ation that ignores time 
and distance. The amount of usefulness of an invention, or the measure 
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of genius required to devise, it, cannot properly be taken into account 
in deciding for or against an application. When novelty and usefulness 
are admitted, invention must be presumed, and the question of patent- 
ability is already decided. 

The majority decision of the Board of Appeals is reversed, and pri* 
ority of invention awarded to Morse. 



HYMEN L. LIPMAN. 
Hxtensian. 

m THE MATTER OF THE APPLICATION OF HTMEN L. LIl'MAN FOR AN EX- 
TENSION OF LETTERS PATENT FOR LEAD-PENCIL AND ERASER; DATED 

MARCH 30, 1858, NQ. 19,783. 

(Decided March 25, 1872,) 

The principle of the Lipnian patent — a piece of erattive rubber inserted in the batt-end 
of a pencil, ho that as the rabber wears the casing may be cut away from time to 
time — underlies the subsequent impi-ovemeut, and being at the bead of a class, the 
piouoer in its line is regarded with favor by the Office. 

It has to break new ground and encounter prejudice; its eventual success incites com- 
'petition, and it is bat fair that subsequent improvers should pay tribute to the origi- 
nator. 

Leggett, Commissioner : 

This inveiitioQ consists iu inserting in the upper end of a pencil, in 
the same manner that lead is inserted in the other part, a piece of 
erasive rubber, so that as the rubber wears the casing may be cut away 
from time to time, precisely as the wood is cut away at the other end. 

The applicant claims to be the first ever to have made this combined 
pencil and eraser iu this way. This claim is not contradicted by the 
records of the Office, nor is it denied by the remonstrants. The exten- 
sion is persistently opposed by the Goodyear Rubber- Head Pencil Com- 
pany, and also by Eberhard Fjiber, an extensive manufacturer of lead- 
pencils. The arguments against extension are based almost solely upon 
the allegation that applicant's pencil, as at first invented and patented, 
was not practical, and could not be sold until improved by subsequent 
inventors. In this allegation the remonstrants are only partially 
sustained by the testimony. Lipmau's pencil, as first put upon the 
market, was undoubtedly very defective as compared with the same 
pencil with subsequent improvements added. In the original Lipmau 
pencil the erasive rubber was regarded as too small, and the casing was 
so thin and frail as to split too easily; but even with these defects it was 
I)ractical and useful, and would, no doubt, have continued in the market, 
except that improvements were made that obviated the efi'ects named. 

The principle involved in the construction of the Lipman pencil, how- 
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capital, possessiiig the means, woald take the patent Sach an inter- 
pretation of the teaching of the courts would make their decisions worse 
than nonsense. 

In the cases of Johman vs. Rootj 1 Fish., 369, and Ran$i>m vs. Mayor j 
1 Fish., 272, which the board qaote to sustain their decision, the ques- 
tion was who completed the invetUion first, not who completed the first 
wuiekine ; but the race was in each case such that completion of the in- 
vention could only be determined by inquiring who first embodied it in 
a working machine f This will be found true in nearly all the decisions 
where stress has been given to the time of the practical application of 
the invention in working machinery. 

To invalidate a patent already granted, following the analogy of vested 
rights of other kinds, the courts have held, with great uniformity, that 
prior invention must be established by the highest possible class of tes- 
timony, viz., working machinery. In such cases the working machinery 
must anticipate, not the date of the patent merely, but the date of the 
patentee's invention. 

If an inventor delays to put his invention into practical use for a time 
so long as to give evidence of a want of due diligence, and in the mean 
time another independent inventor invents the device and puts it into 
use, the original inventor may lose his rights: but the question of *^dne 
diligence" can scarcely find a foothold in the short space of four months 
between Morse's invention and the filing of his application. The evi- 
dence shows that he was an employ^ ; that he was not entire master of 
his own time; that other inventions and applications necessarily en- 
gaged much of his attention ; but, still, he was in the OflSce two weeks 
ahead of his competitor. 

The remarks in both the majority and minority decisions of the board 
disparaging the character of the invention itself, are of doubtful pro- 
priety. The only question before the board was that of priority, and 
with their decisions on that point they should have left the case. They 
take occasion, however, to say that <<it has heretofore been a well-estab- 
lished principle in the Office that the mere swaging out of well-known 
articles in dies, or the getting up of dies for such purposes, involves no 
invention and does not deserve a patent." 

The records of the Office will not sustain this statement, but will 
show that a large number of such patents have been granted, and most 
of them properly, I think. Some of the most valuable inventions that 
have been patented may be found among swaging-dies, and I am at a 
loss to understand the sweeping criticism of the board. Whether this 
particular device or process was properly regarded by the examiner as 
patentable or not I have not inquired, nor do I desire to do so here. 
The man, however, who invents a new and useful mode of swaging 
the head of a pin is as justly and legally entitled to the protection of a 
patent as he who invents a mode of transport^ation that ignores time 
'^nd distance. The amount of usefulness of an invention, or the measure 
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of genius required to devise, it, cannot properly be taken into account 
in deciding for or against an application. When novelty and usefulness 
are admitted, invention must be presumed, and the question of patent- 
ability is already decided. 

The majority decision of the Board of Appeals is reversed, and pri- 
ority of invention awarded to Morse. 



HYMEN L. LIPMAN. 
JBxtensian* 

IN THE MATTER OF THE APPLICATION OP HYMEN L. LIl*MAN FOR AN EX- 
TENSION OF LETTERS PATENT FOR LEAD-PENCIL AND ERASER; DATED 

MARCH 30, 1858, NO. 19,783. 

(Decided March 26, 1872.) 

The principle of the LipniAn patent — A piece of era«ive rubber inserted in the bntt-end 
of a pencil, ho that as the rabber wears the casing may be cut away from time to 
time — underlies the subsequent improvement, and being at the head of a class, the 
pioneer in its line is regarded with favor by the Office. 

It has to break new ground and encounter prejudice; its eventnal success incites com- 
'petition, and it is bat fair that subsequent improvers should pay tribute to the origi- 
nator. 

Leggett, Commissioner : 

This inveiitioii consists iu inserting in the upper end of a pencil, in 
the same manner that lead is inserted in the other part, a piece of 
erasive rubber, so that as the rubber wears the casing may be cut away 
from time to time, precisely as the wood is cut away at the other end. 

The applicant claims to be the first ever to have made this combined 
pencil and eraser in this way. This claim is not contradicted by the 
records of the Office, nor is it deniiBd by the remonstrants. The exten- 
sion is persistently opposed by the Goodyear Rubber-Head Pencil Com- 
pany, and also by Eberhard Faber, an extensive manufacturer of lead- 
pencils. The arguments against extension are based almost solely upon 
the allegation that applicant's pencil, as at first invented and patented, 
was not practical, and could not be sold until improved by subsequent 
inventors. In this allegation the remonstrants are only partially 
sustained by the testimony. Lipmau's i)eucil, as first put upon the 
market, was undoubtedly very defective as compared with the same 
pencil with subsequent improvements added. In the original Lipman 
pencil the erasive rubber was regarded as too small, and the casing was 
so thin and frail as to split too easily; but even with these defects it was 
practical and useful, and would, no doubt, have continued iu the market, 
except that improvements were made that obviated the effects named. 

The principle involved in the construction of the Lipman pencil, how- 
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capitali possdssiog the means, would take the patent 3nch an inter- 
pretation of the teaching of the eonrts would make their decisions worse 
than nonsense. 

In the cases of Johman vs. Rooij 1 Fish., 3S9, and Rantam rs. Mayor^ 
1 Fish., 272, which the board quote to sustain their decision, the ques- 
tion was who completed the inveiMon first, not who completed the first 
fHoelhine ; but the race was in each case such that completion of the in- 
vention could only be determined by inquiring who first embodied it in 
a working machine f This will be found true in nearly all the decisions 
where stress has been given to the time of the practical application of 
the invention in working machinery. 

To invalidate a patent already granted, following the analogy of vested 
rights of other kinds, the courts have held, with great uniformity, that 
prior invention must be established by the highest possible class of tes- 
timony, viz., working machinery. In such cases the working machinery 
must anticipate, not the date of the patent merely, but the date of the 
patentee's invention. 

If an inventor delays to put his invention into practical use for a time 
so long as to give evidence of a want of due diligence, and in the mean 
time another independent inventor invents the device and puts it into 
use, the original inventor may lose his rights; but the question of ^^dne 
diligence" can scarcely find a foothold in the short space of four months 
between Morse's invention and the filing of his application. The evi- 
dence shows that he was an employ^ ; that he was not entire master of 
his own time ; that other inventions and applications necessarily en- 
gaged much of his attention ; but, still, he was in the Office two weeks 
ahead of his competitor. 

The remarks in both the majority and minority decisions of the board 
disparaging the character of the invention itself, are of doubtful pro- 
priety. The only question before the board was that of priority, and 
with their decisions on that point they should have left the case. They 
take occasion, however, to say that 'Mt has heretofore been a well-estab- 
lished principle in the Office that the mere swaging out of well-known 
articles in dies, or the getting up of dies for such purposes, involves no 
invention and does not deserve a patent." 

The records of the Office will not sustain this statement, but will 
show that a large number of such patents have been granted, and most 
of them properly, I think. Some of the most valuable inventions that 
have been patented may be found among swaging-dies, and I am at a 
loss to understand the sweeping criticism of the board. Whether this 
particular device or process was property regarded by the examiner as 
patentable or not I have not inquired, nor do I desire to do so here. 
The man, however, who invents a new and useful mode of swaging 
the head of a pin is as justly and legally entitled to the protection of a 
patent as he who invents a mode of transportation that ignores time 
'^nd distance. The amount of usefulness of an invention, or the measure 
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of genius required to devise, it, cannot properly be taken into accoant 
iu deciding for or against an application. When novelty and usefulness 
are admitted, invention must be presumed, and the question of patent- 
ability is already decided. 

The majority decision of the Board of Appeals is reversed, and pri- 
ority of invention awarded to Morse. 



HYME]J L. LIPMAN. 
Hxtension, 

IN THE MATTER OF THE APPLICATION OP HYMEN L. LIPMAN FOE AN EX- 
TENSION OF LETTERS PATENT FOR LEAD-PENCIL AND ERASER ; DATED 

MARCH 30, 1858, NQ. 19,783. 

(Decided March 25, 1872.) 

The principle of the LipaiAti patent — a piece of erasive rubber inserted in the bntt-end 
of a pencil; ro that as the rubber wears the casing may be cut away from time to 
time — underlies the subsequent improvement, and being at the bead of a class, the 
pioneer in its line is regarded with favor by the Office. 

It has to break new ground and encounter prejudice; its eventual success incites com- 
'petition, and it is bat fair that subsequent improvers should pay tribute to the origi- 
nator. 

Leggett, Commissioner : 

This invention consists iu inserting in the upper end of a pencil, iu 
the same manner that lead is inserted in the other part, a piece of 
erasive rubber, so that as the rubber wears the casing may be cut away 
from time to time, precisely as the wood is cut away at the other eud. 

The applicant claims to be the first ever to have made this combined 
pencil and eraser in this way. This claim is not contradicted by the 
records of the Office, nor is it denied by the remonstrants. The exteu" 
sion is persistently opposed by the Goodyear Rubber-Head Pencil Com- 
pany, and also by Eberhard Faber, an extensive manufacturer of lead- 
pencils. The arguments against extension are based almost solely upon 
the allegation that applicant's pencil, as at first invented and patented, 
was not pmctical, and could not be sold until improved by subsequent 
inventors. In this allegation the remonstrants are only partially 
sustained by the testimony. Lipman^s pencil, as first put upon the 
market, was undoubtedly very defective as compared with the same 
pencil with subsequent improvements added. In the original Lipman 
pencil the erasive rubber was regarded as too small, and the casing was 
so thin and frail as to split too easily; but even with these defects it was 
X)ractical and useful, and would, no doubt, have continued in the market, 
except that improvements were made that obviated the effects named. 

The principle involved in the construction of the Lipman pencil, how- 
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ever, underlies all the subseqiieut improvements, and is the basis and 
foundation upon which they are built. The original trunk was Lipman's. 
The improvements of Reckendorfer and others were engrafted upon it 
As patented, the Lipman pencil was capable of being used for the pur- 
pose intended, and hence had the requisite usefulness demanded by the 
law ; and, being at the head of the class, the invention is one of those 
always regarded with favor in the Office. 

The first sewing-machine patented would not be used today by any 
one, because it is worthless as compared with machines embracing sub. 
sequent improvements. The same may be said of mowers, reapers, cul- 
tivator, seeders, looms, firearms^ &c.; but such facts do not, in the least 
degree, lessen the value or merit of the original inventions. The practice 
of the Office has been to regard with favor applications for extensions 
of such patents. The first inventor becomes the pioneer. He must over- 
come popular prejudice and create demand for the new article. Gener- 
ally it is only after such demand is created, and after the thing patented 
becomes a source of profit, that others seek to take i)ossession of the 
market by adding improvements. In such cases it is but equitable that 
subsequent patentees of improvements should pay tribute to the origi- 
nal inventor and pioneer. 

The testimony is clear that the invention is of very considerable value, 
and that the applicant has received for it a sum so trifling as scarcely 
to be worth considering at all. I am satisfied, also, that he has not 
shown such a want of due diligence as to deprive him of the right to 
extension. 

The extension is granted. 



H. J. BRUNNER— Ex paete. 

APPEAL FROM THE PBIMABY EXA]ynNEB IN THE MATTES OP THE AP- 
PLICATION OF H. J. BRUNNEE FOB LETTEBS PATENT ON IMPEOVE- 
MENT IN METALLIC MOLD FOB CASTING PLOW-POINTS. 

(Decided March 26, 1872.) 

Practice under Rule i4c as to the juriadictum of a primary examiner in 

cases passed upon by the Board of Appeals. 

When a case is appealed to the board of Examiners-in-Chief, the jarisdictioii of the 
primary examiner terminates. His remaining duty is to follow the decision of the 
board. 

LEG^GETT, Commissioner: 

The applicant was twice rejected by the primary examiner, and took 
appeal to the Examiners-in-Chief. The Examiners-iu-Chief, May 10th, 
1871, gave decision affirming the examiner's decision as to the second 
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claim, and as to a single clause in the sixth claim, and reversed his de- 
cision as to the remainder. Applicant was willing to abide by the de- 
cision of the boaody and May 15 filed an amendment, striking ont the 
second daim and the offending clause in the sixth claim, and asked for 
his patent Bat the examiner replied that ^* in order that there may be 
no mistake as to the scope of applicant's invention, he is required to 
still further amend his specification so as to limit himself itxplicitly to 
the construction of his mold.'^ 

This action of the examiner was without proper authority. When 
the case was appealed to the board the examiner lost jurisdiction over 
it, except to enter the amendment required by the decision of the board, 
and to pass the case for issue. A.11 the proceedings subsequent to the 
filing of the amendment of May 15, 1871, have been irregular, and are 
hereby set aside, and will be canceled upon the records. The examiner 
will pass the case for issue upon the amendment of May 15, 1871, if the 
applicant so desires. No further amendment will be required or per- 
mitted, except upon the order in writing of the Commissioner. 



BTBON BOABDMAK 
JExt^nHan. 

IN THE MATTEB OF THE APPLICATION OF BYBON BOABBHAN FOB AN 
EXTENSION OF HIS PATENT OBANTED MABCH 30, 1858, AND BEISSTTXD 
MABOH 6, 1866, FOB IMPBOyED WIBE-STAPLEB. 

(Decided March 27, 1872.) 

Leogbtt, CammisMner : 

The invention covered by this patent relates to staples used for con^ 
nectiug the rods to the slats of window-blinds ; and consists in flatten- 
ing, i)ointing, and corrugating the legs of the staple in such manner that 
they may be driven easily and hold firmly without clinching, thereby 
making a better article with less material than the one before in use. 

The extension is opposed, and the remonstrants rely upon a barbed 
spike, patented by Wm. G. Ballard, July 17, 1841, and upon a staple made 
by one Benson, of Illinois, to defeat applicant's claim to being the first 
inventor of the improved staple. 

Applicant's patent has been in the courts and fully sustained in the 
Bnit of Boffers vs. Sargent^ 7 Blatch., 507. In that suit the Ballard 
Bpike was offered by the defense, but was held by the court not to be 
the same device. 

The Benson spike was made several years before applicant claims to 
bave invented his, and if it is substantially the same, must, of coarse, 
defeat the extension. 

Applicant's invention, as described in his claim, is a staple with the 
legs flattened into a wedge*sbape, pointed and serrated or corrugated 
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on both ftidesi the flatteningi pointing, and corrugating all being done by 
a single oompremion of dies made and MUnsted for the pnrpoee. Ben- 
son's staple had oylindrioal legSi with two or more barbs raised on one 
side of each leg, and the points sharpened only by cutting the wire 
diagonally across, thereby throwing the point from the center. The 
barbs were raised by the stroke of a piercing instrument 

It is in proof that Benson made these staples to a limited extent be- 
tween 1856 and 1869, and then abandoned the! business, his machine be- 
ing out of order. The two inventors had one end in riew, and that was 
to furnish a staple that would adhere to the wood without passing 
through and clinching. But the mode of preparing the staples to aecnie 
that end were radically different, and of course different results were 
attained. The Benson staple could not be driven straight except by 
first pricking holes to insert it : Boardman's can be. Boardman's, being 
corrugated on both sides, could be made shorter and would hold more 
firmly ; and the evidence shows that the corrugated legs are atxonger 
than the barbed legs made from the same sized wire. In short, the 
testimony shows that Benson's was an abandoned experiment, and 
Boardman's* an accomplished success. Benson made a few gross in 
1857, 1858, and 1859, and gave it up, evidently as a failure. Sogers & 
Ua are making annually, under Boardman's patent, about seventy tons 
of these staples. 

Applicant has complied with the statute in setting forth his receiptii 
and expenditui'es, and has clearly shown that, without fault of hitfi, he 
has not received a reasonable consideration for the established value of 
the invention. 

The extension is granted. 



H. DI8ST0N AND J. M0R8S vs. J. A. TEAITT. 

AFPSAL FROM THB BXAMINEBS-IN-OHIBF IN THB MATTER OF THE IN- 
TBBFEBENOE BETWEEN THE BESPBCTIVE APPLICATIONS OF THE 
PARTIES FOR LBTTBRS PATENT FOR A TRY-SQUARE. 

(Decided March 27, 1872.) 
PiMerofthe Cammisaianer to review the decisions of the Examiners in-Chief. 

Wbile the Commissiouer has power, in virtue of his general authority nnder the law, 
to arrest the issue of a patent allowed by the Examiuers-iu-Chief, this x>ower should 
not be exercised except in cases iu which it is beyond questiou that the board has 
given an erroneous Judgment or one opposed to the general policy of the Office. 

Duncan, Acting Commissioner : 

Traut proves his invention to have been reduced to practice as early 
as Jane, 1869. 
His competitors Hied their application in Janaary, 1870 ; but, instead 
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of introducing testimony to sihow an earlier date of invention than tbe 
prima faeie date thus established, they have sought to show that the in- 
vention itself is ncrt patentable, and for this purpose have cited an earlier 
patent, granted to one Smith in 1858. 

It appears that both of the applications, before the declaration of the 
pending interference, were rejected by the examiner upon reference to 
this same patent Ttant appealed to the Exaniners-in-Ohief, and from 
that tribunal obtained a reversal of the examiner's decision. 

i?he Commissioner undoubtedly has power, in virtue of the general 
authority vested in him by the law^ to review this decision of the 
board— «a? parte Stephen Hull^ Commissioner's Decisions, 1869, page 68 ; 
but it is equally clear that this power to arrest the issue of a patent 
allowed by the board should never be exercised except in cases in which 
it is beyond qtiestion that the judgment of the board is erroneous or 
opposed to the general policy of the Office, Such is not the case in the 
present instance, as is sufficiently shown by the fact that the Smith 
patent is owned by Disston, who, neverthelesSi ignores its existence 
absolutely in the circumstantial account which he, in connection with 
Morss, gives in their preliminary statement regarding the origin of the 
invention now in controversy. This statement is utterly irreconcilable 
with the theory that the invention is the same with that covered by tbe 
reference to which they now ask the further attention of the Office. 

The decision of the Ezaminers-in-Chief, awarding priority to Traut, is 
affirmed. 



W. B. AND W. O. BABTOK— Bx PARTB. 

APPEAL FROM THE BOARD OF EXAHINERS-IN-OHIBF IN TfiB MATTER 
OF THE APPUOATION OF W. B. AMD W. O. BARTON FOK LETTERS 
PATENT FOR AN IMPROVEMENT IN WOOD PAVEMENTS. 

(Decided March 28« 1872.) 
Changee of JPorm — When patentable. 

A change of form may in oertoia oaies oonfer atrootanl advantagw, and to' briqg 
the invention within the leqairements of the law and the offleial praotioe, and be 
patentable. 

LsGKsKBTTy OommUsumer : 

The alleged invention in this case is fully and definitely set forth in 
the claimsi which are as follows : 

1. A wooden pavement comffoaed of blocks, each block belnff two geometrioal fiffores 
in yertical croM-aeotion, the lower portion an obltqae-angled parafielo^^ramt and the 
upper part dr portion of trapezoidal shape, snbstautially as shown and described. 

2. The combination, in paving-blocks, of the side shoulders D and £, and the bevels 
e e' of their lower endS| so that each block will have a bearing upon abonklers D of 
the acyacent blocka on one side, and npon the bevels e of the adjacent blocks on the 
opposite side, snbatantially as shown and described. 

o. In combination with the side shoulders aud bevels mentioned in the foregoing 
claim, we also claim the eud-bevels of the blocks, so conatmoted aa to Ibrm an aron 
serosa the street^ substantially aa deacribed. 

6 p 
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This 0M6 baa beeo bdd under eonaideniti0ii for » long time, not be- 
oaoae of ray doubt of tbere being mneb difforenoe between it and any 
of tbe lefereneea dted to defeat it aa between otber aimilar devices 
wbiob bave been patented, but beoraae of tbe doubtftil polioy of grant- 
ing patenta upon aneb aligbt differenoea aa baye been regarded aa pat- 
entable in tbia elaaa. Wood pavement^ bavereceiyed macb attention 
for aeveral yeara paat» and, aa tbey are now beginning to be regarded 
witb fiiyor in many aeetiona of tbe conntiy, tbere ia among inyentors a 
diligent effort being made to devise tbe rery best form of block, having 
in view stability and dnrability. Tbe result bas been the patenting of 
mray difbrent forms, rad tbe rejection by tbe Office and by the country 
of many more. Some would-be inventora seem to think that a mere 
change of form should be enough to secure a patent, whether such 
change in form aecurea ray new or improved result or not Tbe caae in 
band, however, seems to present some radical differencea from the de- 
Ticea dted aa leferencea. There ia a combination of square ahoulder 
and doping locka not elsewhere found; also of dde and end locks. The 
square ahoulder givea a poaitiveness of lock not aecnred by tbe doping 
lock ) yet applieantfa device baa the advantage of the square dipulder 
on one dde and the doping lock on the other. Applicants block also 
baa the end ao beyded as, when put in podtion, to secure the proper 
ardi from curb to curb. 

Upon a careftil examination of this case and of the refSdreneea, and 
upon a review of preyious actions of the Office in pavement oases— 
espeddly my predecessor's deddons in the cases of Samud Toamejf^ C. 
D., 1869, p. 109, rad of L. I. Follambeef 0. D., 1870, p. 127—1 must de- 
dde the applicants entitled to a patent 

The deddon of the Board of Appeala ia reversed. 



A. R JONES.— Ex PABTB. 

APPEAL FBOM THE BOABB OP BXAMIMEBS-IN-OHIEF ON THE APPLI- 
OATION OP A. P. JONES POB LETTBBS PATENT POB mPBOYEMENT 
IN PLEZIBLE SIDES POB BELLOWS AND AIB-PUMPB. 

a 

(Decided March 29, 1872.) 

A claim for a flexible material for sides of bellows, consisting of an inner- woven porom 
fabric of relatiyely smaller dimensions, for taking the strain, and an outer non- 
porons mbber material f<» ocmfining the air, is not met by a reference in which tex* 
tile and mbber ibbrics are interwoven ; or by one in which the nibber is placed in a 
plastic state npon the woven fabric ; or by one in which a mbber pipe of impervions 
material is placed with a woven pipe of strain-resisting materiaL 

Leogett, Ocmmissioner : 

The invention claimed in this case conBists in making the sides of bel- 
lows, air-pnmps, &c., where strength, flexibility, and impervionsneas to 
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air are reqaired, of two separate fabrics— the inner of woven or porous 
fabric, for strength, and the out^r of mbber or non-porons material. 
These fabrics are not united, except at their edges, where they are fast- 
ened to the frame of the bellows. The application was rejected by the 
primary examiner by reference to the patents of Gately, for impervious- 
belt machine; of Oates, for rubber-coated belts; of Day/ for rubber- 
hose; of Hull, for elastic webbing; of Allison, for vat for transporting 
petroleum; of Water?, for nou -porous barrels; and several others of 
the same class. After a careful examination of these references, I am 
unable to discover such resemblance of the inventions, described in 
these patents, or in any of them, to the device of the applicant, either 
to the thing itself, its use, or the result attained, as to warraht the re- 
jection. In all the references except the vats and barrels, and the hose 
described in Day's patent, the rubber and woven fabric are either inter- 
woven, or else the rubber in a plastic state is placed upon the woven 
fabric as a coating; but neither of these devices would accomplish the 
result aimed at by the applicant. It is well known that leather, rnb- 
bercloth, or any similar material, when made impervious to air and 
used for the sides of a bellows or any similar instrument for any con- 
siderable length of time, will, by its continuous flexions under strain, 
crack and become worthless. The object of the applicant is to provide 
against this defect. None of the devices upon which he has been re- 
jected will or can do it. 

Applicant's combination of tyro separate flexible walls — the inner of 
a porous woven fabric and of slightly smaller dimensions, taking the 
strain and wear, while the outiBr is of rubber, impervious to air, and 
relieved from strain in the use of the bellows, except that of resisting 
the pressure of the air — secures the result at which he aims ; and, so 
far as shown by the references, it is new, unless Day's patent hose is a 
sufficient answer. This hose consists of a mbber pipe drawn inside of 
a pipe made of woven fabric. The woven fabric is intended to give 
strength, while the rubber pipe is impervious to water, and the whole 
makes a flexible water-tight hose. In the matter of two fabrics, flexi- 
bility, and strength, there is considerable analogy ; but the construction 
and use of the two are so different and so remote from each other that 
it can hardly be possible that one could ever have suggested the other. 
I think there is no such analogy as to justify the citation. 

The decision of the Board of Appeals. is reversed. 
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JOHN L. MASON. 
Bxteniion. 

APPLICATION OF JOHN L. MASON FOB THE EXTENSION OF LETTERS 
PATENT GRANTED TO HIM* MARCH 30, 1868, FOR AN DCPROYED 
LATHE CHUCK. 

(Decided March 29, 1872.) 

Interai oj^ assigneei {n extended term — Prfustioe in determining title in ex- 
tended term. 

Where an oiiif/Me who holds the original term of a patent, and the right to the exten- 
sion of the samey assigns "all his right, title, and interest," each assignment must be 
held to convey all the interest of which he has become possessed, inolading the 
right to the extension, even though the instrument does not name the extension in 
terms. 

The omission from an assignment under a patent of the corporate seal of the company 
executing the deed is not necessarily a fatal defect, since, if the transaction is hema 
Jide on the part of the assignee, a court of equity would compel the making of a good 
assignment. The Office, therefore, may take notice of the imperfect instmment if 
satisfied as to the good faith of the assignee, and for proof upon this point may prop- 
erly refor to the corrected assignment entered of record after the day of hearing 
in the case in which the question as to the sufficiency of the original assignment 
arises. 

A supplemental "statement,'' filed after the day of hearing in a contested extension 
case, and containing the ayerments required by the rules as to the applicant's inter- 
est in the extension sought, while it cannot be considered upon its merits, may prop- 
erly be used, so fiur as it goes to show that there was no fraudulent intent in the 
defect which it was designed to remedy. Applicants title to the extension being 
otherwise estpkblished, it might be a hardship amounting to a wrong to refnse the 
extension beoause of the technical defect in the original statement. 

Xeooett, 0<mmi8sianer : 

The extension in this case has been persistently opposed, principally 
upon the gronnd that applicant has dispossessed himself of the extend- 
ed term, so that, if the extension should be granted. Mason coald derive 
no benefit from it 

The qnestion of title is the main question raised and discussed. The 
testimony and the records of the Office show that, August 26, 1859, Ma- 
son assigned all his interest in the original and extended term of the 
patent to Mitchell & Bennett. November 3, 1859, Bennett assigned 
^<all his right, title, and interest" to Mitchell. This assignment does 
not name the extension in terms ; but Bennett, being an assignee when 
he sold all his right, title, and interest, must be held to have conveyed 
«ll the interest he derived from Mason. Mason's original grant from the 
Gk>vemment said nothing of an extended term ; hence, when he con- 
veyed all his interest in the patent, such conveyance would not pass a 
right to the extension except it waa 8o specified in terms; but the as- 
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Bigument to Mitchell & Bennett did name the extended term, hence 
Beunetf 8 right to the extension, if granted, is exactly the same as that 
to the original term, and is 8o expressed in the instrnment giving him 
title ; 80, when he conveys ^^ all his right, title, and interest,'' he conveys 
his right to the extended as well aer to the original term, even though 
the word ^^ extension " is not used in his conveyance. These remarks 
are applicable to several of the assignments on record of this patent 

November 3, 1859, Mitchell executed a mortgage of the patent, in-* 
clading extension, to Mason to secure several notes given at the time of 
the original purchase of the patent by Mitchell & Bennett. July 9, 
1862, Mitchell sold and assigned the patent to Sanderson, conveying 
all his ^^ right, title, and interest;" and the next day, July 10, 1862, San- 
derson in like terms conveyed it to Mitchell, Boyd & Barclay. On the 
same day Mitchell, Boyd & Barclay reconveyed the same to Sanderson 
by way of mortgage, to secure the purchase money. This mortgage was 
afterward released. July 27, 1862, Mitchell, Boyd & Barclay sold and 
assigned to the Sheet-Metal Screw Company. 

Boyd, coming into possession of one of tibe notes given to Mason by 
.Mitchell, and secured by the. mortgage given to Mason, November 3, 
1859, commenced suit on the note, foreclosed the mortgage, and the 
patent was sold by order of the court on the 15th day of April, 1863^ 
and was bid in by Barclay. The Mitchell note, indorsed by Mason ^ 
npon which this suit was brought, was for the sum of $530.39. The 
patent was sold under the foreclosure of the Mason mortgage to Bar- 
clay, as the highest bidder, for the sum of $350. The amounts of these 
sums become important in the determination of title. On the same day 
that Barclay bid in the patent, (April 15, 1863,) Boyd also conveyed to 
Barclay all his interest in said patent, though neither the proofs nor 
the records show what interest he had to convey } and again, on the 
same day, Barclay conveys all his right, title, and interest to Boyd. 
This seems to leave all the title, legal and equitable, in Boyd, except, 
possibly, an equity of redemption in the Sheet-Metal Screw Company ; 
bat Boyd, on the 3d of January, 1864, sells and conveys all his right, 
title, and interest to the Sheet-Metal Screw Oompany, thereby leaving 
in said company the entire title. January 27, 1872, the Sheet-Metal 
Screw Oompany sells all its interest in said patent to the Gonsolidated 
Fruit-Jar Oompany ] and February 19, 1872, the Oonsolidated Fruit- 
Jar Oompany sells and assigns all its right, title, and interest back to 
Mason again. 

There are two assignments which I have omitted to mention, because 
I cannot see how they in any way aflfect the title. One of these was 
the transfer by Mason, November 20, 1865, of the mortgage of Novem- 
ber 3, 1859, to Baylis. I am disposed to regard this mortgage as dead 
at the time of this transfer, and hence think it could have carried no 
rights, legal or equitable; for on the 15th day of April, 1863, the patent 
was sold, under a foreclosure of this same mortgage, upon one of the 
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noteB it was giyen to aecaie. The note and judgment was for $530^| 
while the proeeeds of the sale of the entire right in the patent and ex- 
tension amounted only to $350, leaving a portion of this note unpaid* 
Now what interest in this mortgage oould have remained in Mason as 
late as November 20, 1865, is beyond my power to discover. I must 
therefore regard the sale as a nullity. The other is an assignment from 
Mitchell to Mason, October 28, 1869; but the records show that 
Mitchell at that date had no intention to transfer. 

I think the records clearly show the title of the extended term, if the 
extension is granted, would be solely in the applicant 

The novelty and usefulness of the invention have not been serioasly 
questioned. The value of the invention is clearly shown to be far be. 
yond all that the applicant has received from it. 

Th^re are, however, two technical questions raised : One is, that the 
instrument conveying the title to the extended term from the Consoli- 
dated Fruit-Jar Company is void for want of the corporate seal of the 
company. This defect, I think, is not fatal. If the transaction was 
bona fide upon the part of Mason, there can be no doubt but a court of 
equity would compel the making of a good assignment even though the 
seal had been intentionally omitted by the company, which evidently 
was not the case, as since the hearing they have put upon record a new 
assignment with the proper seal attached. The other question is in 
regard to the applicant's sworn statement, required by the law. This 
statement, it is admitted, conforms to the requirements of the statutes, 
and also of the rules of practice as they existed before their revision in 
August last That revision of the rules required the applicant to set 
forth in bis statement, under oath, the interest he would have in the 
extension if granted, and also the nature of any agreements he may 
have made for its transfer. Neither the applicant nor his attorney had 
seen the revised rules, and consequently omitted the new matter re- 
quired in the statement 

Everything else being favorable, it would be a hardship amounting 
to a wrong to refuse an extension under the circumstances because of 
this omission. Immediately after the hearing, however, the applicant 
filed an additional statement, under oath, supplying the defect in the 
former statement 

While both of these papers are brought into the case too late for con- 
sideration upon their merits, yet they may properly be used so far as 
they may go to show that there was no fraudulent intent in the defects 
they are filed to remedy. 

GThe extension is granted. 
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SAMUEL VAN STOKEL.— Ex pabtb. 

Invention. 

APPEAL FBOM THE EXAMINBUS-IN-OHIEF ON AN APPLICATION FOB 

LBTTBBS PATENT FOB AN OIL-STILL. 

(Decided April 2, 1872.) 

An oil-8till in which the anoondenBedezplosiTe gases, instead of being discharged into 
the open air, are drawn by a current of steam into the fhmace and there consumed, 
is not met by an apparatus in which steam is used for carrying yaporised petroleum 
into the combustion-chamber of a furnace, when the sole object is to utilise petro- 
leum for fuel; nor by an oil-still in which the uncondensed gases pass into a hydraulic 
main, and thence, by the force of their own pressure, or by the added weight of a 
gasometer, into the fhmace. 

Duncan, Acting Commissioner : 

If this invention were for a method of vaporizing petroleum and 
other hydrocarbon oils or sabstances, and using the same when mixed 
in this condition with air or with steam for supporting combustion in a 
furnace, the references would be conclusive against the application. 

In fact, however, this use of the vaporized hydrocarbon in the present 
instance is a mere incident of the invention. The main object aimed at 
by the Inventor was, not to produce a superior combustion in the fur- 
nace of his oil-reflnery, but tcr relieve the process of refining petroleum 
from one of the chief elements of danger which had generally attended 
it. This danger arose from the inflammable character of the volatile 
hydrocarbons evolved in the process of distillation, which had usually 
been carried off into the air, and formed with the same a highly-explo- 
sive mixture. The liability of serious accidents from the ignition of 
these gases by contact with sparks and flame seems to have been a 
source of great and constant danger, and must have contributed largely 
to increase the expense of carrying on a refinery. 

To eliminate this element of danger in the process of refining petro- 
leum, applicant proposes to connect the escape-pipe through which the 
gases are carried off from the oil-reservoir with a steam-pipe leading 
directly into the furnace, and by this means the flow of steam from the 
steam-generator into the furnace will draw with it the gases that are 
generated in the still. Thus, not only will the combustion of the fur- 
nace be improved by the burning of the inflammable gases discharged 
into it, but, which is of more importance, the still will be relieved of the 
accumulation of these gases without at the same time charging the 
atmosphere with a dangerous explosive. 

The invention of Tweddle is the only one among the references that 
requires special mention. In Tweddle's still the uncondensed gases 
are conducted flx>m the oil-reservoir through a suitable pipe iff a hy- 
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draiilio main, or throagh such main to a gas-holder of ordinaiy con- 
stmction, and from this main or reservoir they are led to the furnace 
and consumed. 

In this apparatus the pressure of the gas and the weight of the gasom- 
eter are relied upon for passing the gas into the furnace. In appli- 
cant's apparatus the same work is performed by means of the conent 
of steam flowing from the boiler. It is a simpler and apparently surer 
method of accomplishing the* desired result; at any rate, it seems to be 
essentially different from the other ; and the fact that steam has previ- 
ously been used for carrying vaporized petroleum into the combustion- 
chamber of a furnace, where the sole object was to utilize petroleum as 
a fuel, does not seem to militate against the patentability of the pro- 
posed method of protecting oil-reflnei:ies against the danger arising 
from the accumulation in its vicinity of the explosive gases evolved in 
the process of distillation. 

The decision of the Examiners-in-Chief is overruled, and applicant ad. 
jadged entitled to a patent 



MUEDICK LYTLE.— Ex pabte. 

APPEAL PBOM THE EXAMINEBS-IN-CHIEF.— IMPROVEMENT IN OIL- 
WELLS. 

(Decided April 10, .1872.) 
New application of old ideas ; ichen patentable. 

Tbe use of a given material or of a mechanical device for one purpose does not neces- 
sarily prohibit the patenting of it for another different and not analogons pnrpose. 

The novelty of an improvement in operating oil-vreUs, which consists in so conoecting 
a nnmber of -wells with a single engine that any one of the series may be worked at 
pleasure, is not disproved by reference to the mechanical expedient of operating the 
various machines of a workshop from a single iine of shafting, nor by the use of one 
primary engine to supply condensed air as a motive-power to several secondaiy 
stationary engines. 

Tbe proposed new application of the general idea of distributing power from one 
prime source to several different points is so lacking in analogy to the applications 
above cited that it must have involved the exercise of invention, and, being mer- 
itorious in an economic view, it is patentable. 

Duncan, Acting Commissioner : 

Applicant, in making the invention on which he asks a patent, has 
soaght to devise an' economical mode of working the abandoned oil-wells 
of the petroleam regions, which, becanse of the comparatively small 
amount of oil which they now yield, cannot longer, it is alleged, be 
profitably worked by any of the methods heretofore applied. In the 
])amp which he employs in any particular well there is no element of 
novelty. He makes use of tlie well-known condensed-air pump or ejector, 
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in which the condensed air which is forced down one tnbe carries the 
oil with it in its discharge throngh a second tube. The peculiarity of 
applicant's process consists in connecting a large nomber of such pumpa 
with a common source of supply of the condensed air, and providing 
each pump with a stop-cock ; whereby communication between it and 
the engine may be shut off at pleasure. Under such an arrangement, 
all the stop-cocks but one being closed, the whole power of the engihe 
may be put upon that one well, which may be worked until its supply 
of oil is exhausted; and then by similar means the engine maybe made 
to. work any other well in the series. 

The advantage of this system is that one engine of a Capacity to 
operate but one well at a time may be made to do all the work found 
necessary upon a large number of wells, since the supply of oil in each 
is so small that the engine may be connected successively with them 
all. The economy of this arrangement over the use of an independent 
engine for each well is too apparent to call for comment Without this 
or some tantamount mode of economizing power, it is claimed, and not 
unlikely with reason, that the larger number of wells in the oil-produc- 
ing regions must remain valueless and unproductive; with it, it is claimed, 
they may be made to yield an annual product of great value. The claim 
is, in substance, for a series of ejectors or pumps, each provided with a 
branch-pipe and cut-off, in combination with a common main supplied 
with condensed air. 

The interpretation put upon this claim by the examiner is, that it is 
for ^Happing a main along its course, for the use of its supply of fluid, 
at discretion;" and accordingly he rejects it upon reference to the water- 
mains oi:' cities, which are supplied with branch-pipes for the accommo. 
dation of the inhabitants, and to such arrangements as that shown^ in 
Gatling's withdrawn application of 1855, in which an indefinite number 
of secondary stationary engines are supplied from a common reservoir 
of condensed air, which is kept filled by the action of the primary 
engine. 

If the interpretation of the cl^im adopted by the examlDcr were the 
correct one, the references would be a complete answer to it. I can but 
think, however, that this interpretation is too broad. Applicant's in- 
vention is, in reality, an improvement in the mode of operating oil-wells; 
and while, in carrying out this improvement, he does not profess to be 
the first to avail himself of the broad idea .of distributing power from 
one prime source to various points of application — a thing which is com- 
mon in all machine-shops where a number of machines are operated 
from a single line of shafting — ^^^et the use here made of this common 
expedient in the industries is so remote from all analogy with any of the 
uses named, or any that now occur to my own mind, that I can but 
conclude that the inventive faculty was necessarily laid under contribu- 
tion in originating and perfecting the suggestions that have found 
embodiment in the application now presented for a patent. The use of 
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a glyea material, or of a mechanical device for one purpose, does not 
necessarily invalidate patenting it for another different and not anal- 
ogous purpose.— iJaiMii* vs. If alitor, Pat OtL Gkuette, 1872. 

If the inventoi's expectations as to the economic results of his work 
should be realised— «nd it is but reasonable to suppose that they may 
be to a considerable extent— then he will have enlarged notably the 
range of one of the great productive industries of the country ; and this 
result, too, will have been produced, not as a mere corollary from exist- 
ing inventions in other departments of the arts, but from a careful study 
of all the conditions of the somewhat perplexing problem to which the 
applicant's attention has been directed. 

I think there is novelty in the invention, and that a patent should be 
granted. 

The decision of the Examiners-in-Ghief is accordingly reversed as to 
the first claim. This daimi fully covers this invention. 

The second claim is general in its terms, and is fiilly answered by the 
mode of controlling power shown in the application of Oatling, above 
referred to, and it is rejected. 



COGSWELL AND JUDSON VS. BUBKB. 

Interference. 

APPEAL FBOM THE BOARD OF EXAMENEBSIN-OHIEP IN THE MATTER 
OF THE INTERFERENOE BETWEEN THE APPLIOATIOK FOR PATENT 
OF WILLIAM A. COGSWELL AND JUNIUS JUDSON AND THE PATENT 
OF JOHN K. BURKE, DATED OCTOBER 4, 1870, FOR IMPROVEMENT 
IN VALVE-SEATS FOR STEAM-GOVERNORS. 

(Decided April 16, 1872.) 
Peoieion between the^parties on the facts elicited. 

In OTerooming the diffionlties of molding an object of a somewhat complex shape, an 
inyentor has .a right to avail himself of the snggestions and mechanical skill of a 
foonderyman, and does not thereby impair his claim to inventorship. 

An inventor is not necessarily an accomplished mechanic. He has a right to call in 
aid the mechanical skill of others in the practical details of construction. 

When the snggestions of a mechanic, under these circumstances, do not relate to the 
gist of the invention, but merely to the removal of mechanical obstnietlons in the 
way of reducing the invention to practice, he cannot be regarded as the inventor. 

Lbggett, CommisHoner : 

The invention claimed by these parties consists in taking a ring of 
hard metal properly prepared for a valve-seat and casting the globe or 
shell of a throttle- valve around it, thereby avpiding the soft and honey- 
combed seats so often found in the old mode of casting them. 

Burke filed his application September 13, 1870, and received his pat- 
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ent October 4, 1870. Oogswdl and Jadson filed their application No- 
vember 18, 1870. 

This is one of those oases where there is no claim of priority between 
two independent inventors, bnt the qaestlon is which of the two parties 
was the inventor ; for it is conceded on both sides that either one or the 
other' has made false claims. The testimony occapies six handred pages 
and the written arguments abont one handred j bnt, as osnal in such 
oases, very little of the six handred pages has any relevancy to the 
case. The facts are few and simple, and the only difflcnlty in the case 
is foand in dedaoing the trath fh>m the very positive and very contra- 
dictory statements of parties whose characters for trath and veracity 
stand nnimpeached. 

A knowledge of the relation the parties sastained to each other does 
something toward explaining the testimoney. Jndson is an extensive 
manafactnrer of steam-governors at Bochester, New York. Oogswell 
was his foreman or saperintendent. 9nrke was the owner of a foandery 
in the same place, and for a long time made the castings for Jadson*s 
governors. These rdations threw the parties often together, eispecially 
Barke and CJogswell, and led them often to discnss ^he merits and de- 
merits of tiie castings, and to study how to overcome defects. That 
these defects were of a serions natare was evidenced by Oogswell re- 
turning to Burke at two diifecent times over three tboosand pounds of 
the small-sized throttle-diambers, nearly all of which were defective in 
the very point this invention was intended to remedy. These 'defects 
were damaging to Burke, as he lost the castings, and still more so to 
Judson, as he was at the expense of chucking and turning the ftuse of 
the valve-seat before developing the defect, and silso suffered a loss in 
trade, not being able to fill orders for his governor. Hence both parties 
were interested, and, considering their droumstances, probably equally 
interested, in devising some means of overcoming the diffiralty they 
encountered. 

In October, 1868, one Landis, who had purchased a governor of Jud- 
SOD, complained of the valve seat, and returned the valve-chamber with 
a request to have a brass valve-seat put in it This, of course, could 
not be done ; but Oogswell and Judson consulted together and con- 
eluded to try the experiment of casting the chamber around brass valve- 
seats. Oogswell had the patterns prepared and sent to Burke. The 
first attempt was a fiulur^ ; but at the next they succeeded in casting an 
iron chamber inclosing a brass seat successfully. It was sent to Landis, 
and the testimony shows that it has been in successful use ever since. 
There can be no reasonable doubt entertained as to Oogswell and Jud- 
son Ixjfxkg the inventors of the valve-seat sent to Landis. The only 
question is, was it an unsuccessful experiment, and so regarded by the 
parties f There were, unquestionably, difficulties connected with the 
invention that had not been overcome at the time of making the Laddis 
valve-seat. As brass melts at much lower temperature than iron, itt 
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fband that the brass rings would be melted by pouring molten iron 
aronnd them. Another difflonlty oonsisted in acynsting these rings to 
the core in the molding of the valve-casings. It was at first thought 
that the ring must be oast in halveSy and then be futoned aronnd the 
core by means of wire, which was expensive and cumbersome. Nothing 
more was done except to consult and talk about the matter until in 
January or February of 1870— the testimonyi I think, pretty clearly 
ilxing the time from the 1st to the 10th of February, tbongh Oogswell 
swears that it was in January. 

Burke swears that the idea came to him, while thinking the matter 
over on the 6th of February, 1870, of taking entire ringa of hard iron 
and casting the casings aronnd them. He says he was elated with the 
thonghty and <in the same day described the conception to his brother. 
In this statement he is sustained by his brother's testimony. On the 
7th, 8th, and 9th of the same month Burke experimented, and on the 
latter day fnlly succeeded in his effort. I think the evidence abun- 
dantly shows that the invention in its present form was not reduced to 
practice until February 9, 1870, and, if Barkers testimony can be fully 
accepted, he must be r^pirded as the real inventor. But Burke must 
be mistaken. He does not claim to have obtained the idea before Feb- 
ruary 0, 1870, and he so Axes the date by his own and his brother's tes- 
timony as to leave no chance to fix it at an earlier day. 

It is admitted by both parties that the continuous iron rings used by 
Burke ib these experiments, and that have ever since been used ia the 
manufacture of this invention, were constructed from a drawing made 
by Oogswell, and tiie testimony leaves no room for a reasonable doubt 
but that that drawing was made previous to February 6, 1870. Gogs- 
well swears that it was made as early as January 24, 1870, and tlie 
drawing bears that date in pencil ; but Cogswell's memory of dates is 
proven nnreliable, for he swears the experimenting at Barke's foundery 
was on the 26th, 27th, and 28th of January, 1870, while the evidence 
makes it certain that in this matter he is wrong and Burke right. If 
we were left alone to the testimony of Cogswell in this matter there 
would be more doubt njion the subject. But there is at^otber circum- 
stance that to my mind unlocks the whole qoestion and frees it from 
doubt. Some time before the 2d day of February, 1870, Jiulson went 
to Philadelphia, for on that day he wrote a letter to his son, who was in 
charge of his business at home, which letter is an exhibit in this case, 
in which he says '' Tell Billy (meaning Cogswell) to hurry up the rings 
in all the patterns.'' 

The language of this letter compels me to believe that before Jadson 
left his home the whole matter had been talked over and decided be- 
tween him and Cogswell. Hence, whether the drawing was made on 
the 24th of January or not, it must have been decided upon before the 
2d of February, and, consequently, before the idea was conceived by 
Burke on the 6th of February. The drawing was undoubtecUy made 
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before Jndson left his home, as the whole difflonlty of molding and cast- 
ing mast have been discnsAed and considered before coming to the con- 
clusion indicated in Jadson's letter. The drawing goes farther than 
the mere rings. It provides for the diiBcalty in molding by showing 
the constraction of sIip*cores — ^in fhct, shows the entire invention as 
complete as it has ever since been made, Barke has introduced a large 
amount of testimony to show that OogswelPs impatience and dissatis- 
faction with the experiments on the Tth, 8th, and 9th of February are 
incompatible with the idea that he was the inventor. Several wit- 
nesses swear that Cogswell declared the thing a failure daring those 
experiments, and that Burke insisted upon further trial. Admitting 
the truthfulness of all this testimony, it does not prove that Cogswell 
was not the inventor ; for many of the most worthy inventors often 
become discx>uraged in their attempts at reducing their inventions to 
I>ract]ce, and many would fail in their eflforts were it not for the en- 
couragement they receive from their mechanics and workmen. In 
overcoming the difficulties in molding, Judson and Cogswell had a 
right to avail themselves of the suggestions of their founderyman, Barke, 
without at all impairing their claim to being the inventors, provided 
those suggestions related, not to the gist of the invention, but to tbe 
mechanical obstructions in the way of reducing it to practice. These 
saggestions I have no doubt were made by Barke, and, in consequence 
of their value, he was probably honest in regarding himself as. the in- 
ventor. 

The decision of the Board of Appeals is affirmed, and priority awarded 
to Cogswell and Judson. 



JOHN D. WILBEB vs. HENEY VELIE.— Ex pabtb. 

APPBiX FROyL THE BOABD OF EXAMINERS -IN-CHIEF IN THE MATTER 
OP THE APPLICATION OP JOHN D. WILBBE AND HENRY VELIE FOR 
LETTERS PATENT FOR IMPROVEMENT IN MOWERS. 

(Decided April 17, 1872.) 

The smbstitution of a baU-and'Soeket Joint for a loose Mt-joint in the adjustable arm 
oi a cntter-bar is but tbe sulistitation of one weU-known joint for another, requiring 
no cLange or adaptation in tbe joint substituted, and involves no invention. 

A daiin for a joint in a cutter-bar, in combination witb the $hoe or with the heDeUwheelif 
is not gooil, inasmuch as the latter perform exactly tbe same functions in the same 
manner, whether tbe cutter be Jointed or otherwise. 

A specific new feature should not h6 combined ia a claim with ^rts wbioh have no 
necessary connection therewith, and whose operation is not immediately a^eoted by 
the presence or absei^ce of the said novel feature. 

Legk^ETT, Commissioner: 

Tbe iDireutibu in this case relates to direct-draaglit front-catting mow* 
era; mnd consists of sach an arrangement of joints as to enable the cntter* 
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bar to follow the sarfaee of the groand, bowever tbat may differ, for 
the time being, from the line of the axle of the driying-wheels. The 
appIicatioD was rcdeoted, on reference to Markhame' patent of March 7, 
1871. 

February 10, 1883, John D. Wilber, one of the applicants in this case, 
obtained a patent for a front-cnttlng direot-draaght mower, having the 
qntter-bar directly in front of the driving-wheels, and the draught so ar- 
ranged as to have one of the horses travel in the standing grass. The 
frame being rigid, the cutter-bar was always held in a line parallel to 
the axle connecting the driving-wheels, and, consequently, would not do 
good work on uneven ground. Nothing, however, was done to over- 
come this defect until H. G. and D. 0. Markham obtained their patent, 
Match 7, 1871. 

Markhams' specification sets out in terms that it is an improvement 
upon John D. Wilber's machine. Markhams^ improvement consisted in 
placing a Joint in the left side arm that would admit of a free vertical 
motion of the right end of the cutter-bar, and in the right side arm two 
Joints, one near the axle, that would permit the right end of the cutter- 
bar to move fredy in the arc of two separate circles, and the other at 
the point of attachment of the right arm to the cutter-bar, permitting 
free vertical motion. The sole object of this invention was to secure 
such flexibility in the arms as to permit the cutter-bar to follow the sur- 
face of uneven ground. 

The applicants in this case, feeling injured because the Markhams 
should patent an improvement on their machine, come into the Office 
eight months after with an invention to secure exactly the same thing, 
with three Jointo located in exactly the same places, and two of the 
Jointe of exactly the same kind. In place of Markhams* loose- bolt Joint 
at the rear of the right arm, Wilber and Velie substitute the ball-and- 
socket Joint It is possible that the ball-and-socket Joint is the bettor 
of the two ; but, whether it is or not, it is only substituting one well- 
known Joint for another, requiring no change or adaptation in the Joints 
substituted, and therefore can involve no invention. The -motion re- 
quired at this Joint is very little, and it is doubtful whether the ball-and- 
aocket has any advantages over the form adopted by Markhiims. For 
the uses to which they are here applied they are substantially equiva- 
lents, each for the other, and one being patented, the other should not 
be. 

The applicanto present these combination claims, in which they claim 
each one of the jointe, in combination with the shoes, the cattor bar, 
the lead- wheels, &c. These combination claims in mowers and reapers 
have been carried to a ridiculous extent and should be 'curtailed. The 
shoes, lead-wheels, &c., have no more to do with the invention in this 
case than have the shoes of the teamster or the wheels of the hay-cart. 
The shoes and the lead-wheels and the cutter-bar perform exactly the 
samfd duties in exactly the same way in both the old and the improved 
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machine. The sole purpose of thci inventioa was to seoore flexibility in 
the arms that carry the catter-bar. This end having been secared by 
Markhams' invention, it is ridioulonsly absnrd to suppose that appli- 
cants can now rob Markhams of their invention by patenting the only 
combination in which it is possible to use it Markhams distinctly state 
in their application that they omit in their model and drawings all 
those parts of the mower not essential to illastrate their inventiou ; but 
also state that the invention is intended to improve the Wilber mower, 
or, as it is better known, the ^^Enreka" mower; in other words, they 
substitute in the ^^ Eureka" mower flexible arms for Wilber's rigid arms ; 
and now Wilber and Yelie seek to obtain a patent for the combination of 
Markham^ improvement with their mower, which is exactly what Mark- 
hams have already done. 
The decision of the Board of Appeals is affirmed. 



L. B. PBINDLB.— Ex paetb. 

APPLICATION FOB LETTERS PATENT FOB AN IMPEOVEMENT IN 
WBENCHES. APPEAL FROM THE EXAMINEBS-IN-OHIEF. 

(Decided April 17, 1872.) 
Combination distinguished from aggregation. 



A wmMnaiUm diSen from a mere aggregatUm in that the former is a nnioD of parts 
which so act upon or with each other as to modify the independent action of each, 
while in the latter the parts have no each relation. 

Between a combinatum of parts and a mere aggregation there is a fundamental difference. 
One implies the exercise of the faculty termed tft90ii(i<m; In the other there may be 
inyolved nothing bnt Judgment and good Uute, 

Where elements are grouped together in such a manner as not to have tbeir separate 
functions modified either by their Juxtaposition or by their simultaneous action, there 
is no combination; and it is. unnecessary, in examining an application upon a tool 
or a machine thus constituted, to inquire whether the same elements have before 
been grouped together. It is enough to show that the elements themselves are old* 

DUNCANi Acting CammisHoner : 

Applicant's wrencli belongs to the class that has one fixed and one 
movable jaw, and the two are borne npon a transverse piece, which in 
torn is attached to a handle formed like an ordinary bit-stock. The 
movable jaw can be clamped in any desired position within the permit- 
ted range of movement by means of a thnmb-screw ; and the inner 
face of each jaw is provided with a block of leather or other semi-elastic 
material, which is kept in place by means of a rivet and a shonlder on 
the fiaee of the jaw. 

The claim is for a brace- wrench consisting of the crank-stock, the two 
jaws with the transverse piece connecting them to the stock, the thamb 
86t-8creW| the shoulders on the jaws, and the cashions or pads ; in other 
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words, it is designed to cover the combinatioa of these varioas olemeiits 
to form a brace- wrench. 

The position assnmed by the examiner, as set forth at length in his 
answer to the ^^ reasons of appeal,'' viz., that the several parts thus 
grouped together constltnte a mere aggregation, and not a patentable 
combination, is in the main beyond qnestion. It is true that none of 
the references cited show any one wrench having the three featares of a 
thumb-screw for clamping the movable jaw, a brace-stock, and cushions 
on the jaws ; but it is equally true, as alleged by the examiner, that it 
is a matter of no consequence, so far as concerns the operation of the 
bit-stock, whether the movable jaw is fastened by a set-screw or by any 
other known means ; and the substitution in this particular wrench of 
a set-screw for other well-known means of adjusting this jaw cannot be 
regarded as invention. 

The same remarks would be applicable to the relation existing between 
the set-screw and the elastic cushions. 

At first glance there might seem more room for question whether the 
ezaininer's position with reference to the relation existing betiroen the 
bit-stock and the cushions is equally tenable. It is admitted by him 
that the cushions have never beibre been used on the jaws .of brace- 
wrenches ; but he maintains that their function in this class of wrenches 
does not differ in any respect from their function in those classes in 
which they are found. 

Applicant's counsel, however, insists that in this particular wrench 
they possess a peculiar function, which may be briefly esplained, as fol- 
lows : By reason of one jaw being fixed, it follows that the relation be- 
tween it and the axis of the brace-stock is constant, and, accordingly, 
that the axis of motion of the stock will coincide with the center of the 
nut only when the nut is of a certain size. With all others the eccen- 
tricity will be equal to half the difference between them and their par 
ticular size. Now, if there were no compensating device, it is urged, 
whenever the wrench is applied to a nut of a size other than that indi- 
cated, the axis of the stock will necessarily travel around the axis of 
the nat. This woald impair the efficiency of the tool, since, for mani- 
fest reasons, it is always desirable that the head of the bit-stock should 
be free from aberration. But it is claimed that the cushions on the 
faces of the jaws, by reason of their elasticity, constitute a compensa- 
ting device, whereby the eccentricity between the axis of- the stock and 
the cent^T of the nut is so far overcome that the head of the stock may 
be kept directly above the center of the nut, while the axis of the stock 
describes about the prolonged axis of the nut tiie outer surface of a cone 
the radins of whose base is approximately equal to the amount of the 
eccentricity to be obviated. 

Theoretically, if the degree of eccentricity were small, this might be 
the case; but it is believed, from an inspection of both drawing and 
model, that this result would follow only in those cases where the eecen- 
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trieity is so very small as to be praotieallj of no aoooant ; and that in 
those cases where flie ecoentridty is enoagh to render itself sensible as 
a disturbing elementi the oompensation effected by flie cnshionSi though 
theoretically not absolutely wanting, would be inappreciable, and con- 
sequently of no utilily whatever. 

Such being the case, I can but agree with the eTaminer that there 
is no such relation between the special stock used in the construction 
of applicant's wrench and the pads in the jaws as to constitute their 
assemblage in one common tool a patentable combination. 

There is a fundamental difference between combination— i. «., a union 
in which the several parts so act upon or with each oflier as to modify the 
independent action of each — and mere aggregation, or the union of parts 
which have no such mutual relation. In the latter there might be in 
TOlved nothing but judgment and good taste. The former implies and 
presupposes the exercise of that faculty which we call invention. 

In the present case I find only the grouping of various devices which 
are aU old in wrenches, and which, though never before assembled in 
one tool, are brought together in such a manner as not to have their 
separate fimctions modified either by their juxtaposition or by their 
simultaneous action. 

Under such circumstances I deem that the references which show the 
separate elements are pertinent, and that it is unnecessary to attempt to 
show that these various elements have never been grouped before. 

The decision of the Examiners-iu-Ohief rejecting the application is ac- 
cordingly affirmed. 



CHABIiES FEAMPTOK 
Extension, 

IN THE KATTEB OF THE APPLICATION FOB THE EXTENSION OF LBT- 
TEBS PATENT GBANTED TO GHABLES FBAMPTON, APBIL 20, 1858, 
FOB niPBOVEMENT IN BUBNISHEBS. 

(Decided AprU 19, 1872.) 
Question of the novelty of the invention at the time of the original grant 

LEOaETT, Commissioner: 

The subject of the invention for which the patent was granted was a 
burnisher for threading sheet-metal jar-caps, and consisted of a bur- 
nisher with two or more rounded grooves and three or more rounded ribs. 
This instrument has decided advantages over the single-pointed bur- 
nisher. It'works more rapidly, is not so liable to cat the metal, and 
better holds the metal upon the screw-spindle while the thread is prop- 
erly formed. 
6 P 
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Of ihe Qseftdnew of fhe iniiammeDt there can be no leaaonrtJe .qnee> 
tioDy bat of its novelty at the time of the oriffinal appUeation theie is 
considerable room for doabt The Bngiish patent of BeUsang, No. 
14,059) iflsned In 1882, aix years prior to the date of the patent now 
songht to be eztendedi contains langoage which seems to describe ex- 
actly the same thing. In describing a tool which he need for the same 
parpose, after telling how he makes the plain cap, he says that he threads 
them «< by placing them on a screwed mandrel in a lathe and pressing 
the thin metal into the thread of the screw by the application of a ser- 
rated tool, or bnmisher, or milling tooL" This describes the inyenti<m 
of the applicant and its use as well as applicant has done in his specifi- 
cation. 

I mnst condnde that if the examiner had seen Beltzang*s patent at 
the time he examined the original application the patent wonld never 
have been granted. 

The extension is reftised. 



A. B. SMITH.~Ex PABTB. 

APPEAL FBOM THE BOAED OF BXASCmEBS-IN-OHIBF IN THB MATTEE OP 
THE APPLIOATION OF ASIA B. SMITH FOE LETTEES PATE2VT FOE 
IMPBOVEDCENT IN PLOWS. 

(Decided April 24, 1872.) 
CamMnatian claims. 

Where two parts of a device ooact to prodace a aseftil result, they should not he separ 
rated for the purpose of rejection. A legitimate oomhination most he met as such 
or the daim adndtted. 

To dissect a claim and reject it piecemeal is not admissible. 

LeooetTj C(mmi8sioner : 

The invention claimed in this case is for the doable purpose of pre- 
venting the losing of the key that holds the standard and beam of a 
plow together, and of strengthening the beam at its point of greatest 

weakness. 

The device consists of a notched key to pass through the standar<I 
and a wedged-shape plate having a slot to receive the standard, the 
slot being considerably longer than the width of the standard. The 
slotted plate is then dropped over the upper end of the standard, and 
so a(\justed as to bring the thinnest end of the wedge under the key- 
hole, when the notched key or gib is inserted, and the wedge-plate 
driven under it firmly, and then fastened to the beam by a screw. 

The application was rejected by a reference to Fowler's patent of 
March 26, 1867, which it was thought showed the wedge-shaped slott^etl 
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plate, and to varioas classes of maohiaery for the notched key. The 
key is not separately claimed, neither is the slotted plate, and if they 
ooact to produce a nsefhl lesolt, they should not be separated for the 
porpose of rcjjection. A legitimate combination should be met as such 
or not at ail. The practice of diiseoting « machine and r^ecting it by 
piecemeal is without the sanction of either reason or law. Under such 
practice the Office might Tery soon dose its doors, for the lever, the in- 
clined plane, and the pulley are all very old and very well known, and 
might soon become sufficient references for every possible mechanical 
device; but> in this case applicant's invention is not met even by the 
fragmentary mode in which it was examined. The wedge in Fowler's 
patent is a fork driven nnder a pin in the standard for the purpose of 
legolating the pitch of the plow-point and the draught of the plow. It 
has no other use, and is not designed or adapted to serve the end sought 
by the applicant. It has no influence whatever in retaining the key in 
its place more than the beam would have without the plate. It resem- 
bles the plate in this case in being wedge-shaped, and in being fewtened 
to the beam with a screw, but in no other respect. The key, when con- 
sidered by itself, has no element of novelty, and the applicant sets up 
no claim to novelty in either the plate or key. His claim is for a novel 
combination of the two in such manner as to secure a single and desirable 
end. It is well known that the alternating strain and relaxation upon 
the beam of a plow while at work has a very troublesome tendency to 
loosen the pin that retains the standard and beam in their proper rela- 
tive positions. If the pin drops from its place the plow is in danger of 
being seriously damaged. To obviate this danger and trouble is the 
sole end of the applicant's invention ; tod it was no part of the object of 
Fowler's invention; neither would or could his invention accomplish 
sach purpose. 

The key and slotted plate in applicant's device clearly coact in secur. 
ing this end, and seem to be admirably adapted to the purpose. The 
notched key could not be successfully used except with a plate sub- 
stantially in the form described, and the plate would be worthless for 
the desired purpose except with the notched key. When acting together 
the end is attained. Hence the combination is legitimate, and is not 
answered by references that apply only to the parts when separated ftom 
each other. 

The decision of the Board of Appeals is reversed. 
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D. E. BBADLB AND O. W. PAYKB. 

iPPLICATION FOB THE EXTENSION OF LETTEBS PATENT FOB IMPBOTB- 
MENT IN C0TT0N-OIN8, 0BANTED TO J. N. WILSON AND 0. W. PAYNE, 

APBIL 27, 1868. 

(Iledded April 24, 1872.) 

AgplicaHon far extension of pint patenij by wham mods — Pronf of joint 

intmnHon. 

P. haying refuaed within the time zeqaired by law to Join the administratrix of W.'a 
aetata in an application for the eztenaion of a patent granted to him and W. as joint 
inTantoiai bnt having anbaequently ratified the aot of the adminiatratrix in fllinii^ an 
application oyer her own name, whioh application waa dnly adyertiaed : AM, tiiat 
the eaae might be ^tertained the aame as if P. had originally Joined in the petition. 

Aa to whether one of two or more Joint inyentora may be admitted to file and pioae- 
cnte an application for the extenaion of a patent granted them without Joining the 
othera with him : gtuartf. 

An informal proteet by P., containing an aVerment of ade inyention by himaelf, is in- 
aofflcient to daatroy the preanmption in fbyor of the validity of the patent created 
by the oath of Joint inyention whioh accompanied the original application. 

DUNO ANy Acting Commimoner : 

This applicatioii, as first filed, was signed only by Mrs. Beadley the 
administratrix of the estate of Wilson, deceased, while Payne, the 
other joint patentee, entered an informal protest to the grant of the 
extension, alleging in his letter to the Office that the improyements 
covered by the patent were invented by himself, and were not the joint 
invention of himself and Wilson, as had been stated under oath in the 
original application for the patent. 

It was contended by Mrs. Beadlcfs connsel that, on acconnt of the 
tenancy in common by which the patent was held, it was perfectly com- 
petent for either one of the owners to make application for and to 
receive an extension of the patent; and, in order that his client might 
not be deprived of the benefit of this doctrine, if the Office shonld upon 
consideration regard it tenable, it was decided to advertise the applica- 
tion in the usual way, and reserve the question as to its sufficiency for 
adjudication on the day of hearing. 

In taking testimony Mrs. Beadle has sought to show by her witnesses 
that neither Payne, nor Payne and Wilson jointly, made the invention, 
but that it originated solely with Wilson. 

Payne and the representative of Wilson's estate have now appar- 
ently compromised their differences, and Payne withdraws his oppo. 
sition, and ratifies the act of Mrs. Beadle in making application for the 
extension, his petition and statement of account being received only 
seven days before the expiration of the term of the patent. 
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Qaestion arises, first, ss to whether Payne can be admitted at this 
late day as a party to the application ; and, secondly, what effect should 
be given to the dedaiation of sole invention made by him in his protest, 
and to the testimony given npon this point by the witnesses examined 
in behalf of Mrs. Beadle. 

As regards the first question, the cases of Henini VoetUnr^ B. H. Qar* 
rifuet^ and WiXliam Oagej 0. D. 1870, pp. 84, 88, and 100, appear to be 
in point In the present case, as in those cited, while there isan in- 
formality in the mode of making the application, yet it appears that the 
parties with whom the invention originated are at last fiiUy represented 
in the petition ; the petition was originsilly filed within the limits pre- 
scribed by law ; and the world has received due notice of the pendency 
of the application. It is believed, therefore, that the case may properly 
be entertained and acted npon the same as if Payne had signed the 
petition before it was filed in the Office. 

This view renders it unnecessary to decide what would be the rights 
of one joint inventor where the co-patentee persistently refuses to join 
him in an application for extension. 

As regards the second of the above questions, it seems only necessary 
to remark that the evidence would not be sufficient to invalidate the 
patent in court Payne's statement is made under the excitement of a 
quarrel, and is not upon oath. It would be inequitable to treat it as 
destroying the presumption in his favor, created by the oath of invention 
which accompanied the original application. The testimony of Mrs. 
Beadle's witnesses also falls very £eu: short of establishing sole invention 
in Wilson. In the main it is hearsay testimony and relates to conversa- 
tions with Wilson, in which, it is alleged, Wilson always characterized 
the invention as his own, and only spoke of Payne as an ingenious me- 
chanic whom he was going to interest in the manufacture. But these 
conversations were prior to the granting of the patent, and are in no 
wise inconsistent with the theory that even if the leading thought 
was the offspring of Wilson's mind, yet Payne may have suggested val- 
uable and important modifications which folly entitled him to the re- 
lations of co-inventor, which he subsequently claimed and which was 
freely accorded to him by Wilson. I see no reason, therefore, to doubt 
the validity of the patent upon this ground. 

The invention is reported by tiie examiner to have been novel at the 
time the patent was granted ; its value is sufficiently established 3 and 
it is proved that, without fault or neglect, the patentees have failed to 
receive a reasonable remuneration. 

The patent accordingly will be extended. 
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THOMAS LEE. 
Extension, 

APPLICATION FOB EXTENSION OF LETTEBS PATENT FOB FIBE-ARMS 

QBANTED TO THOMAS LEE, APBIL 27, 1858. 

(Decided April 24, 1872.) 
Proof of ascertained value of an invention — Practice under rule 72. 

The reqairemeut of the etatnte that an applioaat for an extenrion shall fhrniah a slate- 
ment in writing, under oath, of the Moertaiiied value of hie Invention, calls for a rec- 
ord of facte and not of opinions. The theoretical yalae of the Inrention cannot be 
accepted as the ascertained valne ; and the general statement that the invention is 
" yalnable and important," unaccompanied with the data npon which such a Judg- 
ment rests, is not a compliance with the law. 

If a patentee parts with an interest in a proposed extension without an adequate eon- 
sideration, it behooves the Office to inquire diligently in respect of the remaining in- 
terest, whether it be held by such tenure as will give the inventor an opportunity of 
reaping the remuneration contemplated by law. 

An applicant for an extension will be held to a strict compliance with the provisions of 
rule 72 if there is any reason to suppose that he has parted with his interest in the 
extension sought. 

Duncan, Acting Commissioner: 

Among the varioos conditions imposed by the statute upon an appli- 
cant for the extension of a patent is the reqairement that he farnish ^<a 
written statement, under oath, of the ascertained valae of the invention." 

The only light thrown npon the valae of the invention in the present 
case is a single paragraph in the patentee's statement of account, and 
the general declarations of the witnesses whose afSdavits have been filed. 
The paragraph referred to is as follows : 

Said improvement is useful, valuable, and important t>o the public, as will be abundantly 
shown by the testimony. It is believed by your applicant that he can manufi&ctare 
and sell fifty thousand rifles with his improvement attached, and that each one so made 
is worth at least fifteen dollars. 

The various witnesses testify to nothing more definite than that the 
invention is ^< valuable and important," or, in different phraseology, ^^ use- 
fhl and valuable to the public." They furnish no data whatever as the 
basis of this judgment^ and, consequently, the Commissioner is left 
without the means by which to decide whether it is in any sense reliable. 
It is plain from an examination of the affidavits that these vague dec- 
larations are made upon a simple inspection of the patent itself, or per- 
haps of a single rifle made in accordance with the specification, and, for 
aught that appears to the contrary, they might, with the same propriety, 
have been made immediately upon the issue of the patent as after the 
lapse of fourteen years. In other words, the witnesses do not profess to 
give a judgment based upon their experience with the arm by way of 
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actual tests, bat only to express opinions based upon a priori reasoning. 
They are dealing with the theoretical valae of the invention, and not 
with its ascertained value. I cannot think that in this there is a com- 
pliance with the positive requirement of the statute above referred to. 
This requirement of the law plainly calls for a record of facts, and not 
of mere opinions. If the latter is to be substituted for the former, the 
least that can be asked is that the witnesses shall give the reason for 
the faith that is in them. 

A further objection to the grant of this petition arises from the fact 
that the patentee has filed no statement as required by rule 72, setting 
forth the nature and extent of his interest in the extension sought. The 
assignment record in the Office shows that a half interest in the exten- 
sion has already been assigned. Whether or not the remaining half is 
the subject of some unrecorded agreement, under which the patentee 
would be bound to execute a conveyance if the extension should be 
granted, and perhaps for some merely nominal consideration, is a matter 
upon which no information is furnished, although positively required by 
the rule. 

It is true that, as this is a mere rule of the Office and not a require- 
ment of the statute, it might be waived in any case where there was no 
special reason to. suppose that the patentee may have^ parted with his 
interest in the extension. But in the present case it appears that a 
large interest in the extension has already, at a very recent date, been 
assigned, and for a merely nominal consideration. The statement of 
recdpts gives no account of any moneys actually realized from this 
source. There is no statement furnished, as required by the rule, of 
any prospective receipts, and the consideration recited in the deed is 
one dollar. If a patentee thus parts with a moiety of a proposed exten- 
sion, apparently without benefit to himself, it behooves the Office to 
inquire diligently in respect to the remaining moiety, whether it is 
held by such tenure as will secure to the inventor a reasonable oppor- 
tunity of realizing from his invention that remuneration which the law 
contemplates, but which he has failed to receive during the original 
term of the patent. 

This, then, is eminently a case in which the requirement of rule 72 
ought not to be waived; and as the statement therein called for has 
not been filed, the omission constitutes an additional objection to the 
grant of the extension sought. 

The extension is refused. 
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W. A. KIBB Y TB. SAMUEL JOHNSTON. 

Intefferenee. 

IFPXAL FROM THE BOARD OF BXAIIINXBS-IN-OHIBF IN THB XATTER 
OF THB APPLIOAnON FOB LBTTBB8-PATBNT OF W. ▲• KIBBT AHl^ 
8AMUBL JOHNSTON FOB OOMBINBD BAKE AND BEBL FOB HABYB8T- 

(Decided April 26, 1872.) 
PHoritif of iHveiUion a$ deiermined fty ike diUgmiee of ihepartim. 

When the invention related to hftrTesten, and the aggregate meehaniem inyolyed in 
it was of a complex character, and the Inventor made experiments in each of Ibnr 
sncoessive years in order to perfeet it, and then, witiioat delay, lUed an api^ieatlon 
to a patent: HM, that in view of the shertaess of the season duing whioh iavea* 
tions of this elass ean he praetically tesled, the time elapsed hetoe the fOing of the 
application did not indicate a lack of diligenoe, either as to the entire improvement 
or ss to some particular feature that may have heen fiilly rednced to praotiee in tho 
flnt experiment* 

Where an inventor nses due diligence in perfeeting an invention and iUing his appli- 
cation, ho is entitied, in a contest of priority, to go haok to tho time whca ho lln^ 
had it emhodied in practical foim. 

Where an alleged inventor, without reasonahle excuse, conceals his discovery ftom the 
public eye, and for a period' of three years does nothing toward perfiDoting and 
adapting it, and meanwhile another originates the same invention and perfMs it by 
a series of practically continuous experiments, and pzmnptiy files his i^pUentlsn for 
a patsnt: ifeld, that the first party has been guilty of such nfogligenoe that lie can- 
not be permitted to avail himself of his earlier experiment to the prfjudioo of the 
independent, subsequent inventor. 

DuNOAN, Acting Otnnmimoner : 

The inventipn in controversy relates to an automatic combined rake 
and reel for harvesters; aud it consists in mounting the revolving and 
alternately rising and Calling arms npon joomalSy so that, at the pleasure 
of the operator, the teeth may hang vertically or be turned np into a 
horizontal position. When vertical they constitute a rake, which, in 
its revolution, sweeps the grain firom the platform. When thrown inta 
a horizontal position only the back of the arm is presented to the 
standing grain, and this acts upon the grain as a reel-beater. 

The contest is as to priority of invention of the journal and the socket 
by means of which this change from rake to beater, by the partial rota- 
tion of the arm upon its axis, is effected. 

Eirby began his experiments in 1865. It is proved by his own testi- 
mony and that of Osborne that in that year he had a machine con- 
structed in which the rake and reel-anns rotated upon journals, their 
operation in this regard being substantially the same as in the model 
now filed in the Patent OBLee in connection with the pending applica- 
tion. This machine was tried in the monfli of August in a field of oats 
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belonging to Osbomey and it is said to have worked '< niody.'^ The in- 
ventory however, fonnd that parts were defloient in strength, and that 
some changes of oonstmotion were needed in order << to make it operate 
more perfectly in oontroUing and changing the rakes to iMaters, and 
vice verga.^ Accordingly he made other machines in each of the foUow- 
ing years, introdncing certain new changes into each sncoessive madiine ; 
and it was not antil 1868 that he appears to have brought it into satis- 
factory form. His application was filed April 21, 1868. 

In considering whether Eirby is chargeable with any lack of diligence 
in filing his application, it is to be borne in mind that the feature in con- 
troversy is only one out of the several that oonstitate the aggregate in- 
vention of Kirby, apon which the application of 1868, as first filed, was 
based. In view of the complicated character of the mechanism, and the 
brief portion of the year during which it is possible to .experiment in 
the field with machines of this kind ; and, ftarther, that during each of 
the years that intervened between his first experiments and the pro* 
doction of the completed machine, Eirby was continuing his experi- 
ments and making modifications of the original mach&e, I cannot see 
that there is ground for charging him with any lack of diligence in re- 
ducing the invention to practice, and certainly none in filing his appli- 
cation after he regarded the invention as complete. 

In behalf of Johnston it appears that in 1863 he constructed an experi- 
mental rake, which he says was substantially the same as the model 
smce llled in the Patent Office. In this he is corroborated by the 
pattern-maker and the machinist who built the rake under his directions. 
This rake he placed upon a Ball machine in the month of October, and 
in the harvest of 1864 he tried it in a field of timothy, cutting with it 
about half an acre. As to its practical working we have Johnston's 
testimony alone, which is to the effect that it worked ^< to the satisfiM- 
tion " of himself and bis assistant, Parker. 

After the trial the rake was taken off and stored '< for safe-keeping " 
Id the basement of Mr. Howard's office, a gentiemen with whom at that 
time Johnston had some arrangement relative to his various inventions* 
A few months later Johnston left Howard's employment, and after that 
time he appears to have seen his rake but twice. On making inquiry 
for it at Howard's place in 1868 he discovered that it had disappeared. 
The model, since deposited in the Patent Office, he testifies was made 
in 1867 ; but his application was not received until February 5, 1869, 
nearly ten months subsequent to Kirby's application. The rake built 
by him in 1863, and tried in the following year, is the only one that he 
ever made. 

Upon this state of facts who is to be regarded as the prior inventor f ' 

By way of answer tq this question it may be said, first, that Eirby^ 
having followed up his suggestions with due diligence, is entitied, in 
fixing the date of the invention in dispute, to go back to the time when 
he first had it embodied in practical form. This was in the machine 
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built by him in 1865. The identical machine, to be sme, is not directly 
in evidence ; bnt castings are produced which were made from the same 
patterns as those used in the constmotion of that machine. The proof 
is dear that in that year he had given embodiment to the idea of rota- 
ting the arms npon their axis, in order to enable them to perform, at the 
will of the operator, the double f auction of rake and reel ; and his sub- 
sequent diligence in perfecting the minor detailsof his aggregate mechan- 
ism fairly entitles him to refer to that year as the date of the inven- 
tion of this particular feature. 

Johnston, on the other hand, has preserved no draft nor fragment 
of the only machine he professes to have made, and after the time when 
the alleged trial of that machine took place he did nothing further to- 
ward developing or perfecting the invention for the space of three years. 
Then he simply constructed a rude model, and the making of this is 
succeeded by another period of delay of nearly a year and a hal£ Dur- 
ing these delays another independent inventor reduces the invention to 
practice, and proceeds with due diligence to give the knowledge of it 
to the public through the medium of the Patent Office. 

Johnston undertakes to explain and excuse his delay by calling atten- 
tion to the fMt that during that period he was forced to depend for his 
support upon his own labor, and that the salary received from his em- 
ployers was small— evidently intending the inference to be drawn that 
he was pecuniarily unable to take early action in the premises. In his 
testimony, however, reference is made to transactions with certain other 
parties known in connection with harvester inventions as men of capi- 
tal and business sagacity. An examination of the assignment records 
of the Patent Office shows more fully the character of these transac- 
tions, and from this source it appears that in 1865 he gave to a well- 
known manufacturer fhll control over the management of this and other 
inventions and of any patent that might be issued upon them ; and 
other transactions with Hubbard and with* other parties, in that and the 
following year, indicate clearly enough that it could have been no lack 
of opportunity that deterred him from making an earlier application. 

The delay must have been either because the invention was not re- 
garded as reduced to practice or because of inexcusable negligence. 
Certain it is that after his first experiment he failed to use ^^ reasonable 
diligence in perfecting and adapting " the invention ; and because of 
this negligence, and the fact that the machine first made was laid aside, 
and at last disappeared so that all traces of it are lost, he cannot now 
be permitted to avail himself of that earlier experiment, to the pr^u- 
dice of a subsequent diligent inventor. The doctrine laid down in Monce 
vs. Adamsj Pat. 0£P. Gaz., vol. 1, No. 1, which holds an inventor to as strict 
accountability, within the measure of his means, for diligence in giving 
the knowledge of an invention to the public after he has perfected it as 
in reducing it to practice after its original conception, applies with equal 
if not greater force in the present case. 
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In Oayler vs. Wilder^ 10 Howard, 477', the Supreme Court say that by 
the prior knowledge and use which would defeat the right of a sub* 
fleqnent original inventor to a patent, thelegidature meant ^'knowledge 
and use eidsting in a manner accessible to the public ;" and upon this 
ground refused to set aside the ruling of the court below, which virtu- 
ally sustained the Fitzgerald patent notwithstanding the fact that a safe 
alleged to be like that covered by the patent had been actually made and 
used by Conner several years before the invention of Fitzgerald. The 
fact that the safe was not so used as to give the public a knowledge of 
the mode of its construction, and that at last it passed into other hands 
and was lost to view, left the public, according to the course of reason- 
ing adopted by the court, in the same situation as if the improvement 
had never been discovered ; so that, in carrying out the real intent of 
the law, protection would justly belong to such other person as at that 
time should come forward, and by an effort of his own genius confer 
upon the community the benefit of the invention, 

This decision proceeded upon the supposition that Conner's discovery 
bad been finally forgotten or abandoned without any knowledge of it 
passing to the public In the present case it can hardly be supposed 
that Johnston had wholly forgotten about his alleged invention of 1863; 
bat his negligence seems to have been such as, under the precedents 
established in the cases otManee vs. Adams, above referred to, and Orag 
▼8. SaUf C. D., 1871, p. 129, to charge him with forfeiture, even though 
there may have been no definite intention on his part *to abandon the 
invention* It is true that this case differs from that acy udicated in Ooffler 
TB. Wilder in the circumstance that here the invention was taken up 
after a lapse of years by the same party who originally discovered it. 
This, however, must be looked upon as an immaterial fact when viewed 
in the light of the further circumstance that meanwhile this inventor 
had shown himself guilty of such negligent postponement of his claims as 
would entitle another independent inventor to come in and secure a 
patent. The main essential teyat is, that while this alleged inventor was 
oonoealing his discovery from the public eye, and for a period of years 
was doing nothing toward developing and perfecting it, another person, 
proceeding by an entirely independent course, originates the same inven- 
tion, perfects it by a series of practically-continuous experiments, and 
proceeds without delay to make the knowledge of it public through the 
medium of an application filed in the Patent Office. It is believed that 
this fhndamental fact brings' the case fully within the spirit of the de- 
cision in Oayler vs. Wilder ; and accordingly priority of invention is 
awarded to Eirby. 
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P. Y. MATHEW& 
JSxtemUm. 

AniAOATLOV FOB THB BXTBNSIOK OF LBTTBB8 FATBNT FOB A MODS 
OF PBOTBOTINO OILbiNO ON OLASS, OBANTBD TO F. T. MATHBWS 
APBIL 27, 1858. 

(Dedded April 23, 1872.) 
A^certaiMd value of on invention. 

The Baked allegatioii of an applicant for tha aztenakm of a patent, that tbe invention 
ia ''cKoaadini^ QMAdy" when ha haa tha imtana of flniiilahiiic data by whiob tilie 
Offioa can iim a Jadgmont aa to tha oomotnaaa of hia aT«raMat| hat withholda tha 
samo, is not a eomplianoe with tha reqniremont of tha law eaUlng for a " written 
itatement under oath of the aacertained value of the indention." 

DtmcAN, Acting drnmiseianer : 

In this case the patentee has filed no testimony in support of the 
yarioos allegations contained in his petition and in his <' statement of 
aooonnt.^ f tern the latter we learn that he has sold territorial and shop 
rights under his patent to the amount of nineteen hundred and sixty 
dollars ; but he brings forward none of the yarions assignees and licen- 
sees to enlighten the Office as to the practical working of the inyention. 
It would haye been an easy matter to do this, and in tliis way we might 
kaye learned the <' ascertained yalue" of the inyention. As it is, the 
Office is furnished with no information upon this point beyond the naked 
allegation of the patentee that the inyention is " exceedingly usefiil.'' 

This is not a compliance with the requirement of the law that the 
applicant must Ibmish <<a written statement under oath of the ascertained 
yalue of the inyention ; " or, if it be a technical compliance with it, it 
liuls inasmuch as there is a withholding of data in the possession of the 
applicant by which the Office might form a judgment as to the conect- 
nesB of his ayerment regarding the importance of the inyention. This 
is regarded as a fifttal defect in the presentation of the case, and the 
extension is accordingly refdsed. 
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W. S. OOTTRELL.— Ex paetb. 

APPLICATION FOB LETTBBS PATENT FOB ZINC-BOABD— APPEAL FBOK 

THE EZABONEBS-IN-CHIEF. 

(Decided April 29, 1872.) 
New articles of manufixcture as created by the iubstitution of material. 

Where, by the sabstitation of tar-bowrd or paste-board for wood, in combination with a 
zino eoTering, for the protection of floors and other SQifsces from the ii^oiioDS effsoli 
of ladiated heat, a eonyenient article of eommeroe was produced that sapplied « 
lecognijsed want in the community, while the wood and the zinc, on account of tfao 
greater thickness necessarily required in the wood to prcTcnt it from warping, had 
neyer been combined except by the user : HeM, that this was not a mere substitution 
of material, but was the creation of a new article of manufacture, for which a patent 
should be allowed. 

Duncan, Acting Commissioner > 

Applicant's alleged invention consists in covering tar-board or paper- 
board with zinc, and thus forming a convenient article of manofiiotare 
to be pnt npon flie market and nsed to protect floors, carpets, and other 
sarfiAces about a stove from tbe ii\jarions efTects of tbe radiated heat. 

The application is rejected npon reference to the well-known fact, 
adverted to in the spedflcation, that wood with a zinc covering has been 
Qsed for a similar purpose, and it is held in the majority opinion of the 
Ezaminers-in-Ohief that this fact constitutes the use of the tar-board a 
mere substitution of material. 

Applicant, on the other hand, insists that wood and zinc as thus used 
had never before been combined except by the consumer ; that* the 
thickness of wood required to prevent warping was necessarily so great 
that these two materials could not weU be combined to form an artide 
of mannfiEMSture to be put upon the market for sale in its completed 
form ; that he is the first to make a ^^ zinc-board," which, as an attractive 
article of merchandise, supplies a recognized want in the community, 
and that he has been enabled to do this by substituting for the wood 
previously nsed a substance which, while equally non-conducting, can 
be used in thin sheets without warping. He thus professes to have pro. 
daced a new article of manufacture, and upon this theory he urges that 
he is entitled to a patent. 

. I think .that this view of the case is the correct one. He has not simply 
suggested to the consumer a substitute for the wood previously used ; 
he has created a new vendible article which answers a public want. 

The decision of the Examiners-in-Ghief is overruled. 
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LEWIS MILLEB. 
Hxtmuion. 

m THE MATTER OF THE APPLICATION FOR THE EXTENSION OF THE 
REISSUES OF LEWIS MILLER'S HARVESTER PATENTS OF MAT 4, 185S. 

(Decided April 30, 1872.) 

The novelty of the intention at Ihe time of ike grant — The mode of eeUmat- 

ing profits for ike '* statement of account.^ 

A ilnger-lieam wldoh Iblds over to m horiiontil potitimi uid lies flat upon the main 
tnmtf so as to throw its weight when folded npon both wheels of the cniriage nnd 
require no locking dsTioe to hold it in position when moTing from place to plaoe, 
i$ not amUoipakd by a finger-beam which is made to stand in a nesrly ▼erttoal 
podtion, requiring a locking doTice to hold it in position when moTing to and from 
its work, and which throws the greater portion of the weight of the beam on one 
wheeL 

Such an improvement may inyolye bnt little change in ibnn ; bnt a change In fi>rm and 
proportions, if a new and usefhl result be secured, may be patentable, depending, of 
course, upon whether such changes call for inrentiTe genius or merely mechanical 
skilL 

A flesible brace having one end attached to the coupling-arm, in front of the carriage- 
axle and near the hinge of the flnger-beam, the other end being hinged to the main 
frame in the rear of the axle, i$ not omHdifakd by a stiff braoe, difEarently sitoatod, 
inflexible, and not connected with any coupling-arm, hinged or otherwise. 

A lever and cord having been used to raise the end of a coupling-arm to elcTate the 
flnger-beam over an obstruction, a claim should not have been allowed fat the use of 
the lever and cord as an adjunct in the operation of folding the flnger-beam. The 
purpose of a party in raising the beam has no bearing upon the question. 

The substitution for one lever of another having a different but not novel construc- 
tion, the purpose, mode of operation, and result remaining unchanged by the trans- 
fer, is not patentable. 

A dslm to a locking device attached to a lever, in gofMnaiUm with a coupling-arm and 
flnger-beam, can hardly be considered legitimate, as the locking device had previ- 
ously been used fi>r the same purpose, and its operation is not aflbcted by the peen- 
liarities of construction or working of the coupling-arm or |inger-beam. 

A claim to placing the ** lead- wheel'' in the front part of the inner 'shoe i$ not met by 
the citation of a "lead- wheel" attached to the conpling-arm n^r its lower hinge^ 
leaving a space between it and the shoe. 

Where a patentee has granted permission to others to make his patented devioe for 
a specified royalty, and where any considerable number have been thus manufiM:- 
tnred, such royalty becomes the fisirest and simplest measure of profits ; M where n 
patentee has made a close monopoly of his patent, the Oflice will demand a statement 
from him of his profits as a manufacturer. 

Where a patentee has sold four-fifths of his patent and only returned the profits on the 
remainiog fifth : Heldf that he may, as the testimony indicates, have received larger 
returns from the fifth which remained to him, after sacrificing four-fifths to obtain 
means to test and develop his invention, than he would probably have obtained by 
retaining the whole in his own hands. In such a case the statement of his profits, 
based on the proceeds of the fifth, is the only Jnst one that can be adopted. 
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liBGOETTy Cammigrianer : 

The three original patents which form the basis of these applications 
were for the separate parts of a harvesting-machine, familiarly known 
in the market as the ^* Buckeye" machine. No. 20|180 relates to the 
mode of connecting the cutting-apparatns to the main-frame. Ko. 20|181 
relates to the shoes which form the groand support of the finger-bar. 
No. 20,182 relates to the mode of supporting and driving the reeL 

Patent No. 20,182 never went into general use, and is treated by the 
applicant in his statement as of no value. The same is true of re- 
issues Nos. 769 and 770— two of the seven divisions of original patent 
!No. 20,180. Hence, extension on these is refused without further con- 
sideration. 

The original patent, No. 20,180, was reissued July 18, 1859, in seven 
divisions. The claims of five of these divisions, remaining for consider- 
ation, are as follows : 

No. 764. — ^I claim hineing the finger-beam to the main frame, so that it can be folded 
up thereon, sobstantial^ as hexein described. 

No. 7Gb, — I claim hinging the conpling-ann to the frame at one side of the main axle, 
and supporting it by a brace hinged to toe frame on the opposite side of the axle, in 
BQcb manner as to obtain, among other things, a wide basis for bracing on a short frame, 
without interfering with the fouling np the finger-beam against or upon the frame to 
render the machine more portable, snbstantiaUy as described. 

No. 706.-1 claim the combination of the crank and the bearing for its joomal, the 
cutter, the coupling-arm, and the hinge of its inner end, with a hanger, which is made 
the common support for the hinge oi the coupling-arm and the Journal of the crank, 
arranged and operating substantially as herein set forth. 

No. 767. — I claim the metiiod of foldinff the finger-beam upon the frame by the aid of 
the coupling-arm, with a lifting lever and cord, or the equivalent thereof, substantiaUy 
as herein set forth. 

No. 768.— I daim, 1. The combination of a knuckle with the Joint which connects the 
finger-beam and coupJing-arm, and the lever for raising the finger-beam oif the ground, 
the several parts being constructed and arranged as set forth. 2. The combination of 
a lever arranged to turn on a pivot, and to vibrate laterally, with notches and a catch 
to support the lever at any required elevation, together with the coupling-arm and 
finger-beam suspended to it, substantially as herein set forth. 

The original patent, No. 20,181, was also reissued in two divisions on 
the same day as the above. The following are the claims of these re- 
issues: 

No. 777. — ^I claim the combination of the inner shoe with the leading wheel, arranged 
substantiaUy as herein set forth. 

No. 77S.— I claim th» combination, with the shoe of an adjustable sole, of the pecu- 
liar double runner-form herein described, whereby the sole can be acfjusted directly 
to the heel of the shoe, without i^e intervention of a link-rod and Joint, as herein set 
forth. 

The extension of these patents is vigorously opposed. The grounds 
of opposition are substantially— 

1. Want of novelty. 

2. The patentee has already been sniBciently remunerated. 

3. That the extension would be injurious to the public. 

It is thonght by remonstrants that the claim in No. 764 is anticipated 
by the patent granted to Aultman & Miller, June 17, 1856. Aultman & 
Millei's invention provided for raising the finger-beam until it inclined 
over the main frame of the machine, and left it standing at an angle of 
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about fortj-flT« degrees. This was a rear-cat maebine, and while the 
flager-beam might be oaoied in this positioii| though less seeuely, yet 
opoa MUleFs ftont-eat maehiae it would be impraotieable» as it would 
be directly in the flMse of the drirer. Miller made such changes in the 
fbrm of the iMraoes, the coupling-rod, and the hinge, as to permit the 
finger-beam to fold over to a horisontal position upon the main £rame« 

It is true it only required a little change in form, an enlargement of 
some parts and a diminution of others, to couTert Aultman & Miller's 
device into tiiat of Miller's ; but eyen a change in form and proportions, 
if a* new and usefkil result is secured, may be patentable— depending, of 
course, upon whether such changes oedled for inventiye genius or merely 
mechanical skilL 

The Aultman & Miller patent left the finger-beam standing so nearly 
on one end as to require a locking-device to hold it in position when 
being moved from place to place. The Miller improvement removed 
the necessity of sach device, and thereby saved time, trouble, and ex- 
pense in its construction and use. The Aultman & Miller patent threw 
the whole weight of the finger-beam upon one wheel of the carriage 
making it liable to turn over on uneven ground. Miller's threw the 
weight of the finger-beam equally upon the two wheels, thereby obvia- 
ting such danger. The Aultman & Miller device left the end of the 
finger-bar standing so high as to come in contact with the limbs of trees 
when being taken through orchards and groves. Miller romoved this 
objection by laying it flat upon the main firame of the machine. 

While the invention was not great or radical, yet the value and nov- 
eliy of the results attained wero sufficient, I think, to justify the grant- 
ing of the patent. 

In Ko. 765 the invention consists in a strong yet flexible brace, having 
one end attached to the coupling-arm in firont of the carriage-axle, as 
near to the hinge of the finger-beam as possible, and the other hinged 
to the main frame in the rear of the axle, thereby securing a wide basis 
of support on a short frame, and yet not interfering with the operations 
of the folding-device described in No. 764. 

The amount of invention in this case, as in the preceding, is small, yet, 
however small, it does not seem to have been anticipated, and secures an 
important result. 0. B. Brown's patent of July 11, 1864, shows a stiff brace, 
but differently situated, and inflexible. The Brown machine had no coup- 
ling-arm, consequently no hinge; hence the brace was the ordinary brace 
in common use everywhero for analogous purposes. But Miller has 
made a flexible brace, or has taken the ordinary stiff brace and adapted 
it so as to attach one end to a fixed portion of the main frame and the 
other end to a moving coupling-arm, and ^^et retain all its qualities as a 
brace. 

In No. 766 the essence of the claim is for a hanger, made to serve as 
a common support for the hinge of the coupling-arm and for the journal 
of the crank-shaft. No such hanger is shown to ever have been made 
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before. The Sylla & Adams patent of September 29, 1853, is referred 
to, however, as showing that the coupling-arm had previously been at- 
tached to the under side of a cross-beam having the crank-shaft attached 
to the upper side. This reference, I think, would not be deemed suffl- 
cient to reject Miller, if this was an original application. 

In Ko. 767 the claim is very narrow, limited to the '^ method " of using 
a lever to aid in folding the finger-beam upon the frame as described in 
1^0. 764. The finger-beam is folded in the following manner : The outer 
end is raised by hand until it falls over against the frame ; 'then it is 
raised by a lever attached by a cord to the coupling-arm until by its own 
gravity it falls upon the fr^me. This is all that is claimed for the lever 
and cord. In practice, it is doubtful whether the lever is often used for 
tbts purpose ; for when the man has hold of the finger-beam to turn it 
over against the main frame he would probably rather raise it by hand 
until it falls upon it than to go to the lever for that purpose. At most 
he only raises the end of the coupling-arm with the lever exactly as be 
would to pass over an obstruction. This use of the lever and ocurd was 
old, and is found in the patent of Willard & Boss, of November 3, 1857. 
It is true Willard & Boss did not raise the end of the coupling-arm for 
the purpose of folding the finger-beam ; but, if they raised it with the 
lever and cord exactly as Miller raises it, I apprehend that the purpose 
they had in view in thus raising it would have but little to do in deter- 
mining the question of patentability^ This patent, I think, should never 
have been granted. 

Ko. 768 has two claims. The gist of the first is a knuckle-joint at the 
junction of the finger-beam and the coupling-arm, in consequence of 
which the driver is enabled to raise the outer end of the fingw-beam 
over an obstruction by means of the lever and cord. This claim is dearly 
anticipated by the patent of Willard & Boss, already referred to. The 
only difference is, that Willard & Boss have an acyusting-screw, by 
means of which the extent of motion in the joint may be regulated. 
Miller's claim is also in almost the exact language of Willard & Boss's. 
The latter claim reads as follows : 

No. 1,776. — Claim 1. The combination of a knuckle, or the eqaivalent thereof, with 
the joint which counecta the finger-beam and conpling^^rm for raising the hinged iiu- 
ger-beam of a mowing-machine off of the groand to pass obstructions. 

The second claim in No. 768 is in substance for the combination of a 
particular kind of lever with the coupling-arm and finger-beam. The 
lever differs from Willard & Boss's by having attached to it a segment 
with a notched side, and a catch upon the frame, so as to support the 
lever at any required elevation. The exact equivalent of this lever is 
found in the patent of 6. G. Dolph, of September 8, 1857, and also in 
that of Jonathan Haines, September 4, 1855. The substitution for one 
lever, of another having a different but not novel construction, the pur- 
pose, mode of operation, and result remaining unchanged by the trans- 
fer, certainly cannot be patentable. 

The real essence of this claim is simply the locking device attached 
7 p 
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to the lever. This device is confessedly old. It is common in a tiioa- 
sand analogoas nses. To apply it here required no invention, for its 
equivalent had been previouidy used by Dolph and by Jonathan Haines 
for identically the same purposes. Claiming it in combination with the 
coupling-arm and finger-beam does not help the matter, for the opera- 
tion of the locking device is not in the least affected by either ; and it 
is doubtful whether this is a legitimate combination in any patentable 

SOUBC 

As the validity of this patent is now being tested in the courts, I 
have tried to find good excuse for extending it, and leave the question 
as to whether it was properly granted for the court to decide ; ,but I am 
not at liberty to ignore the law that makes it my duty to examine this 
question. If I could entertain even a doubt upon the subject, the 
applicant should have the benefit of that doubt. 

No. 777 is for placing the lead-wheel in the front part of the inner 
shoe. Bemonstrants rely upon the patent of Willard & Boss to answer 
this claim. In the Willard &. Boss machine the lead-wheel is attached 
to the coupling-arm near its lower hinge, leaving a space between it and 
the shoe. When at work the inner shoe runs upon the mown grass, and 
has a tendency to accumulate the hay upon and in front of it. This 
tendency is not overcome by the Willard & Boss lead- wheel, and it does 
not appear that such was its design. Miller uses the wheel expressly 
for that purpose, and puts it in the toe of the shoe— the only place it can 
successfully accomplish its design. 

The novelty of Uie device claimed in No. 778 is not questioned, and 
therefore need not be considered. 

The inventions represented by these several patents, when considered 
separately, are apparently of little importance ; yet these little matters 
were all necessary to make the Buckeye machine so eminently success- 
ful. 

In a practical and successfal harvester and mower there will be found 
a large number of little and apparently unimportant parts, each of 
which, however, like the wheels and pinions in a time-piece, must per- 
form perfectly its functions, or the whole organization proves defective. 
It is not for one part to say to another, however small it may be, ^^ I 
have no need of thee.'^ 

The question has also been raised and elaborately discussed as to 
whether the applicant has properly stated his accounts with these pat- 
ents. It seems that Mr. Miller bad four partners, and as soon as he 
obtained his patents they became firm property ; hence he regards his 
interest in them as only one-fifth of the whole. The same company owned 
the SjUa & Adams patent, and also the Aultman & Miller patent, both 
of which are absorbed in the Buckeye machine. In estimating the rela- 
tive value of these several inventions according to the importance of 
each in the construction of the machine, Mr. Miller has credited the 
profits in the proportion of four-twelfths to Sylla & Adams, five-twelfths 
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to Aultmaa & Miller, and three-twelfths or one-fourth to the several 
patents involved in this application. The amount which he charges to 
himself is one-fifth of this one-fourth, or one-twentieth of the wh(de. 
While this proportioning of the profits is sharply criticised by the arga- 
ments of counsel, yet no one has attempted to give any better one. 

Another subject of dispute is the basis upon which the profits have 
been estimated. As soon as the patents were obtained, other parties 
were allowed to manufacture the Buckeye machineSi using all the pat- 
ents involved in it by paying a royalty of ten dollars each on the large 
machines and seven dollars and fifty cents each on the small. Under 
this arrangement outside parties have made 16,298 large machines. 
The two firms, 0. Aultman & Co., and Aultman & Miller, have made 
50,132 large machines and 24,609 small. Miller is interested in these 
two firms, owning one-fifth interest in each. 

In his statement he has estimated his profits upon the basis of the 
royalty charged to outside parties — ^that is, ten dollars each for the 
large and seven dollars and fifty cents each for the small machines, 
whether made by the firms with which he was associated or by others. 

The remonstrants object to this statement, and daim that it should, 
in addition, show his profits as a manufacturer. It has been uniformly 
held by the Office that where a patentee has made a close monopoly of 
his patent he should show his profits as a manufacturer when making 
application for extension. The reason, probably, for this practice has 
been the absence of any other basis for estimating profits in such cases. 
It is always the most uncertain and unsatisfactory basis from which to 
determine the exact or even approximate profits arising from a patent. 
It is impossible in such cases to determine how much the profit is due 
to the patent, and how much to the locality, the capital, the business 
tact, talent, and energy of the manufacturer. Where, however, the 
patentee has granted* permission to others, to make his patented device 
for a specified royalty, and where any considerable number has been 
thus manufeustured, such royalty becomes the fairest and simplest meas- 
ure of profits. 

Again, it is claimed that Miller should have charged himself with the 
proceeds of the four-fifths of the patents disposed of to his partners. 
When he obtained these patents he was entirely without capital and 
without any means to test and develop his inventions, and the testimony 
leaves but little doubt that the one-fifth has given him larger returns 
under the arrangement made than the whole would have done if retained 
in his own hands. Under these circumstances I am inclined to the 
opinion that the basis of his statement is the only just one that could 
have been adopted. 

Has his remuneration been suflicient, and would the extension of 
these patents be prejudicial to the public! The question of sufiiciency 
of remuneration in contested extension cases is always a difficult one to 
answer satisfactorily. Mr. Miller has proven that tbe Buckeye machine, 
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the perfection of which woald be greatly lessened if stripped of these 
inyentions, is of very great valne to the public — far beyond any amount 
that he has received. The great popularity of the machine is admitted. 
To what extent the machine is indebted to these inventions for that 
popularity it is diiBcult to state. 

It has not been made to appear wherein an extension of siich of these 
patents as were properly granted would be prejudicial to the pnblic- 
It is true, in a general sense, that monopolies are restrictive upon trade, 
and tend to increase prices. It is doubtful whether this is so generally 
true, however, in regard to the manufacture of mowers and reapers. The 
entire sale of this class of machinery is confined to about two months 
in the year; hence, to manufacture enough to supply the demand re- 
quires the investment of an amount of capital that probably could not 
be commanded, except for the incidental protection given by patents. 
The number of competing machines in the market is such that exor- 
bitant prices cannot be demanded. 

Nos. 764, 766, and 766, reissues of the original patent No. 20,180, and 
Nos. 777 and 778, reissues of the original patent No. 20,181, are ex- 
tended. Extension of the others is refused. 



B. A. CHESEBEOUGH VS. C. TOPPAN. 

Interference, 

iPPEAL FROM THE BOARD OF RXAHINBRS-IN-CHIEF IN THE MATTER 
OF THE IKTERFSRENGE BETWEEN THE APPLICATIONS OF ROBERT 
A. CHESEBEOUGH AND THAT OF CHARLES TOPPAN FOR DIPROVE- 
MENT IN MANUFACTURE OF OILS, ETC., FROM PETROLEUM. 

(Decided May 7, 1872.) 

Where one party to an interferen<ie in bis testimony in cliief bas confined hinuelf to 
the statement of facts as occnrring at a specific time in operations oondaoted in the 
presence of both parties, sapiMMing, in good faith, that the facts eUoited as oconrcing 
at this time would govern the decision as to priority : it is in the discretion of the 
Commissioner to allow farther evidence to be adduced when the other party brings 
in facts of previons occnrrence, in a case where the interference was instituted 
before the date of the rule requiring preliminary statements. 

The fEMst that a party made but a smiJl quantity of an article may be fairly aooounted 
for by a showing that there was no demand for it. The discovery by a second party 
of a new use for the article does not afi;*ect the prior right of the previous inventor. 

Leooett, Commissioner: 

The subject of coDtrovcrsy in this case is a peculiar substance ob- 
tained by filtering through bone-black or its equivalent, at a high tern- 
I)erature, vacuum -oil, or the residuum of the vacuum-still, resulting f^om 
the distillation of crude petroleum. Toppau claims the process and the 
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article produced. Chesebrongh claims only the article produced. Ghese- 
broagb names the article *^ Yaseline." 

Chesebrongh is extensively engaged in New York in refining petro* 
lenm, and in mannfiEUstnring numerons articles derived from that oil. 
Toppan is engaged with a company largely interested in leather mann- 
factoring iir Boston. The chief nse of this vaseline is as a stufBing in 
the manufacture of leather, though it is also used to a small extent as 
a toilet article. The facts developed in the testimony are substantially 
these: In the summer of 1868, Toppan went to a chemist with some 
vacuum-oil, or, as it is sometimes called by the- witnesses, ^^ black oil," 
and desired to know whether the color and odor could not be removed 
without changing its qualities as a stuflBng in the manufacture of leather. 
He was advised by the chemist to try filtering it through bone-black, 
and to construct a filter from a stove-pipe or barrel. He made some 
experiments, but evidently with unsatisfactory results. The color was 
somewhat improved — enough so to encourage a hope that more could be 
done with more perfect facilities for filtering. There is room here for 
serious doubt as to whether Toppan used hone-black at all in this experi- 
ment. I am inclined to the belief that he used bone-dust instead — i. e., 
that he used powdered natural bone instead of powdered calcined bone. 
This belief is strengthened by the uncertainty in his own testimony on 
this point, and still further by the fact that in his patent he speaks of 
bone-dust as a filtering medium, but says nothing of bone-black. But^ 
admitting that he used bone-black in his experiments, it is not pre- 
tended that the result was satisfiactory. Under advice of his chemist 
he went to New York in the spring of 1869 and consulted with Mr. 
Chesebrongh on the subject, and was at once informed that there was 
no difficulty whatever in taking the color and odor frt>m the black-oil, 
and was shown the machineiy and the process for doing it He then 
had Mr. Chesebrongh refine several gallons for him, and shortly after- 
ward several barrels. 

Toppan's whole case rests upon his claim that Chesebrongh made this 
vaseline under his (Toppan's) directions, and that he really reduced the 
invention to practice by the hands and machinery of Mr. Chesebrongh. 
Mr. Chesebrough being informed by Mr. Toppan that such was his 
claim, and that he made no pretensions to an earlier date for his inven- 
tion, confined his testimony in chief to showing that Toppan gave no 
directions whatever as to the process of manufacturing, and that he 
expressed surprise that it could be so successfully done. When Toppan 
took his testimony, however, lie went back to his experiments with the 
stove-pipe filter in the summer of 18G8, and connects that with his trip 
to !New York in such manner as to establish the fact that Chesebrough's 
efforts at that time were only the closing of his (Toppan's) experiments. 

When Chesebrough took his rebutting testimony he called two of his 
employes and proved that he made the same article in the same way 
from residuum or vacuum oil as early as 18G7. This testimony is so 
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]>08itive as ivally to leave uo donbt of tbe &ct The only qiiestion is, 
Hhonlil the testimony be reoeivedt 

This interferenoe was instituted before the date of the rale requiring 
]>reltniinHry statemets. Chesebroagh was led by Toppao to belieye that 
tbe whole case depended upon who was entitled to the credit of the 
result of the filtering done in 1860 ; but when Toppan went back of that 
date, Ohesebrongh, under the circumstances, clearly had a right to do 
tbe same. 

It is true that Ghcsebrough made but very small quantities of this 
oil before 1860, simply because there was' no demand for it He seems 
to have had no knowledge of the fact that it could be used in large 
quantities in the manu&ctnre of leather. Toppan, so far as the evi- 
dence shows, was the first to discover such use for tbe oil, but not the 
first to discover or make the oil itself. 

The decision of the Board of Appeals is reversed and priority awarded 
to Ghesebrough. 



L. L. DUIf LAP vs. J. MINETRBE. 

Interference. 

APPEAL FROM THE BOABD OF EXAMINERSIN-GHIEF IN THE MATTER OF 
THE INTEEFERENGE BETWEEN THE APPLICATIONS OF L. L. DUNLAP 
AND OF JAMES MINETREE, ASSIGNOR, ETC., FOR A PATENT FOB AN 
INDIA-RUBBER NUT. 

(Decided May 9, 1872.) 

A rubber jain-uut made with an orifice smaller ILan the screw to >vhicli it is to be at- 
tached, and intended to be expanded npon a tube and slipped thcrofi*om into position 
on the screw, which it embraces by its retractile force, is not met by reference to a nut 
haying an orifice large enough to allon it to be screwed on to the screw. 

Tbe public use of a perfected invention for eleven years before apxilying for a patent 
constitutes an abandonment of the invention to the public. 

Legoett, Cmnmimaner: 

The article in controversy is intended for a jam -nut, and is so de- 
scribed by both parties. While the nat in each case is made of rubber, and 
each intended to accomplish the same result, yet there is a very impor- 
tant difterence in the modes of constructing and applying the nuts, in 
consequence of which the end' attained in one is far superior to that iu 
the other. 

Dnnlap takes rubber of the proi)er form and makes a hole through of 
sufficient size to enable him to screw it upon the bolt where it is to be 
applied. A rubber nut thus applied could have but slight effect as a 
jamnut. Minetree cuts the hole iu'the nut considerably smaller than 
the bolt — too small to be screwed upon it. It is then placed upon the 
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small end of a conical tabCi the other end being large enough to receive 
the end of the bolt The nut in then forced over the large end of the 
tabe against the iron nut, when its retractile force draws it firmly into 
the threads of the screw. Had Minetree confined his claim to his par- 
ticular mode of constructing and applying the rubber nut there would 
have been no interference between the two applications ; but both par- 
ties have claimed, broadly, the rubber nut— hence the interference. 

Dunlap shows in his statement and his testimony that he has used the 
rubber nut, as he constructs it, in his mill and upon carriages, ever 
since 1860, and has all the time been satisfied with the results. He 
made the nuts from old car-springs. He presents as exhibits different 
specimens, made at different time between 1860 and the time of filing 
them. All are crude and imperfect, and, except for the testimony show- 
ing that they have produced satisfactory results, I should unhesitatingly 
say that in Dunlap's hands the invention was still in a state of crude 
exx>erimentation. At any rate, the testimony is clear that he had brought 
the invention to the same state of perfection in 1860 that he has now, 
and his proof is that he has had it in successful use ever since. 

Minetree does not pretend to have invented the rubber nut until Jan- 
nary, 1871. 

Upon the broad claim to a rubber nut, x)riority of invention must be 
awarded to Dunlap ; but, at the same time, I fully concur with the ma- 
jority of the Board of Api)eals in the opinion that eleven years of public 
use of the inventioa before applying for a patent must be regarded as 
abandoning the invention to the public. 

In further considering Dunlap's application the examiner will take 
notice of the statement and testimony in this case. Minetree should be 
allowed to amend so as to claim only his mode of constructing and ap- 
plying the nuts, and, if not met by other references, to take his patent. 



JOHN C. BIRDSELL. 
Uxtemion. 

IN THE 3IATTE11 OP THE APPLICATION OF JOHN C. BIRDSELL FOE AN EX- 
TENSION OF HIS PATENT GRANTED MAY 18, 1858, AND REISSUED 
APRIL 8, 1862, FOR IMPROVEMENT IN MACHINE FOR THRASHING, HUL- 
LING, AND CLEANING CLOVER-SEED. 

(Decided May 10, 1872.) 
Want of originality — Tnsvfficiency of " statement of account.^ 

Leggett, Coinmissioner : 

The patent under consideration embraces three claims : The first is 
for a combination of the thrashing and hulling cylinders. The seconr^ 
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is for a combination, with these cylinders, of the bolting or screening 
and conveying apparatus. The third is for a combination of the thrash- 
ing and hulling cylinders with the screening and fanning appaiatn& 

The extension is strenuonsly opposed by manufactures adyersely in- 
terestedy and the testimony taken makes over fiye hundred pages of 
printed matter, besides the briefs and arguments of counseL It is not, 
of course, expected that all this testimony will be read. The most that 
I have found it possible to do, has been to examine such portions of the 
testimony as have been specially referred to in the arguments of counsel. 

The points relied upon by the remonstrants are substantially — 

1. That the patentee was anticipated in the invention ; and 

2. That he has been guilty of fraud in the statement of his account. 
The chief reliance of the opposition to establish the first point seems 

to be the machine patented by Henty Hizer, June 14, 1845. There is no 
satisfactory proof that Hizer's machine was ever made difierently from 
the model and drawing in the Office, upon which his patent was ob- 
tained. It only requires an inspection of these to show that bis machine 
as patented never had, and was never intended to have, a thrashing- 
cylinder. The Hizer machine was designed to take the clover-heads 
after they had been separated from the straw and hull them. It was a 
huUer, and not a thrasher and huller. The cylinder relied upon in 
this contest as the thrashing or separating cylinder was intended and 
described simply as a feeding-rake, and, as constructed, was not capable 
of being used as a thrasher. There is, however, considerable testimony 
tending to prove that, as actually constructed, it had a thrashing-cyl- 
inder *y but the testimony on that point is contradicted. Olover-heads 
embrace so much chaff that a casual observer might very easily mis- 
take them, when in balk, for clover in the straw. I find no satisfactory 
proof that Hizer's machine was ever made or used with a thrashing- 
cylinder, and in this respect it differed radically from BirdselFs machine. 
Another machine referred to as anticipating applicant's invention is one 
made by William £owe, of West Virginia. This, however, needs but 
little consideration, as it is very donbtfal whether it ever worked suc- 
cessfully, and, even if it did, it was constructed upon a plan differing 
radically from applicant's. The same may be said of the Hatheway 
machined, about which soine testimony has been taken. 

There probably was never a valuable patent issued where somethiu<^ 
resembling the invention could not be found, either in fact or iu the im- 
agination of witnesses, to be tramped up whenever the validity of the 
patent was called in question. When a successful machine has been 
invented and put into use, it is not difficult for a witness's imagination 
to supply the defects of souie old machine that he has seen years before, 
and establish identity, often to the fall satisfaction of his own judgment. 
The mind is apt to confuse subsequent information with prior recollec- 
tion. This tendency is, I think, the explanation of the contradictory 
testimony in this case. 
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The effort to oonyictthe applieant of flraad in his stfttement of aoooimt 
lias not aeriondy aflBBcted the statemeht. Very fbw patentees hdep their 
accounts in such manner as to easily and certainly make a statement of 
the exact income derived from their patents. This is espeoially true 
where the patentee mannfactnies nnder his patent. Very few state- 
ments thns made, however honest the patentee may be^ are fortunate 
enough to escape the criticism of persons adversely interested. 

The effort of the applicant to prevent the exposure of his account- 
books to the inspection of his opponents is seized upon to establish the 
charge of fraudulent attempt to deceive the Oommissioner. His reluct- 
ance in producing his books is easily explained without supposing that 
it was for the purpose of aiding deception. Very few Arms are willing 
to open their books, expose prices, names of correspondents, localities 
of trade, &c., to their competitors in business ; and to insist upon such 
exposure, except where fraud is patent, is a species of intrusive impu- 
dence that meets but little favor in the courts, and should have less in 
the Patent Office. The books, however, have all been produced at the 
hearing, but nothing has been shown by them to disprove the substan- 
tial correctness of the applicant's statement. 

The extension will be granted. 



GEORGE W. MOESE. 
ExtenHon. 

IN THE HATTER OF THE APPLICATION OF GEOBOB W. MOBSE FOB 
THE EXTENSION OF HIS PATENT, NO. ^,214, OBANTED MAT 11^ 
1858^ FOB AN IMPBOVEMENT IN CABTB]I>aB-CASE& 

(Decided May 11, 1872.) 

Laxity or dUUoyaliy of an applicant during ihe late war as affecting the 
queatifm of want of due diligence in producing an invention — Want of 
diligence — Novelty. 

It ia ft settled rule that loyalty or disloyalty during the late war does not affect the 
status of an applicant in the Patent Offlcei except as it may pertain to the matter of 
'* due diligence/' The Office can make no discrimination between parties in the 
Union and confederate services, respectively. 

As between two cartridge-eases— both of which are gas-tight) oentral-flre, capable of 
being recharged and recapped, aad made of substantially the same parts— it does not 
constitute a patentable difference to place on the outside of the shell the sliding cup 
which was formerly on the inside of the s*hel]. 

Lbgoett, Commissioner: 

The invention described iu this patent is a cartridge-case, having a 
tige within, so arranged as to present a central point to act as an anvil 
on which to explode the fulminate, an annnlar shoulder to abnt against 
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the gan, and an expansible cartridge-closer arranged so as to slide lon- 
gitadinally within the cartridge-shelL The object of the invention was 
to seonre a gas-tight, central-flre cartridge. 
The extension is opposed on two grounds : 

1. That it was not new when patented. 

2. That the applicant has not ased dne diligence to introduce his in- 
vention into pnblic nse. 

The applicant is accased of abandoning his invention at the beginning 
of the late war, and of going into the service of the leaders of the rebel- 
lion. It is proven that jost before the Government troops took ikmsscs- 
sion of Alexandria, in the spring of 1861, the applicant left his family 
in Washington and went to Bichmond ; remained in Bichmond nnti^ 
after the battle of Manassas Gap ; then went to Nashville, Tennessee, 
in charge of machinery for malting his cartridges, which machinery had 
been stolen by the rebels from the Government works at Harper's Ferry. 

At Nashville, by the influence of General Polk, he secured an appoint- 
ment in a rebel armory that was being established by the governor of 
Tennessee. The capture of Fort Donelson and Nashville by the national 
forces prevented the accomplishment of this design, and he was forced 
back with the machinery first to Chattanooga, and later to Atlanta, and 
then to Greenville, South Carolina. At the latter place he entered into 
contract with the governor of South Carolina to manufacture arms, and 
actually made arms for a company of rebel soldiers, as he declares, for 
State use, to keep the peace, which probably then meant to enforce the 
Confederate conscript laws. 

The applicant shows that at the breaking out of the war he owned, 
in Louisiana, property said to be worth $150,000 or more; that this 
comprised about all the property he owned anywhere; and he swears 
that his only reason for going south was to save this property from con- 
fiscation. 

It has often been decided by the Commissioner that the question of 
loyalty or disloyalty during the late war could have no possible eflfect 
upon the status of an applicant in the Patent OfSce, except so far as it 
might pertain to the matter of ^^ dne diligence." The law requires that 
an applicant for the extension of a patent shall show that he has used 
due diligence during its original term in his efforts to introduce his in- 
vention into public use and to get therefrom full consideration for the 
time, ingenuity, and money expended in developing the same. If, during 
the time that he should have been thus engaged he chose to abandon 
his^ business and enter the rebel service, and spend four years of the 
lifetime of his patent in efforts to. destroy his Government, the Office 
has in several such cases held that there had been such lack of << due 
diligence " as to demand a refusal of extension ; that is, the Office has 
accepted proof of service in the Union Army as a proper excuse for 
abandoning a patent during such time, while it has regarded such serv- 
ice in the rebel army as a culpable neglect of business. This is as far 
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as any Commissioner has taken the qnestion of loyalty to the Ooveni- 
ment into consideration in any decision* 

There can be no doubt bnt if Morse had remained at the North doringr 
the war and applied himself to the mannfiMtnre of his cartridge he could 
have made a large profit ; but, as a business transaction, was he bound 
to do so f His property was all in the South. The confederate govern- 
ment had already taken steps to confiscate the southern projierty of 
northern residents. No one could see the end from the beginning of 
that struggle. It is true, as a loyal citizen he was bound to stand by 
his government though it resulted in the sacrifice of his whote estate ; 
but as a matter of business merely, was he bound to abandon a property 
worth $150,000 to look after the uncertain proceeds of his patent f It is 
true, he did not go to his property in Louisiana for several years after 
leaving Washington ; but going to his property was not the way to pro- 
tect it. This protection was made more secure by connecting himself 
in some way with the Confederate service. He swears that he was a 
Union man ; that he was always opposed to secession ; aqd that he did 
no more than he thought absolutely necessary to save his property from 
confiscation and destruction^ and there is no proof that contradicts his 
own statement. The law x>ermits applicants for patents and extensions 
to come before the Patent Office without regard to nationality. An 
Englishman or Frenchman has the same rights here that are awarded 
to American citizens, and that, too, without inquiring whether, during 
our late war, they were engaged in furnishing rebels with arms, ammu- 
nition, or other supplies. Being thus liberal with foreigners, we are 
estopped from being very illiberal with the would-be foreigners of the 
late war. 

I find nothing in the testimony to warrant a conclusion that the ap- 
plicant has been guilty of any wjint of diligence in the use of his patent 
by reason of his joining the rebel service. Whether his diligence before 
and since the war have been such as to demand the favor of the Office 
is not so clear. He was offered unusual facilities by the Government to 
experiment, perfect, and introduce his cartridge into use, yet there is no 
evidence that it has ever been adopted by any one; and of the millions 
of metallic cartridges now and heretofore in public use and on sale, prob« 
ably not one was made on the plan or under the patent of the applicant. 

On the question of novel t}", the testimony and records are not favor- 
able to the applicant. At most his cartridge, as claimed, seems to be 
a mere modification of what previously existed — modified, too, only in 
unessential particulars. The attempt to establish the fact that the 
applicant was the first inventor of the features which have rendered 
metallic cartridges so valuable and popular, I must consider a failure. 
His own witnesses seem to base their estimate of the value of his inven- 
tion entirely upon the supposition that he wa^s the first to embody in a 
cartridge the two elements of being gas-tight and central-fire. This the 
Office records and the testimony on file clearly show was not the case 
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Metallic shells for cartridges, drawn from single pieces of copper, 
with shoalder flanges, and having recesses in the center, of the head for 
the reception of the folminatey were made, as shown by the French 
patent of Gozdat, as early as 1826. All that was reqnired to make 
Cozelat's invention identical with the cartridge now so extensively used 
was to insert a cap in the recess so as to form a gas-check. And even 
this, it appears, was done by Gkivalot in 1856. In 1837 Andent made a 
similar cartridge, having an anvil and fulminate located within the 
shell, to be flred by a blow upon the rear outer end of the head. Le- 
fanchenx took out two patents in 1847, and another in 1848, all of which 
were similarly constructed. The same features are also shown in the 
patent of Honiller, of 1846, one fonn of which also shows an expand- 
ing closer or cup to act as a gas-check, it being modified in other 
respects to adapt it to gnns of different construction. Not only have 
these two- features been long known and described in foreign patents, 
but they are also clearly shown in the American patent of Smith & 
Wesson, of August 8, 1854. 

When the original application in this case was under examination the 
applicant was referred to the patent of Ghaudun, of 1843, which contains 
all the essential features of applicant's cartridge now under considera- 
tion. It has a shell with an anvil secured within and a loose head or 
end cup shoved over the rear end of the shell as a closer, with a firing- 
pin attadied to the head of this closer arranged to strike a cap secured 
on the stationary anvil within the shell so as to effect central-fire, the 
head or closer being removable so that it can be recapped and used 
again. The differraice between this and applicant's cartridge is that ia 
one the sliding cup is on the inside of the shell, and in the other on the 
outside ; but, in effect, they are the substantial equivalents of each 
other. Between these two cartridges there certainly can be no patent- 
able difference. Both are gas-tight, both central-fire, and both can be 
recharged and recapped, and both are made substantially of the same 
parts and in substantially the same manner. Even if there was a dif- 
ference the applicant has failed to show by his own statement, or by the 
testimony of any witness, that such difference has any appreciable 
value, for 'in the proof of the ascertained value of his invention the 
witnesses have all embraced in their estimates what was invented by 
Chaudin, in 1843, while their estimates of value should have been con- 
fined exclusively to what was new in applicant's device, if there was any 
novelty in it 

The extension must be refused. 
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W. T. MUNGEB vs. J. R CONNELL. 

APPEAL FROM THE EXAMIKEBSIN-CHIEF— INVENTION, IMPBOVEMENT 

IN DOOB-BBLLS. 

(Decided May 14, 1872,) 
Diligence in reducing an invention to practice. 

An inventor is not required, in order to preeer^e bis rights^ to devote *ll hli energiee 
to the development of his invention to the exclusion of all other matters. The law 
only demands of him reasonable diligence. 

AVhere an inventor, who bad embodied bis invention in a model which he deemed too 
rude in workmanship to be sent to the Patent-Office, delayed his application for the 
twofold purpose of completing a better model and of hearing fiom a pending appli- 
cation upon a kindred invention, and at the end of two months and a half was pros- 
trated by disease, and during his illness another originated the same invention and 
obtained a patent : Heldf that the ftrst party was not fairly chargeable with lack of 
reasonable diligence in perfecting and adapting his invention. 

Duncan, Acthig Commissiovier : 

Munger made the invention in controversy in Jannary, 1871, and 
iiled an application for a patent May 11. The patent issued to bis as- 
signees June 20. Samples of the improved bell were sent out by Mnn- 
ger's assignees early in February, and in the latter part of that month 
they w^re engaged in the manufacture and were filling orders. 

Gonuell proves by various witnesses that, in the month of November, 
1870, he had in his possession a working bell which he alleges to have 
been the counterpart of that upon which his application was filed June 
20, 1871. This averment as to dates, and us to the substantial identity 
of the two models, is in a general way sustained by the witnesses ; and 
one of them, Cushman, is so explicit in his testimony, having more than 
once examined all the deUiils of the mechanism in the original bell, as 
to leave no room for doubt that ConnelPs invention was reduced to 
practice in November, 18G5. 

The excuse offered for his delay in coming to the Patent Office, du- 
ring which a subsequent inventor obtained a patent, is as follows : He 
says, in substance, that the first delay occurred because he regarded the 
bell first made as too rude in its workmanship to be sent to the Office as a 
model, and he wanted to make a model fit for this purpose. That he fully 
intended to take out a patent, ai^i^ears from the testimony of his attor- 
ney, who states that he brought the bell to his office in the latter part of 
the year 1870 — ^probably in November — and that he then ssud that as soon 
as the patent he had then applied for was allowed he should apply for a 
patent on the new invention. The pending application was on a bell of 
different construction, and the patent on it did not issue until after the 
month of January next ensuing. Meanwhile, viz., about the middle of 
January, Gonnell was taken sick with a Inng-fever. When he recovered 



110 DECISIONS OF COMMISSIONEB OF PATENTS FOB 1872. 

from this be set at work apoa a second bell, wbich be finished in the 
latter part of April or the first of May. This bell is produced in evi- 
dence, and it appears that the parts of the old bell were not put^at of 
the waj' until after he commenced work on the second one. The second, 
when completed, althoagh fully embodying the features in controversy, 
he regarded as too rude to be sent to the Patent Office, and accordingly 
he employed a skilled mechanic to construct the model which was for- 
warded with his application in the latter part of June. 

From this brief statement of the facts in the case it appears that the 
delay between the completion of the invention and the time when Con- 
hell was taken sick was for a twofold reason : first, he wished to make a 
better-finishedmodel; secondly, he desired, and naturally enough, to wait 
until he should learn the result of the application previously filed in the 
Office, and then pending. In this I do not see that he is to be charged 
with lack of diligence ; and certainly from the time when he was pros- 
trated by disease he cannot be held guilty of any neglect. 

An inventor is not required, in order to preserve his rights, to devote 
all his energies to the development of his invention to the exclusion of 
all other matters. The law only demands of him reasonable diligence ; 
and in view of the fact that Gonnell was not aware that he had a com- 
l)etitor in the field, and .for other reasons, above indicated, I am led to 
the conclusion that he is fairly entitled to be regarded as having used 
reasonable diligence in perfecting and adapting the invention, which 
certainly he was the first to conceive. This constitutes him the first in- 
ventor. 

The decision of the Examiners-in-Chief is affirmed. 



J. T. PAGE vs. 8. BOWERS. 

APPEAL FROM THE EXAMINEBS-IN-CHIEF— INVENTION : niPROVEMENT 

IN BROILERS. 

(Decision rendered May 15, 1872.) 
Uxjyerimmital use — Prior public use — License, 

There may be a use of an invention, provided it be experimental, for more than two 
years prior to iiling an application upon it, without working a forfeiture of the in- 
ventor's right to a patent; and such use may be by others than the inventor, with 
his consent. 

Where the inventor of an improved broiler gave the first one made by him to his daugh- 
ter, who used it for some time in the family : Heldy that this was not such a use an 
would bar the right to obtains patent upon an application filed more than two 
years thereafter. 

Before the statutory bar of two years' public use or sale of an invention can be made 
to operate against an applicant, the Commissioner must be satisfied beyond a rea- 
sonable doubt that use or sale has taken place; and all doubts in the premises KhoaK: 
be resolved in favor of the applicant. 
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Where an agent for the sale of territorial rights was instrncted by the patentee to ex- 
hibit a certain modified form of the invention as covered by the patent, but it was 
not shown that there was any actual compliance with snch instruction : Heldf that 
this was not a public use of the invention. 

Where an inventor, finding his improvement in use by another party, asserted his 
elaim to be regarded the first inventor of it, but assured the other that he should not, 
for certain stated reasons, interfere with his use of it: HM, that this was not a dedi* 
cation of the invention, and that, at most, such other party could only claim a li- 
cense. 

Delay, no matter how long continued, cannot impair an inventor's right to a patent, 
unless by reason of it another inventor becomes the first to give the improvement tv> 
the world. 

The mere fact of a patent granted more than two years prior to a conflicting applica- 
tion is not fatal to the latter. 

Duncan, Acting Commissioner : 

Page comes before the Office at this time as an applicant, his appli- 
cation having been filed Aagast 8, 1870 } Bowers is a patentee under 
date of Jul^ 21, 1868. Neither the latter, however, nor his assignee, 
The American Broiler Company, makes any attempt to carry the date 
of his invention back to the time when it is proved to have been fally 
rednced to practice by Page; nor is there any testimony filed to rebut 
certain averments of Page and his witnesses, which, standing uncon- 
tradicted, warrant the belief that Bowers is not, so far as concerns 
the special feature in controversy, an original inventor at all, but that 
he derived this element of the invention directly from Page. 

It is unnecessary to review the testimony upon f his point, since this 
conclusion is substantially admitted by the counsel for the American 
Broiler Company. It is, however, contended by him that Page, although 
the first inventor, has forfeited his right to a patent — first, by reason of 
a public use, with his knowledge and consent, more than two years be- 
fore the date of his application ; secondly, by reason of certain alleged 
positive declarations made to the president and one of the stockholders 
of the American Broiler Company ; and thirdly, perhaps, by reason of 
his negligence in applying for a patent after the invention was per- 
fected. 

1. The alleged public use which is set up as a bar to the grant of a 
patent to Page consists, in part, in the fact that late in the year 1866 or 
early in 1867, he made a broiler embodying the particular device in con- 
troversy and gave it to his daughter, Mrs. Fairwell, vfho testifies that 
she used it some time, and that then it was niisi)laced or lost by the 
children. From the fact that this broiler, as stated by Page's son, did 
not fit his father's stove, a No. 8, that it did fit Mrs. Fairwell's stove, a 
No. 7, and that she expressly says that her father told her that he would 
make one for her stove, it must be admitted that the broiler in question 
was actually made for Mrs. Fairwell, and not for Page's personal use. 
But it by no means follows that this is to be regarded as anything more 
than an experiment. It appears to have been the first broiler that Page 
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made embodying the special improvement of the concave flange for car- 
rying the drip down into the pot-hole of the stove, which is the element 
in dispute; and it is as reasonable to snppose that the nse made of this 
by the daaghter, even thoagh she lived apart from her father, was just 
as purely experimental, and was designed to be such, as if he himself 
had put it to trial in his own house. One fact is clear, being stated by 
Page while under oath, and confirmed by the testimony of his quondam 
partner, Shnltz, that he never sold one of the flanged broilers ; and as 
to this particular one given to his daughter, there is no evidence that 
when in use it was seen by any other persons than those so related to 
the inventor, that the use might in fact be regarded as a private one 
But even if it were otherwise, and other persons saw it while in Mrs. 
FairwelPs possession, yet if it was put into her hands for an experi- 
mental nse — ^which becomes a very natural supposition in view of the 
twofold fact that she was the inventor's daughter, and that this was the 
first specimen produced — the use which she made of it cannot be re- 
garded as barring his right to a patent. In Wyeth vs. Stonej 1 Story, 
273, Judge Story says : 

If the machine was merely used by the inventor in trying experiments, or if he 
allowed only temporary use thereof by a few persons, as an act of personal accom- 
modation or neighborly kindness, for a short and limited period, that would not take 
away his right to a patent. 

In Pitts vs. Hallj 2 Blatch., 229, Judge Nelson seems to interpret sec- 
tion 7 of the act of 1839 in such a way as would make it necessary that 
a use of the invention which, because occurring more than two years 
prior to the filing of the application, would destroy the right to a pat- 
ent, should be in some way for the purpose of deriving profit there- 
from, and not simply with view to further improvements or the discov- 
ery and elimination of defects. He adds as to the case before him, iu 
which forfeiture was charged by reason of alleged public use more than 
two years prior to the application : 

The evidence, therefore, should be quite clear that the use was not l»y way of ex- 
periment, or for the purpose of p(*rtcctinj^ the machine, in order to justify the conclu- 
sion that the patentee had forfeited his right to the improvement. 

In Winam xs. Netv York and Harlem Railroad^ Law^s Dig,. 600, § 29, 
Judge Kelson again says : 

If the use be experimental, to ascertain the value, or the utility, or the success of 
the thing invented, by putting it into practice by trial, such use will not deprive the 
patentee of his right to the product of his genius. 

These and other authorities that might be cited establish the doctrine 
that there may be a use of an invention, provided it be experimental, 
more than two years prior to the filing of an application — and this, too, 
by others than the inventor — without working a forfeiture of one's right 
to a patent I think that the present case falls w^ithin such a category ; 
and that Page's right to a patent is not impaired by the fact that two 
years and a half before he brought his application to the Patent Office 
he gave the first broiler of the improved construction which he made to 
his daughter to use. 
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Bat, again, it is urged that there iras a constructive public use of the 
invention involved in certain transactions connected with an agenqr 
which Bowers held from Page and Shultz for the sale of territorial 
rights under a patent granted to Page^rebmary 26, 1867. The broiler 
covered by this patent differed from the one which forms the subject of 
the pending application only in the particular that instead of a flange 
attached to the rim for carrying the drip down into the fire, the bottom 
of the rim was turned up so as to form a groove, in which the juices of 
the meat would be caught. Shultz had become the owner of a moiety 
in this patent, and early in 1808 the joint owners secured the services of 
Bowers for the sale of territory under the patent. In sending him out 
they provided him with several' sample broilers with the groove and 
with one or two having the flange, their idea being at the time that the 
patent was sufficiently broad to cover both forms of construction. Bow- 
ers continued in the employment of Page and Shultz only two or three 
months ; at that time a partitibn of the territory jointly covered by them 
was made, and Bowers entered the employment of Shultz alone. He 
continued nominally in his employment until the fall of that same year. 
Whether during the time that he was acting as agent for Page and 
Shultz, or in fact at any later day, he attempted to make sales under 
the Page patent by representing that the patent gave the right to make 
the flanged as well as the grooved broiler, nowhere directly appears : at 
best tills is only a matter of inference from the fact that the patentee enter- 
tained this view of the patent, and expected his agent to adopt this view 
in his business operations. We do find, however, that shortly after the 
agency began, viz., in the following May, Bowers was himself an appli- 
cant before the Office for a patent showing this very invention in con- 
nection with certain other improvements upon Page's patented broiler ; 
and that in the fall of the year his employer, Shultz, when making a set- 
tlement with him, charged him with dishonorable conduct in having 
stolen Page's invention, obtained a patent upon it under pretense of 
being himself the inventor of it, and in having sold the invention thus 
patented in the territory embraced within his agency to his (Shult'z) in- 
jury. In the absence, then, of any direct proof to the contrary, it is 
more than probable that Bowers never exhibited the flanged broiler iu 
connection with his endeavors to dispose of rights under the Page pat- 
ent, but that, when he did exhibit it, it was independently of any in- 
structions received from his employers, and under representations that 
it was his own invention ; and for any such public use or sale of the in- 
vention Page manifestly cannot be held responsible, unless it occurred 
more than two years prior to his application. But, in the first place, it 
is only a matter of inference, at best, that any actual public use or sale 
of the flanged broiler was made by Bowers, or by persons authorized by 
him ; and if there was such use and sale, it is not shown to have taken 
place two years before the 8th day of August, 1870, the time when 
Image's pending application was received in the Office. The sale of 
8 C P 
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Bowere's patent to the American Broiler Gompany, aocording to the rec- 
ords of the Patent Office, was not made until the 18th day of Ans^t, 
1868, and it seems to have been to this transaction alone, as supplemen- 
tal to Bowiors's act of incorporating this feature in l)is patent, that Shultz 
referred, in the fall of 1868, when he charged him with dishonorable 
conduct. 

I cannot satisfy myself that either in the use of the invention by Mrs. 
Fairwell in 1867, or in the warrant given to Bowers to exhibit it in 1868, 
or in any actual exhibition or sale of it made by him, there was a pub- 
lic use of the invention which can be brought up to bar the right of 
Page to obtain a patent Before the statutory bar of two years' public 
use or sale of an invention can be made to operate against an applicant, 
the Commissioner must be satisfied beyond a reasonable doubt that 
such use or sale has taken place, and all doabts in the premises should 
be resolved in favor of the applicant. 

2. It is charged that Page has abandoned his invention ; and in proof 
of this the president of the American Broiler Company and one of the 
stockholders testify to a conversation with Page in their store in the fall 
of 1868, in which Page is alleged to have said, in substance, that while 
he claimed that his own patent covered the Bowers's broiler, yet he had 
no objection to the latter being sold and introduced by the company, as 
every one that was sold would advertise and help to sell his ; and that 
he should never make any trouble or interfere with the company's sel- 
ling. 

Giving the largest effect to this conversation, it is difficult to see how 

it can be construed to operate as an abandonment of the invention. On 
the other hand, the most obvious interpretation of it is that Page, by 
this general reassertlon of his rights in the premises, did not intend to 
abandon them entirely. There may have been, and not unlikely was, 
such a surrender of his exclusive rights as would operate as a license to 
the company ; but in the reported conversations there is no indication 
that he had an intention of surrendering the invention absolutely. 

In Pitts vs. Hall, where it was shown that Carey, the inventor, had on 
several occasions expressed a determination not to take out a patent, 
but to let the public have the invention, the conrt held that there must 
be something more than mere words to fasten on Carey the intention 
which, in judgment of law, would work an abandonment of the inven- 
tion ; but added that a person acting on those declarations, who had 
constructed a machine and put it in operation, would not be liable to the 
patentee or to any one holding under him for an infringement, since 
the patentee, having, by his declaration, led such person to believe that 
he had a right to construct and put in operation the machine without 
exposing himself to responsibility, would be estopped from afterward 
denying the license thus given. 

The principle involved in an estoppel thus created the court charac- 
terized as ^^ a different principle and founded on a different considera- 
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tioQ from the one that gives to the declarations of Oarey the effect of a 
dedication of the improvement to the benefit of the public" By parity 
of reasoning, the most that the American Broiler Company can claim, 
npon the strength of the declarations made to its officers by Page in 
1868, is that they hold a license under the patent since granted. (See 
also case of MeClurg vs. Kingdamdy 1 How., 208.) 

3. Bnt it is said that if these declarations of Page do not in them- 
selves constitute an abandonment, yet his long delay to file an applica- 
tion after the completion of the invention, continued, too, for so long a 
time after he had personal knowledge that the utensil was being manu- 
factured and had gone into pnblic use, does constitute abandonment. 

It must be borne in mind, however, that neither is the alleged public 
use shown to have existed two years prior to the application, nor has 
there been an independent discovery of the invention made by any other 
party. A public use for more than two years before the application 
would be a bar. So, also if during Page's delay'another had originated 
the invention and given it to the world, Page would be held under the 
doctrine laid down in Mimce vs. JLdanM, Pat 0£ Oaz., 1872, No. 1, to have 
forfeited his right. But such is not the &ct Page is the only real in- 
ventor who has yet come forward. It is to his inventive genius that the 
world is indebted for the knowledge of this useful improvement in ^n impor- 
tant culinary utensil. He had a right to permit its public use for two years 
before applying for a patent Independently of this right, also, he had 
the right to delay indefinitely after the completion of his invention ; but 
this latter right he could oaly exercise under the constant danger that 
another independent inventor might, during such delay and before the 
knowledge of the invention had passed to the public, enter upon and 
occupy the field. But this casualty did not occur in tl^e present case. 
Page, therefore, cannot be prejudiced by his delay prior to the time 
when the pnblic use of his invention began, for it is a well-established 
doctrine that delay, no matter how long continued, cannot impair an in- 
ventor's right to a patent unless, by reason of it, another inventor be- 
comes the first to give the improvement to the world, {Monoe vs. Adams ;) 
and, as before stated, he cannot be prejudiced by the public use, with 
his knowledge and consent, for less than two years. 

4. The suggestion of counsel, that the granting of the Bowers patent 
on the 21st day of July, 1868, constitutes a constructive public use of 
the invention, so that no patent on the improvements therein shown can 
issue to another on an application filed more than two years subsequently 
to such date, may be dismissed with the remark that not only does there 
seem no warrant in law for such a theory, but it is contrary to the uni- 
form practice of the Office in the matter of interferences. Bule 63 of 
the Bevised Bules of Practice, jas adopted in 1869, provides that — 




affidavit seUing forth the date and history of his inyeution. 
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This rule distinctly leoognized what had prsTioody been, and what 
still oontinaes to be, a principle in the practice of the Office in the de- 
termination of interferences, viz., that the mere fact of a patent granted 
more than two years prior to a conflicting application is not fatal to the 
latter. 

This disposes of the varions questions involved in this case. The 
decision of the Examiners-in-Ohief, so far as it holds, that the invention 
was in public nse more than two years prior to Page's application, or 
that it has been abandoned, is reversed, and Page is adjudged entitled 
to a patent 



HORACE WOODMAX. 
Uxtensian. 

jIPPLIOATION FOB EXTENSION OF LETTBBS PATENT FOB POWEB AND 
HAND DBILL, OBANTED TO HOBAGE WOODMAN MAT 25, 1858. 

(Decided May 24, 1872.) 

Mode of estimating the value of an invention — Remai/idtr of interest of an 

inventor in an extended term. 

The posaession by the inrentor of a half interest in an extended tei-m held to meet tlie 

reqairemeute of the law on this point. 

Upon the order of the Commissioner as prescribed in section 10 of 
the Patent Law, this case was referred to the Ezaminers-in-Ohief, who, 
having heard the same, report as follows : 

^< The novelty and ntility of the invention are established by the re- 
port of the examiner. Its importance and valae are not questioned. 
The statements of affiants as to these points are undoubtedly greatly 
exaggerated. This results from the assumption of an improper basis 
for their calculations. They proceed upon the supposition that the sav- 
ing to the country would be a certain sum if the million drills of this 
class should all be exchanged for the Woodman machine. This sup- 
position does not furnish the data for a just estimate of value, for the 
superiority of Woodman's drill over others is manifest only under cer- 
tain limitations. In all ordinary situations other drills will do as much 
and as good work as Woodman's machine, and there would therefore 
be no advantage gained under these circumstances by the substitution 
of the latter. 

<< But the machine is undoubtedly valuable in its adaptation to work 
in confined spaces. We are satisfied that its value on account of this 
adaptability is considerable — much greater than the entire sum received 
by Woodman for his invention. 

*^ The inventor has received only $882.50 over and above expenditnres 
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justly chargeable to the patent, which is a mere pittance compared with 
the valae of the invention. 

^^ He appears to have used diligent efforts to secure the introduction 
of his invention into public use. His neoessities, however, compelled 
him from time to time to dispose of portions of his patent, until at length, 
in 1868, it passed entirely out of his possession. 

^' The examiner suggests that there is no evidence of the inventor's 
right to the patent, if extended, except his own statement In this he 
is at fault. Woodman first sold a one-half interest in the patent to Mc- 
Kenney, who afterward transferred this interest to Hardy, whom the 
examiner suspects of owning the entire right for the extended term. 
An examination of the assignment from Woodman to McKenney shows 
that no right for an extended term was conveyed, even by implication, 
by this instrument The other transfers have not been put on record. 
It is evident, however, that, whatever may have been their nature, Wood- 
man has at least a half interest in the extended term. In accordance 
with precedents, well established, this must be held to meet the require- 
ments of the law on this point. 

^^ There is no opposition to the extension. The case is meritorious, 
and- there is no reason to suppose that public interests will be pr^udioed 
by the extension sought 

^^ There is one technical objection apparent from an inspection of the 
papers : The statement was not filed within thirty days from filing the 
application. The affidavit of Malcomson explains the delay, but there 
is no order admitting the statement If this objection is not regarded 
as material, we find no objection to the extension asked, and recommend 
its grant. 

"J. M. THACHEB, 
" S. H. HODGES, 
"E. L. B. OLABKE, 

'* ExaniinerS'in-ChiefP 

Upon the finding of the Board of Examiners-in-Cbief, the extension 
will be granted. 
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HEJJBT M. UNDERWOOD. 



APPEAL FROM THE PBIMABT SXAHINBB IN THE MATTER OF THE 
APPI/IOATION OF PEBSON NOTES FOR A BBIS8UB OF HIS PATENT 
OF NOYEHBEB 2, 1869, FOB IHPBOYEICENT IN APPABATUS FOB 
MEAST7BINO LIQUIDS. 

(Decided May 29, 1872.) 

Practice under Rule 44 — Latittide qf deecriptum in specification in applica- 

tion for reissue — Verbosity. 

In original applicationB large latitude is allowed to an inventor in describing his inven> 
tion. In applications for reissue a different mle prevails ; the applicant should be 
held rigidly to the language adopted in his patent, unless for a good reason shown. 

In departing from the exact form of the original statement, the application should 
show good reason therefor. 

Leogett, Commissioner : 

The decision of the examiner is affirmed except as to his objections 
to the use of the word *' sink " in place of the word *< cover." The word 
*< cover" does not properly designate the device as described in the 
original patent. • On this point the decisioc. of the examiner mast bo 
reversed. 

The applicant complains with some degree of bitterness that the 
examiner should object to his describing his invention in whatever lan- 
guage he may choose. In applications for patents the examiner should 
interfere as little as possible with the language chosen by the applicant 
in describing his invention. The largest latitude should be allowed ; 
but in applications for reissues a different rule does and should prevail. 
The applicant should be held rigidly to the language adopted in his 
'patent, except when a good reason appears for departing from such lan- 
guage. In objecting to the use of new terms, new descriptive matter, 
&c., the examiner is not bound to give reasons. It is enough that such 
terms and descriptive matter are new, and it devolves upon the appli- 
cant to show good reasons for their introduction, or they must be stricken 
out. A different rule would open a wide door to fraud. A patentee, if 
allowed to interpolate new uses, new descriptive matter, new names, 
&c., might, by frequent reissues, keep full pace with the advancement 
in the art to which his patent appertains, and might thus appropriate to 
his own use the improvements and inventions made by others. The 
mle should be: liberality with orignal appUcaiions } strict construction 
with applications for reissue. 

The examiner might properly have objected to the verbosity and 
prolixity and alternative statements of applicant's specifications. Sec- 
tion 2G of the patent act requires that the specifications shall be in 
" full, clear, concise, and exact terms.'' It requires a long stretch of 
liberality to' apply any of these adjectives except "full" to the specifi- 
cations under consideration. 



DECISIONS OF COMMISSIONER OF PATENTS FOR 1872. 119 



DANIEL J. LA DUO.— Ex Parte. 

APPEAL FROM THE PRIMARY EXAMINER IN THE MATTER OF THE 
APPLICATION OF DANIEL J. LA DUC FOR LETTERS PATENT FOR 
IMPROVEMENT IN SASH-FASTENERt\ 

(Decided May 20, 1872.) 

Practice under Rule 44 — Proper grounds for tl^e appeal direct to tlie Com' 
miasioner — Proper condition of a claim before decision on the merits — 
Patentable combination. 

Whether a combination is Icgitimato U a proper qnestion to l>o determined nnOoi* 

Rale 44. 
A claim shonld be correct in form before decision on the merits by the primary cxanii - 

ner. It mnst be oon*ect in form before ap|>e4il to the Iraaixl of Examiners in-Chief on 

the merits. 
A claim to the combination of two independent sash-fasteners attached to the opposite 

sides of a sash is to a mere duplication of devices, and is not patentable. 

liEoaETT, Commissione}* : 

The application contains two claims. The examiner allows the first 
and rejects the second. The examiner, in his answer to the reasons for 
appeal, takes occasion to saggest that, having rejected the second claim 
on references, the appeal shonld have been to the board and not to the 
Commissioner in person. If the examiner had only rejected the claim 
on references, his suggestion would have been in accordance with the 
roles of practice, but he has done more. He first denies the validity of 
the combination, and then meets the parts with references. This being 
done, the applicant cannot go to the board until it is determined 
whether his combination is legitimate. His claim should be correct in 
form before an appeal is taken on its merits. The references cited by 
the examiner are not pertinent to the claim in its present form. No 
references should have been cited until the question of form was settled. 
The applicant is correct in his appeal. 

The gist of the claim is the combination of two independent sash- 
fasteners attached to the opposite sides of a sash. It is true that both 
operate in holding the sash, but each independently of the other. It 
is a mere duplication. Two lifting-jacks may be more advantageously 
used for a given purpose than one, but one having been used and 
patented, no one would pretend that bringing in the aid of another 
would make a iiatentable combiimtion. I think the examiner is clearly 
coirect in denying the validity of the combination claimed, and on this 
point his decision is sustained. If the examiner has erred at all it was 
in allowing the first claim. In this he has gone to the utmoHt verge of 
liberality. 
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HENRY M. UNDERWOOD. 
Betign. 

APPEAL PROM THE PRIMARY EXAMIIfER IN THE MATTER OF THE 
APPLICATION OF HENRT UNDERWOOD FOR A DESIGN PATENT FOU 
BUSINESS OARDS* 

(Decided May 29, 1872.) 

Practice under Rule 44 — In ickat etuei an appeal lies direct to the Commis- 
sioner under tiiis ruie. 

In a case rejected on the merits, where there is no qacstion as to form and no refusal 
to act, the appeal lies to the board of Examiuers-in-Chief and not to the Commis- 
sioner. 

LEO0ETT9 Commissioner : 

In this case the examiner's action was npon the merits of the case. 
Between the applicant and the examiner there is no question of form, but 
simply as to whether the application contains patentable subject-matter. 
Having been twice rejected upon the merits of the case, there being 
no refusal to act and no question of form, the appeal should have been 
to the board and not to the Commissioner. The appeal is dismissed. 



JOHN M. CORNELL. 
Appeal. 

APPEAL PROM THE PRIMARY EXAMINER IN THE MATTER OF THE 
APPLICATION OF JOHN M. CORNELL FOR LETTERS PATENT FOR 
IMPROVEMENT IN MACHINES FOR SHEARING THE ENDS OF IRON 

HE A MB. 

(Decided June 4, 1872.) 

Practice tinder Rule 44 — Wording 0/ claims — Ambifiuity — 81u>uld a patent 

cover a means or an act f 

A claim should be to the tMam by which an operation is accomplished or effect pro- 
duced, and not to the act of accomplishing or producing. 

The fact that courts may or will construe liberally and thus save loosely-drawu claims, 
does not justify this Office in allowing such. 

A function is not patentable. 

It is not a matter of indifference whether an applicant dearly ascertain the exact 
matter of novelty ; the public has a right to know the exact limitations of a patentee's 
monopoly. 

By ambiguous descriptions the public may bo deceived aud dofraudocl ; therefore the 
Office demands clearness and accuracy. 

Leggett, Commissioner : 

After describing his machine the applicant adds his claim in the fol- 
lowing language : 
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Preparing the end of the beam, m described, io a machine fitted with a web-on tter* 
11, and flange-cutten k k, made sabatantially as described, and combined- and operated 
with reference to each other to cat away the flanges and trim the end of toe web, 
substantially as set forth. 

To this the examiner objects on the ground th&t the claim is for an 
act and not for the means of accomplishing a result. 

I have no doubt but that, if allowed, the courts would, by liberal con- 
struction, save this claim. The reference to the mechanism would en- 
able a court in its efforts to save a patent to so construe the claim as 
to make it embrace the means by which the ends of beams are prepared, 
although in terms the claim' is for preparing the ends of beams. 

The fact that the courts will construe loosely-drawn and ambiguous 
claims so as to save a patent, if possible, is no valid reason for allowing 
such claims, and is no justification of attorneys in pressing them upon 
the Office. 

The 26th section of the Patent Law provides that, in case of a machine, 
"the applicant shall particularly point out and distinctly claim the part, 
improvement, or combination which he claims." The claim in question 
" distinctly " claims only a function, and that is not patentable. If the 
patentee were the only person interested there would be some propriety 
io allowing his claim to pass without question as to its form. He might 
then have the largest liberty in using ambiguous and doubtful phrase- 
ology. But such is not the case. The public has a right to know the 
exact limitations of a patentee's monopoly, and for that reason the law 
requires distinct, exact, and sharply-defined claim s. Ambiguous descrip- 
tions and loosely-drawn claims are often sought for the purpose of pub- 
lic deception, and, when obtained, have beeu nnscrupuloaflly used in 
swindling schemes. In this way the public has often been injured and 
the whole patent system brought into disrepute. While the OiBoe 
should exercise the largest liberality toward inventors as to subject- 
matter, yet justice to meritorious inventors and public policy alike de- 
mand great clearness and accuracy in si)ecifications and claims, and 
upon this the Office must insist. 

The decision of the examiner is sustained. 
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OEOB6E W. MORSE. 
Extension. 

IN THE MATTER OF THE APPLICATION OF GEORGE W. MORSE FOR 
THE EXTENSION OF LETTERS PATENT NO. 20,503, GRANTED TO HIH 
JUNE 8, 1858, FOR IMPROVEMENT IN BREECH-LOADING FIRE-ARMS. 

(Decided June 7, 1872.) 

Novelty — JHliffence — Value — Limitation by disclaimer in a point insuffi- 
ciently detennined. 

A combination, in a movable breecb-piece, of a firing-pin and sliding-bolt, so tbat both 
are actuated by tbe lock in the act of firing : HeldfUot to be anticipated by a sliding- 
bolt which fastens the breech-piece simultaneously with the explosion of the cap- 
and which in destitute of a firing-pin. 

A movable breech-pieoe, the front end of which is oonvezly globular : Heldf not to be 
anticipated by one which is concave. The change in the conditions of the head of 
the breech-block and the base of the cartridge secures a different result, and is not a 
mere reversal of the forms of the respective parts at the point of contact. 

The nature of an invention must have an important influence in determining the ques- 
tion of diligence, especially if it be one in which snecees is alone to be secured by 
the adoption of it by the Government for its own uses, and as such is in competition 
with other devices backed by capital and having the advantage of pre-occupation 
of the field. 

Teacher, Acting Commissioner r 

This patent is one of a series of five granted to applicant, and to 
getber constituting his complete plan for changing mnzzle-loading fire- 
arms to breech-loaders. 

The claims now nnder consideration embrace three features of eon- 
straction : 

1. The combination, in a movable breech-piece, of a firing-pin with a 
sliding-bolt, so that the lock in the act of firing shall both lock the 
breech and fire the charge. 

2. A movable breech-piece, the front end of which is globular, in com- 
bination with a cylindrical cartridge-case. 

3. A bell-crank lever for retracting the cartridge-case. 

The examiner has cited a number of references, but only, as it is un- 
derstood, for the purpose of showing the state of the art, with a view to 
a more intelligent judgment as to the importance of the invention. The 
devices claimed are not found in the references, and, in fact, the ex- 
aminer affirms the novelty of the invention claimed limited to these 
devices, substantially as shown. 

With the exception of the third, the claims are sufficiently limited to 
the construction shown to avoid all objection on this score. The third 
claim covers the " construction and use of the lever, when arranged sub- 
stantially as described, for tbe purpose of retracting the cartridge- 
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case." Gnie phraseology leaves it ancertain what other parts are to be 
coDsidered in the arrangement. The French patent of Gastinne shows 
what most be regarded as a similar lever, similarly located, but ope- 
rated by the lock, and acting on a sliding carrier which supports the 
cartridge-case. If the third claim refers to the arrangement of the lever 
with reference to the gnn-barrel, this French patent is an answer, bat it 
does not anticipate the arrangement of said lever with reference to the 
cartridge-case, or its manner of acting directly thereon. A disclaimer 
limiting it to this latter arrangement and operation would remove all 
objection to this claim. 

The difference between the devices shown and some of the cases cited 
is apparently slight, and the value and importance of Morse's invention 
appear correspondingly insignificant. Mont Storm has a sliding-bolt, 
which fastens the breech-piece simultaneously with the explosion of the 
cap. But Mont Storm lacks the firing-pin — an important element in the 
first claim of Morse; and it is not readily perceived how his invention 
could be adapted to this method of exploding the cartridge. 

Belabourse shows a breech-piece with its forward end concave, and a 
cartridge the head of which is correspondingly convex. 

Beversing the construction of Delabourse seems at first a matter of 
small importance, but a more careful insx)ection shows that a different 
result is obtained. The mathematical center of the globular surface at 
the front end of the breech-piece is in line with the axis of the bore of 
the gun. By this arrangement the shock is received in such a manner 
that there is no warping of the breech-piece and no loosening of the 
joint so as to permit the escape of gases. 

It is readily seen that the action upon the end of the cartridge-case, 
if a plane surface, is also different. In Morse's case the recoil would 
produce a slight indentation, but without danger of bursting the case. 
If the concave end of the Delabourse breech-piece be used with the 
same kind of case, the inevitable result must be the bursting of the end 
of the case and consequent escape of gases into the chamber. These 
considerations show that theoretically the changes effected by Morse 
were really valuable and important. 

The reports of Major Bell, superinteudeut of the Washington Arsenal, 
in 1858, and of a board of Army officers, convened at West Point the 
same year, for the purpose of practically testing various plans for alter- 
ing the old-style muskets to breech-loaders, are conclusive on the point 
of practical utility. After repeated trials Morse's plan was recommended 
as superior to all others presented. 

Applicant has suffered a net loss of nine thousand dollars upon his 
five patents. He does not attempt to distribute this loss among the 
several patent«u This is not necessary. It is sufficient for all practical 
purposes that the Gommissioner should be informed of the fact that the 
inventor has received absolutely no remuneration. 

The question of diligence is the same in this case as in a former ap- 
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lioation by Morsei decided May 11, 1872, (Official Oazette, Ko. 21.) The 
decisioa in that case was favorable to applicant on the question of dili- 
gence. It is true a doabt was expressed as to the i>eriod before and 
since the late war ; bat it is not understood that this would have pre- 
vented the grant of the extension had other circumstances been favora- 
ble. I^be nature of the invention must have an important influence in 
determining the question of due diligence. In this instance the inven- 
tion is of such a nature that its introduction into use depended almost 
entirely upon the action of the Government. Before the war, Morse 
seems to have used all possible efforts to secure the adoption of his 
plan for altering arms by the United States Government, and finally 
succeeded in obtaining a contractfor changing two thousand old mus- 
kets and constructing one thousand new carbines in accordance with 
his specifications. This was all he could do. If the guns were not 
made it was not his fault, but that of the Government. 

Since the war his poverty has prevented his successful competition 
with others in a field entered by them during his absence in the war, 
and still held with all the strength that capital and combination can 
command. 

The failure of the opposition to appear at the hearing of this case may 
be accepted as a tacit admission that no public interest would be affected 
unfavorably by the extension of this patent, and, in fact that, no valid 
objection exists to such extension. 

All other questions arising in this case were decided, in the previous 
application, favorably to applicant. 

Upon the filing of the disclaimer called for, the extension will be 
granted. 



WILLIAM FRIOK. 

Motion. 

IN THE MATTEB OF THE APPLICATION OF WILLIAM FBICK FOB LET- 
TERS PATENT FOE IMPROVEMBNT IN THE MODE OF CONNECTING AND 
STEEEINO BOATS. 

(Decided June 10, 1872.) 

Under what circumstances a second patent may be granted for tJie same in- 
vention — Amending application after the decision in interference. 

In a case where it is claimed by an applicant (tliougli not admitted by tbe Office) that 
a patent to another party has been granted, overlooking the rights of said applicant, 
the Office cannot grant a patent to the said applicant until after proof of priority of 
invention in an interference with the existing patent. 

The action in the case must now have reference to the existing conditions of the 
respective cases. 
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Tbongh the said patent may have been prematareiy issaed, the present application 
most take the nsnal conne under Rule 52. To jastify the iesue of another patent 
for the same inyention it must be proved that the applioant is the prior inventor. 

This cannot be assnmedi and no (supposed) hardship in the previoas conduct of the 
case will justify the non-obeenrance of the legal requirements. 

The previous interference between the two cases having been dissolved, it is presumed 
that there then existed no interfering matter. Amendment indncini; an interference 
is inadmissible, as the question between the parties has already been atJUadicated. 

Leggett, Commissioner : 

It is claimed by the applicant in this case that daring the pendency 
of his application a patent has been issued to other parties for substan- 
tially the same thing, and he now asks that a patent be allowed him 
without being called upon to prove priority of invention in an inter- 
ference with the existing patent. 

K it be true (which I now neither admit nor deny) that a patent has 
issued during the pending of this application with which this applica- 
tion at the time interfered, then the Office has committed a grave error ; 
bat this error would not be corrected by granting the motion now made 
by the applicant Two wrongs would not make one right. If the Office 
has committed a blunder by illegally issuing one patent it cannot now 
correct that blunder by illegally issuing another. The action now must 
have reference to the present condition of the two cases. The existing 
patent, though prematurely issued, is beyond the control of the Office, 
and cannot be recalled. Another patent cannot be legally issued for 
the same invention, except upon interference trial it be shown that the 
applicant is the prior inventor. The motion of the applicant must there- 
fore be refused. 

It is by no means clear that the Office has blundered as charged. An 
interference was declared between the two cases while both were appli- 
cations ; was heard and decided by the Examiner of Interferences ; ap- 
peal was taken to the board of £xaminers-in-Ghief, and the board dis- 
solved the interference on the ground that the two applications did not 
interfere. In this decision of the board both parties acquiesced. If 
there was anything in either application that properly interfered with 
anything in the other, then the case was improperly dissolved and the 
ramedy was an appeal to the Commissioner in person. If there was 
nothing in either that interfered with the other, then I do not see how 
either could be allowed to so amend as to introduce interfering matter • 
yet the interfering matter in the pending application has been introduced 
by amendment since the dissolution of the interference. Either the board 
were wrong in dissolving the interference, or the matter introduced by the 
amendment is inadmissible. As both parties acquiesced in the action 
of the board, the presumption is that the matter introduced by the 
amendment is inadmissible. If this presumption is correct, then the 
action of the Office has been regular and there is no just cause of com- 
plaint. 
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JOHN B. MAK8TON. 
Extension. 

IN THE MATTER OF THE APPLICATION FOB THE EXTENSION OF LETTERS 
PATENT FOE AN IMPROVEMENT IN DOOR-LOCKS, GRANTED TO JOHN 
R. MARSTON, JUNE 15, 1858. 

(Decided June 11, 1872.) 
Novelty — Ascertaining value of invention. 

The law requiring a positive Btatement of the ascertaiaed value of an invention must 
be fully comx»lied with. Mere general declarations will not be satisfactory. The 
CommiasioDer requires the facts, and wUl draw his own conclusions from the evideuce 
furnished. 

Thacher, Acting CQmmissioner : 

In this case there is a fatal objection to the exteusion of the patent on 
the ground of want of novelty in the invention when patented. The 
gist of the invention is a sliding-plate operated by the key, when the 
door is locked from the inside, so as to move across the key-hole and 
thereby prevent any communication from the outside. 

The patent of James Atwater, July 24, 1846, and the rejected cases of 
Littlefield and Shannon, 1847, John E. Gibbs, 1850, and G. F. J. Col- 
burn, 1852, all show this sliding protecting-plate^in the last two refer- 
ences, however, arranged and operated somewhat differently. But in 
the patent of Atwater and rejected application of Littlefield and Shannon 
the sliding protector is arranged and operated in substantially the same 
manner as shown and described by Marston. This invention is there- 
fore wanting in the first requisite for the grant of an extension. 

The application is also defective in another particular. The state- 
ments both of the patentee himself and his witnesses as to the value of 
the invention, supposing it to have been novel when the patent was 
issued, are general and indefinite. !No attempt is made, either by Mar- 
ston in his sworn statement, or by any of the witnesses, to attach to the 
invention any ascertained value. No data' are furnished from which we 
can estimate it for ourselves. The positive requirement that such in- 
formation must be presented to the Commissioner in all applications for 
extensions as shall enable him to form an intelligent judgment on the 
question of value has been repeatedly stated in decisions of this Office. 
(See recent decisions in cases of P. V. Mathews, C. D., April 28, 1872, 
Official Gazette, No. 18 ; and Thomas Lee, C. D., April 24, 1872, tftwi., 
No. 19.) 

The extension must be refused. 
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JOHN O. BAKER. 
HxteMian. 

IN THE MATTER OF THE APPLICATION FOR EXTENSION OF LETTERS 
PATENT FOR IMPROVED MACHINE FOR CUTTING GLAZIERS' PINS, 
GRANTED TO JOHN G. BAKER, JUNE 15, 1858. 

(Decided June 13, 1872.) 

Value of invention — New. uses of the patented invention — Interest of in- 
ventor in extended term. 

In a case where the value of an invention was developed by another party, in the 
adaptation of a machine to a purpose not contemplated by the inventor : HM, that 
an inventor is entitled to all the nses to which his invention may be fonnd to be 
applicable; etptdally, if the newly-found use be analogous to the stated purpose ; or, 
if the change of use requires no, or but trifling, modification to the structure. 

Where an applicant in extension has contracted to sell all his interest in an extended 
term for a sum so inadequate that the benefit of the extension wUl inure almost 
wholly to the said assignee, the extension will be refused. 

Thacher, Acting Commissioner : 

There are bnt two points in this case which it is necessary to notice : 

1. llie value and importance of the invention. 

2. The inventor's interest in the extended term. 

The testimony shows that but little has been done with the machine 
to carry oat the original intention of the inventor ; in fact, it never went 
into use for the purpose of catting glaziers' pins. Bat a few years sub- 
sequent to the grant of the patent it was found that the machine was 
admirably adapted for another use, to wit, cutting the teeth in small 
saws. The exclusive right to use the invention for this purpose was 
soon disposed of to Henry Disston, a saw-manu£Eu;turer of Philadelphia, 
who has used the machine in his factory ever since. With the excep- 
tion of this use by Disston there is no e\idence that the invention has 
been practiced in any way whatever. 

As the cutting of saws was foreign to the purpose of the Inventor, as 
declared in the patent, the question arises whether the value of the 
machine, developed in its use by Disston, should pass to the credit of 
the patent. 

It is believed that an affirmative answer should be given to this ques- 
tion. 

It may be stated as a general principle that an inventor is entitled 
to all uses to which his invention may be found adaptable. In this 
case the use is somewhat analogous to that originally intended. 

'So change is made in the machine, except, the removal of one punch 
and die. The plate is then left, after one revolution of the cylinder, 
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with a toothed edge, jast the same as after the operation of the first 
pmieh in catting glaziers' points. It woald seem that the utility of the 
machine for catting the teeth of saws woald be saggested to any one 
familiar with this art, upon once seeing it in operaliion. In this in- 
stancCi therefore, the application of the principle stated above seems 
eminently just and proper, and as the proof is conclusive that the inven- 
tion, as osed by DiBSton, is of considerable value, the decision on the 
first point most be in fhvor of applicant 

As to the second point, the showing is not so favorable to the pat- 
entee. Disston swears that a saving is effected, by the use of this in- 
vention in making saws, amounting to $1,650 per year for each machine. 
He has had the invention in ose twelve years, daring the most of which 
time he has run three machines. The invention has then been worth to 
him $19,800 per machine, or $59,400 for three machines twelve years. 

Baker states that he has made an agreement with Disston, granting 
him the exclusive right to use the machine for the purpose of catting 
saw-teeth during the extended term. According to Disston's own 
statement this would be worth to him $11,550 per machine, or, for three 
machines, the number he has now in use, $34,650 for the entire seven 
years. For this valuable privilege he is to pay Baker the paltry sum 
of ($500) five hundred dollars. Gomment is unnecessary. 

As the extension of this patent would inure almost wholly to the ben- 
efit of Disston and not of the inventor, it must be refused. 



LEWIS L. AEMISTEAD VS. W. T. BLACKWBLL. 

Trade-fnark. 

APPEAL FROM THE SPECIAL EXAMINER OF TBADE-MAEKB IN THE MAT- 
TES OF INTEBFEBENGE BETWEEN THE APPLICATION OF LEWIS L. 
ABMISTEAD FOB CEBTIFIOATE OF BEGISTBATION OF A TBADE-MABK 
AND A OEBTIFICATB OF BEGISTBATION GBANTED TO WILLIAM T. 
BLACKWELL. 

(Decided June 14, 1872.) 
What may be the snbfect of a trade-marh 

Au exetuaive right to one a trade-nuu-k is necetwary, under the statate, to secure regis-. 

tration. 
An exolnsire right to the name of a town iu a trade-mark cannot he granted. The 

name of a place cannot constitute a trade-mark. 
A name of a manufacturer is no part of a trade-mark. 
If the Oi&ee erred in improperly admitting to registration a certain form of worday it 

should not repeat the blunder by giving a like certificate to another party, who may 

even have been earlier in the use of the mark than his more fortunate fnredecessor 

in application. 



DECISIONS OF COMMISSIOKEB OF PATENTS FOB 1878. 129 

Wbile the name of the plaoe cunnot oonatitiite a l^pd trade-mark, it it within the 
pioyinoe of a ooort of eqalty to grant an indtUMtion against the ftaadnlent vae of 
the said name hy partlee who have so li^t thento. Thia anmptitloQa vae of a 
name comes under the head of nnfliir eompetiiion in tradoi is deeeptiye and ftandn- 
lenty ii^ariooB to the pnbliOy and is intended to intercept trade fUrly belonging to 
the said place ; hut this actionof a court in equity, as in the Akron case. Is not to be 
construed as an indorsement of the said name as a trade-mark. 

It being Uiwfnl to make '' smoking-tobacoo" at ^ Durham," any person engaged in said 
manufacture at said pUce may use the words '^ Durham Smoking-Tobaeco^' with 
immunity. 

Leogett, Commissioner: 

Blackwell obtained, October 3, 1871, the registry of the following as 
a trade-mark: << Durham Smoking-Tobacco, manufactured byW. T, 
Blackwell, Durham, North Oarolina." December 6, 1871, Armistead 
applied for the registry of the following as a trade-mark : ^^ Durham 
Smoking-Tobacco ;" and as he claimed the exclusive right to the use of 
these words, his application was placed in interference with the regis- 
tered trade-mark of Blackwell for the purpose of determining who first 
adopted and used on packages of smoking-tobacco the words ^* Durham 
Smoking-Tobacco.'' 

Blackwell manufactures his tobacco at Durham, North Carolina; 
Armistead at Ljnchburgb, Virginia. Armistead claims the right to use 
the label-mark under an assignment from one Wesley A. Wright, who 
formerly manufaetured smoking-tobacco at Durham, North Carolina. 
The evidence shows that Wright invented a fltivoring compound for 
smoking-tobacco as early as 1860, for which he has since obtained a patent, 
and in comimny with one T. B, Morris, under the firm name of Moiris & 
Wright, manufactured smoking-tobacco at Durham, and that the to- 
bacco obtained some reputation under the name '^ Best Spanish-Fla- 
vored Durham Smoking-Tobaoco." It is by no means clear, however, 
whether this name was first given use by the manufacturers, or by the 
merchants who retailed it, or by the consumers who bought and used it. 
This tobacco, on account of its flavor, has become*a favorite, and the 
distinctive words in the name adopted must have been ^* Best Spanish- 
Flavored," and not '' Durham." In 1861 Morris & Wright seem to have 
dissolved partnership, and Wright moved about two miles from Dur- 
ham, where he continued to manufacture smoking-tobacco for a few 
mouths, and then gave up his business and went into the rebel army. 
There is no pretense that he resumed this business before 1869, when 
he again commenced the manufEicture of smoking-tobacco at Liberty, 
Virginia, using the following brand: '^ Original Durham, W. A Wright, 
Originator," the label also embracing the representation of a bull's head 
looking to the left. In 1870 said Wright, in company with J. B. Stewart, 
manufactured smoking-tobacco at Stewart ville, Virginia, and branded 
it ^^ Durham Smoking-Tobacco." After this he assigned the right to 
manufacture under his patent, and also the right to use the brand 
^< Durham Smoking-Tobacco," to Armistead, the applicant. If Wright 
9CP 
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had an ezcloaive right to this braiid| then Armistead U entitled to have 
it registered ; otherwiaOy not. 

Armistead attempts to fix the origin of this label back as far as 1860, 
\7hen it was used in connection with the words <* Best Spanish-Fla. 
vored f bnt in so doing he shows that it was first used by Morris & 
Wright, and by proving this he proves that Wright did not have the 
exclnsive title to the label. If this is the origin of the mark claimed, 
then, to make Armistead's title to the same good, he should be able to 
show that be holds under Morris as well as under Wright. Wright 
could not convey to Armistead the exclusive right to use what belonged 
to Morris & Wright. But there id nothing of record to show that 
Armistead holds, or claims to hold, anything, directly or indirectlj^, 
from Morris. An exclusive right to use is necessary, under the statut^^, 
to secure registration. 

Wright used the word *< Durham " upon a small portion of the smok- 
iug-tobacco he manufactured during the year 1801 near Durham, North 
Carolina. This is the utmost that can be claimed, from the testimony, 
as to any use of the word by him alone before 18C9. That such use of 
the name of the town where he did business should give him the right 
to carry such name into another State, and to use it to the exclusion of 
all other |)eople in the United States, even the citizens of the town of 
Durham, is too preposterous to require more than a simple statement for 
Its refutation. 

Blackwell claims under an assignment from one J. K. Green, and 
proves that Green first used the word^^ Durham " upon smokiug-tobacco 
in 1865. That Wright used this word to mark packages of smoking- 
tobacco before Green did, the testimony does not leave a shadow of a 
doubt ; and if the case was a proper one for a judgment of priority I 
should unhesitatingly give it to Armistead as assignee of Wright. Bat 
it is not such a. case. The words <^ Durham Smoking-Tobacco '' cannot 
constitute a legal trade-mark, and therefore cannot be registered. 
JS^either would adding the name and place of business of tlie manufac- 
turer help the matter. There is nothing registerable in either Black- 
well's or Armistcad's labels, and the OiBce blundered when it gave a 
certificate of registration to Blackwell. It should not repeat that blun- 
der by giving a like certificate to Armistead. 

The examiner, it seems, refused to register for Blackwell the words 
*» Durham Smoking-Tobacco y bnt, wLen the words " Manufactured by 
W. T. Blackwell, Durham, X. C," were added by amendment, registry 
was admitted. There is nothing in this label except the name " W. T. 
Blackwell" to which Blackwell had any exclusive right, and this name 
cannot be regarded as any part of the trade-mark. The parties have 
evidently been misled as to their rights by misreading some court de- 
cisions. Courts of equity have often granted injunctions against tbe 
fraudulent use of words which the same courts would not for a moment 
sustain as trade-marks. An example of this is found in what is known 
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an ^^ tlie Akron CemeDt Caae," or NewtMm vs. Ahcrd^ Ooz, 417. New- 
man lived at AkroHi and manufactared from the qtuurries of that neigh- 
borhood water-cement, which he pat up in barrels and labeled ^* Akron 
Water-Lime," and added his own name as mannfactorer. Many of his 
neighbors were engaged in the same bosiness, all using the words ^^ Ak- 
ron Water-Lime " or ^* Akron Cement," but each attaching his own name. 
This lime, under the brand ^^ Akron Cement," became popular, and one 
Alvord, living and doing business in Cleveland, commenced branding 
his water-lime <^ Akron Cement," adding his name and proper place of 
manufacture. Xewman, one of the manufiacturers at Akron, apidied 
for and obtained an injunction enjoining Alvord against using the word 
^-Akron " as any i)ortion of his label. The court granted the injunction 
^olel^* on- the ground that Alvord used the word ^< Akron" for the pur- 
)>o8e of making the public believe that it was the genuine Akron 
<.'emeut, and thereby obtaining by fmud trade that rightfully belonged 
to Newman and others in Akron. The learned judge was ^'ery careful 
to say, however, that Newman had no exelurive right to the use of the 
words ^' Akron Ceineut,'^ but that the same might be used by any citi- 
zen of Akron, thereby holding that while <* Akron Cement" was not a 
legal trade-mark, yet it was within the province of a court of equity to 
;j:rant an injunction against its fraudulent use. ^ 

The same doctiine was held in the case of The Brooklyn White Lead 
Coiitpany vs. Masury. In this case Masury adopted as a label for his 
paint " Brooklyn White I^ead and Zinc Company." As both did their 
manufactui-iug in Brooklyn, the couit held tbat the resi)ondent bad a 
ri^lit to use the m ords '^ Bi'ooklyu White Lead ;" but as the word 
^' Couipauy ^ wati added for the puri)ose of iiiiud, a decree was entered 
enjoining Masury troni using the word *' Company." No one, however, 
would hold from this that the word ^^ Company," as attached to a firm 
or corporation name, cuuld be regarded as a trade-mark. The court 
enjoined B^auiiit/mud, but with no intention of defining a trade-mark. 
Many other ea.se.'j to the same eli'ect might be referred to, but these are 
enoii;^h. 

The words ** Durham kSmokiu^j-Tobacco" may be used with impunity 
by any persoiib engai^ed in manufacturing Hmoking-tobacco at Durham, 
and for that reason no one i>erson has any exclusive right to their use. 
By the statute an cxcliii^ive right to use the proposed trade-mark must 
be e/itablished befoi'e registry can be allowed. 

By application of the doctrine held in the "Akron Cement " case any 
person livingalDuihaiij. and engaged in manufacturing smokiug-tobacco, 
might enjoin any perbou not living there wLo should fraudulently use 
the word " Durbam^'on tobacco labels for the puri)ose of obtaining 
trade that otherwise would go to Duiham. This may be true, and yet 
the words "Durham Smoking-Tobacco " not be a legal trade-mark. 
These x>arties have already had adjudicated between them a question in- 
volving nearly all of tbe points h6re discussed. In the case of Blackvcell 
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Ts; Armitt&ndj lately decided in the United States district court for the 
western district of Yirfi^nia^ Justice ftives very fblly and ably discusses 
this whole matter on substantially the same testimony submitted iu 
this case. The trade-marks, as discussed by him, differed from the 
marks under consideration here in this : One of them had, in addition 
to the words *' Durham Smoking-Tobacco," the representation of a ball's 
heady and the other of a full size view of a bull. So far as the questions 
are the same, I believe the holdings in this are substantially the same 
as hdd by the learned judge in that case. 

As neither party is entitled to registration, the interference must be 
dissolved and registration reftised to Armistead. If I had power to can- 
cel the certificate granted to Blackwell, I should certainly do so. 



ELI W. BLAKE. 
Extefmon. 

IN THE MATTER OF THE APPLICATION OP ELI WHITNEY BLAKE FOR 
THE EXTENSION OF LETTERS PATENT FOR IMPROVEMENT IN STONE- 
ORUSHma MAOHINBS, ORANTED JUNE 15, 1858, AND REieeUED 
JANUARY 9, 1866. 

(Decided June 14, 1872.) 

The regard to be paid by the Office to the decisions of United States courts^ 

Construction of claims. 

The United States oourte nud the Sapreme Court of the Unitetl States hayiDg, after 
examination of the merits of the case and the discnssion of the references relied on £>r 
opposing the extension of the Blake patent on the ground of its lack of novelty, 
concurred in yindioating the novelty of the said invention and the claims of the re- 
issue, the Commissioner of Patents considers that matter disposed of, and refuses to 
call in question the action of the Judges. 

The construction given to a patent by the courts determines its legal character and 
defines its meaning. 

Where a patentee has obtained two patents in the same line of invention, the former 
containing in the rough the main principles of the machine, while the latter em- 
braces the relatively perfected devices which give it working value, the Office, on 
application for extension, will have special regard to the intrinsic value of the ear- 
lier patent as the pioneer, especially when the original and the improved form are 
the invention of the same party. 

Leggett, Commissioner: 

In the original application the invention secured by thlB patent is 
described as follows : 

My stone-breaker, so far as respects its principal or its essential characteristics, consists 
of a pair of Jaws, one fixed and the otlier movable, between which the stones are to be 
broken, having their acting faces nearly in an upright position, and convergent down- 
ward, one toward the other, in such manner that while the space between them at the 
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i€ip ifi saeh m to veoeive the ■tones tbftt are to be broken, th*t at the bottom ie oolj 
sofflcient to allow the fragments to pass when broken to the leqoiied size, and giring 
to the movable law a short and powerfhl vibration through a small space, say one- 
fonrtii of an inch, moie or Ism. 

January 9, 1806, the applicant obtained a reissue of said patent, and 
Trith tbe foHowing daims : 

1. The combination, in a stone-breaking machine, of the upright converjgent Jaws 
with a revolvinMhaft, and meolianism for imparting a definite Teciprooatin|f move- 
ment to one of uie Jaws from the revolving-shaft, the whole being and operating snb- 
stantiaUy as set forth. 

2. The combination, in a stone-brsaking machine, of the nj^right movable jaw witik 
the revolving-shaft and fly-wheel, the wh^e being and operating substantially as set 
forth. '^ 

3. In combination with the upright converging^jaws and the revolving^haft, im- 
parting a definitely limited vibration to the movable Jaw, so arranging the Jaws that 
they can be set at different distances from each other at the bottom, so as to produce 
fragments of any desired size. 

It wonld seem that the question of novelty in this case need occupy 
but a moment's attention, as the patent has been several times before 
the courts and the claims fully sustained ; yet the remonstrants pro- 
test in an able argument that Black's invention, as claimed, was fully 
anticipated, and the examiner, in his report, says : 

Tonching the question of novelty, while it is not denied that a patent might have 
heen properly granted, based upon a limited claim to the construction and combina- 
tion of parts exhibited in the machine in question, attention is respectfnUy called to 
the following-named cases herewith submitted, which would appear to the present ex- 
aminer to substantially anticipate whatever of invention is embraced in said reissue 
claims: James Hamilton, patented January 3, 1854 ; James Hamilton, patented Biay 
22, 1855 ; Townsend Poore, patented May 12, 1857 ; Frederick Ofanmachts, filed Au- 
gust 24, 1857, and rejected. 

In the case of Blake vs. Stafford^ tried in the United States circuit 
court district of Connecticut, September term, 1867, Judge Ship- 
man, by the aid of learned counsel for and against, makes an able 
and exhaustive examination of this whole matter, and after a full 
and careful discussion of each one of the references now cited by the 
examiner, fully vindicates the novelty of Blake's invention and sustains 
the claims of the reissue. On a motion for new trial the case was taken 
to the United States Supreme Oourt, and Justice Nelson reviews and 
fully sustains the decision of Judge Shipman. The patent was also be- 
fore Judge Drummond, in the northern district of Illinois, July term, 
1871, in the case of Blake vs. Hagle manufacturing Company y where the 
same references were urged and ably discussed, and the patent sustained. 
Thus the patent has been three times before the courts, and three pf our 
most able juclges have agreed in deciding that the references cited by 
the examiner do not anticipate the applicant's invention as set forth in 
the claims of his reissue; and for the Gommissioner to hold that these 
learned judges have all erred in their decisions would be an exhibition 
of unpardonable pedantry, notwithstanding the adverse opinion of the 
able examiner ; hence I shall take for granted, without further discus- 
sion, that the novelty of the invention in question is satisfactorily 
established. * 

The learned counsel for the remonstrants insist, however, that if the 
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patent is extended the applicant ahaU be leqnired to limit himself by 
dladaimer to the *' jointed toggle" arrangement described in his original 
application ; bnt even this question was discussed before Jndge Dram- 
mondy who gave the invention and claim a scope suflBciently broad to 
corer a '^ rod and lever " connection^ the very device the remonstrante 
desire to have disclaimed. If Blake is entitled to any thing, it is his in- 
vention as constmed by the courts, and the OiBce wonld not be jasti&ed 
in reqairing him to limit himself to a narrower claim than the courts 
have allowed him. I may further add that this patent, with substan- 
tially the same claim, has been in the English courts, where it wa& sus- 
tained, and on this point Vice-chancellor Wood held substantially the 
same as Judge Drummond. 

The remonstrants also make the point that Blake's stone-crusher, as 
described in this patent, was a failure, and that but very few of them 
were ever made ; that the machine that has proved successful is the one 
constructed under his patent of 1860, and hence the 1858 patent should 
not be extended. It is probably true that but few machines have been 
constructed under this patent, and, though having great intrinsic value, 
yet, as compared with the Blake machine of 1860, it was a failure. 
Blake discovered the defects in the machine of 1868 himself, and reme- 
died those defects in the machine which he patented in 1860. The 
latter machine was only an improvement on the former, and embraced 
substantially all the elements of the former. The machine of 1858 is 
the basis upon which the one of 1860 is built. When the invention of 
1868 becomes public property the patent of 1860 becomes of little valae. 
It has been the uniform practice of the Office to favor pioneer inven- 
tions, even where the improvements have been made by others, and the 
reasons for the practice are doubly strong where the original inventor 
has improved bis own machine. Thfs same objection was urged in the 
Lipman pencil-tip extension case, and was discussed in the decision of 
that case, published in the Official Gazette of April 2, 1872, to which 
reference is made. 

It is admitted that the invention is one of great importance and the 
value far beyond all that the inventor has received from it, and the proof 
shows that he has used due diligence in creating and supplying the de- 
mand for it, I see no reason for believing that the extension would be 
detrimental to the public. The extension will be granted. 
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ABIAL 0. HEBRON. 
JExteiuion. 

IN THE MATTEB OP THE APPLICATION FOB THE EXTENSION OP LET* 
TEBS PATENT FOB AN DfPBOYEMENT IN SEWINGhHAOHINESy GBANTED 
TO ABIAL d. HEBBON, JUNE 15, 1858. 

(Decided Jane 14, 1872.) 
Ckanuster of references given in rejecting applications. 

In a case where a party describes his feeding-sarfkoes as imooih^ and cites this feature 
as an important element in his claim, it is not sufficient to show as a leferenee a 
patent in which the feeding-surfaces mi^ be assumed to be smooth, but in which 
neither the drawing nor description show the said feature positively*. 

A reference should positirely contain the features referred to ; they should not be 
assumed or inferred. 

THACHEBy Acting Commissianer : 

The examiner reports against the novelty of the invention covered by 
the first claim. This report is based npon the opinion that English 
patent No. 1,024, of 1854, is an anticipation of this claim. The feed- 
mechanism shown and described in this reference is very similar to that 
of Herron, and in their operation the two are almost identical. There 
is donbt as to one feature only, to wit, the charaeter of the feeding-Snr- 
faces. Herron makes them smooth, and carries this featare of con- 
stmction into this claim as an important element. The examiner thinks 
they are also smooth in the English patent. He has evidently been 
misled by supposing Figs. 1 and 2 of the drawing are sectional views ; 
they are so only in part. At the point where the feed takes place the 
line of section passes through the cloth outside of the feeding-surfaces. 
It is imi)0S8ible, therefore, to determine the character of these surfaces 
from the drawing. The description in no way relieves the doubt ; it is 
entirely silent as to the character of the feeding-surfaces. It is, there- 
fore, a matter of uncertainty whether they are rough or smooth. It can- 
not be taken for granted that they are smooth. A reference relied on 
to anticipate the novelty of the invention must contain the devices 
claimed, either in a drawing or description ; and in either case the in- 
vention must be so distinctly shown or described as to be a matter of 
certainty, not of inference. In a recent decision of the United States 
circuit court for the eastern district of Pennsylvania, the learned 
judge has even gone so far as to express a grave doubt whether an illus- 
tration by drawing, without verbal description, is such prior description 
as would defeat a patent. (Official Oazette, No. 20, 467.) 

In the case under consideration there is much stronger ground for 
sustaining the claim, as the invention is neither illustrated by drawing 
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nor mentioned in description* I most rale, thereforei that the leferenoe 
to English patent No. 1|Q24 is an insidAcient answer to the navelty of 
the first elaim. 

Henon's feeding-meohanism with smooth itorfisoes is shown by the 
testimony to be valnable, especially in its api^ieation to madiines for 
sewing leather with waxed thready in which machines it has been need 
qnite extensively within the last few years. In all other particnlars the 
requirements of the law governing extensions have been ftilly complied 
withy and the case appears to be in all respects meritorious. The exten- 
sion will be granted. 



A. J. JOHNSON. 

IN THE MATTBB OF THE APPLICATION OF A. J. JOHNSON FOB THE EX- 
TENSION OF HIS PATENT, DATED JANUARY 22, 1858, FOR IMPROVE- 
MENT IN BEWINGhMAOHINES. 

(Decided Jnne 17, 1872.) 

Unnecessary verbiage in the freseMaUan of CoMt— cemndaraticm of ques- 
tions of noveltg and prUnitg in extension cases. 

Applicauts and attorneys shoold present their evidence in compact form if they expect 

it to be closely considered. 
A ease in which previous action in another application (the beneficiary of which now 

appears as opponent in the pnsent application) seems to jnstify the placing <^ the 

second party on an equal footing with his competitor. 

Leggett, Commissioner: 

This patent is for a rotating hook or ^^ hook-cam " for a cliaiu-a'titcli 
sewing-machine. The extension is opposed by the Gibbs Sewing-Ma- 
chine Company. The controversy between Johnson and Gibbs as to 
which was the first inventor of the device in qnestion has been long 
and bitter. In Jnne, 1871, Gibbs was in the Office after an extension of 
his patent of 1857, and Johnson opposed him* When Joluison came 
to the Office for his patent there was a contest between the same parties) 
and in these several encouaters a vast ^amount of testimony baa aceu* 
mnlated, and in this case all the testimony taken in all these cases is 
filed and made a part of the case« Of this testimony tiiere are over 
three thousand six hundred printed pages, and about an equal amount 
in manuscript, and only eleven days between the day of hearing and 
the expiration of the patent in which to consider it. During these eleven 
days there is an average of over two cases a day that must be heard 
and decided. These facts are named to show to parties and attom^s 
the supreme folly of thus preparing and presenting eaaes^ the fiiioe of 
such hearings, and the utter worthlessness of resulting decisions. 
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Of coarse the testimony can hare no examination whatever by the 
Commissioner. He most be content to rely npon the report of the 
examiner, the arguments and briefs of coansel, and his previous knowl* 
edge of the case. 

When the Oibbs extension case was before the Office the whole matter 
here involved was investigated, and, in the belief that the Office had 
virtaally decided priority of invention in fftvor of Oibbs by the reissue 
of his patent June 22, 1858, his extension was granted. Subsequent 
investigation, however, has convinced me that such belief was without 
sufficient foundation. Under the x>ractice at that time, Oibbs being the 
first applicant, and having a patent, might surrender his patent, mtke 
new daims that would cover Johnson's pending application, and obtain 
his reissue without an interference with Johnson, except that Johnson 
should demand it In granting such reissue the Office did not commit 
itself, on the question of priority, for or against either party. 

The history of the controversy between these parties in the Office is 
briefly as follows: Oibbs filed his application May 9, 1857, and his pat- 
ent issued June 2, 1857, with the following claims : 

1. The TeTolying liook herein deeorihed, conttnioted and arranged in relation to and 
oi)erating in coDnection with the needle, as set forth. 

2. I also elainiy when sewinff with a single thread, interlacing or twisting the thread 
of the loop after passing the cloth to he sewed and before taking a fresh loop, snhstan- 
tially in manner and for the purpose described. 

Johnson filed his application September 21, 1857, with claims as follows : 

1. Taking the loop from the needle by a reyolving hook, operating in the manner 
snbstantiauy as set lorth. 

2. I claim, in combination with the revolving hook, 1^, the groove 3*, the lip 4*, or 
the substantial equivalent for holding the loop distended, in the manner sulMtantially 
as described. 

By request of Johnson an interference was declared between his 
application and Oibbs's patent on the 14th of October, 1857. March 6, 
1868, the examiner made a decision awarding priority to Oibbs and re- 
fusing a patent to Johnson. From this decision Johnson took an appeal. 
The Gommissioner designated three examiners to review the testimony 
in the case, and May 29, 1858, they made a report which the Commis- 
sioner adopted as his decision, in which they declined to award priority 
to either party, holding that the devices were different, and that as the 
claims of each limited them to the exact devices described, there was no 
interference. From this decision of the Gommissioner, Oibbs gave 
notice of appeal to the court, and obtained an extension of time to 
effect such appeal ; but June 16, 1858, and before the expiration of the 
time fixed for appeal, Oibbs surrendered his patent, and, without an 
interference, on the 22d of Jane, 1858, took a reissue, with a more com- 
prehensive description and broader claims. The claims of this reissue 
are as follows : 

1. In single-thread sewing-machines, I claim a hook or looper revolving in one 
irection only, being so construci 
ing with a reciprocating needle. 



igie- „ , _ - ^ ^ __ - 

direction only, being so constructed as to make a series of chain-stitches, when operat- 



§wttn a reciprocating neeoie. 
^, I claim the peculiar construction, substantially as herein described, of a re- 
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GommiMloner Holt regarded this action of Oibbs as an abandonment 
of his intention to appeal, and ordered a patent to issne to Johnson. 
Johnson's patent and Oibbs's reissue bear the same date-^nne 22, 1858. 

It is thns seen that the Office has never finally decided npon the qnes- 
tion of priority of invention between these parties. Whether the Oibbs 
and the Johnson devices are substantially the same or not, it is perfectly 
dear to my mind that the claims of Gibbs's reissne fnlly cover Johnson^s 
invention ; and there can be no donbt bnt Oibbs securod his reissne for 
the sole purpose of thus spreading his claims over Johnson. The rela- 
tive rights of the parties have not, therefore, been ac\judicated npon in 
the Office, and the present issue is not of a character to admit of such 
adjudication. 

Johnson had a terrible struggle with poverty in completing and patent- 
ing and trying to introdnce into public use his invention. He was com- 
pelled to part with a half interest in it to defray the expenses of obtain- 
ing a patent, and the remainder of his interest he was compelled to 
part with in Jnly, 1869 ; since which time he has had no control of his 
patent nor of any interest in it. His assignees have not regarded it to 
their interest to use the patent ; hence it has been of no use to him or 
any one else. The applicant claims, however, that the Oibbs & Willoox 
machine embraces his invention, and that the Oibbs & Willcox Company 
have been infringing his patent from the commencement of their opera- 
tion, yet, having lost his interest in his patent, he could not commenco 
action for such infringement. 

As the Oibbs patent has been extended, I cannot see how extending 
Johnson's can injuriously affect the public interest. His extension is 
opposed by the sewing-machine combination, and if his extension has 
any effect it will be to throw a competing machine upon the market 
The Office cannot, on an application for extension, try the question of 
priority ; neither can it, in the time allowed, properly investigate the 
question of substantial identity. These questions can be properly tried 
only in the courts, and I think Johnson should have the right to go 
there. The extension, therefore, will be allowed. 
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SAMUEL FALKENBUBO. 
JExteniUm* 

IN THE MATTER OF THE APPLICATION FOR EXTENSION OF LETTERS 
PATENT FOR IMPROVEMENT IN REPAIRINa CAST-IRON CYLINDERS, 
GRANTED TO SAMUEL FALKENBTTRO, JXTNE 22, 1858. 

(Decided Jane 17, 1872.) 
Character and sufficiency of ^' ntatement^ 

The bare and nDsnpported statement of an applicant for extension, that his invention 
is vsluabley and that he has nsed due diligence and yet been insufBoiently rewarded, 
is not sufficient. The statement of facts and opinion must be corroborated by evi- 
dence, or the application will be denied. 

Thacher, Acting Commissioner : 

The only datum furnished by applicant from wliich the value of the 
inyention may be judged is the estimate, in his sworn statement, that a 
saving of $300 may be effected by repairing an iiynred cylinder upon 
his plan, instead of putting in a new one. This statement is corrobo- 
rated by one equally meager, signed by two persons, who give us no in< 
formation as to their occupations and opportunities fit>m which it might 
be determined whether their testimony as experts should have control- 
ling influence. As to the extent of use, demand for the invention in 
the past, and probable demand in the future, applicant is silent 

It is evident, however, from the small amount of receipts, that the in- 
vention has been practiced to a very limited extent only. Whether this 
is due to negligence on the part of the patentee, or some other cause, it 
is impossible to say. 

Applicant says that, since the grant of the patent, ^4n his position 
as foundery foreman he has employed his method of repairing cast-iron 
cjlinders, and has used all reasonable effort to introduce it into general 
use, by offering it for a bonus or royalty to various parties in whose 
business its use would be valuable." This is all. There is no evidence 
as to the nature and extent of these efforts. It would seem, if the in- 
vention effects so great a saving, that common business enterprise 
would have succeeded in introducing it into general use throughout the 
manufactories of the country. 

This absence of satisfactory proof, both of the value and importance 
of the invention, and of due diligence in attempting to introduce it into 
public use, is a fatal defect in this application. 

The extension must be refused. 
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JULIUS KING. 
Appeal. 

APPEAL FROM TEB BOARD OF EXAMINERS-IN-OHIEF IN THE HATTER OF 
THE APPLICATION OF JULIUS KINO FOR PATENT FOR. IMPROVED 
SPECTACLES, FILED APRIL 3, 1871. 

(Dated June 21, 1872.) 

An improved reBolt following a novel combination of parts indicates invention and 

Trarrants the grant of a pifttent. 

Leooett, CanimUsioner : 

Applicant proposes to improve ordinary steel spectacle-frames by 
making the bridge or nose-piece of solid silver instead of steel or steel 
silver-plated, as they have heretofore been made. The advantage 
alleged is that while oxidation is prevented, as in plated bridges, the 
solid silver bridge can be united to the steel rims by the antogenons 
process of soldering, which is said to be employed at a lower temperature 
than a steel bridge can, and thereby the danger of burning tiie steel and 
rendering it brittle at the point of union is obviated and a better frame 
is produced. 

The decision of the examiner, which is afiOrmed by the board, pro- 
ceeds upon a denial of the allegation that a more ready and safe iqiplica- 
tion of the soldering process is practicable where a silver bridge is used 
than where the spectacle-frame is made wholly of steel, and upon the 
assertion that no invention is exhibited. 

I am satisfied, however, that it is true a silver bridge can be united 
to the rims at a lower degree of temperature than a steel one, and that 
thereby the danger of burning the rim and rendering it brittle is obvia- 
ted. If the common method of soldering by the use of an alloy were 
employed, as seems to have been represented to the examiner and 
board, this would not be the case. But to secure a silver bridge no 
solder is required, as the silver itself (which is not perfectly pure) is a 
solder ; and it can be united to the rims by such a degree of heat as will 
fuse it. That there is invention exhibited— not in any single step or 
feature taken alone, but in what is claimed, (viz., the novel combination 
of the parts presented)— cannot be successfully denied, in view of the 
improved result obtained. 

The decision of the board is therefore overruled. 
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WILLIAM P. WEST. 
Ajppeal 

APPEAL FROM THE PBINGIPAL EXAMHIEB IN THE MATTEB OF THE AP« 
PLICATION OF WILLIAM F. WEST FOB LETTEBS PATENT FOB IMPBOVE- 
UBNT IN SEED DBILLS AND PLANTEBS. 

(Decided Jnne 24, 1872.) 
Practice under Rule 44. 

In an ni>peal from the x>niicipal examiner to the Commissioner in person, the peill- 
nency of references cited as anticipating the novelty of the invention cannot bo 
called in question. 

The introduction of mere dead elements into a claim does not change the real nature 
of the combination ; but; if a new element in any way modifies the operation of the 
former combination, the new claim cannot be held to be identical with the first. 

Where a combination of devices possesses no utility except when used in connection 
with one or more devices not mentioned, the latter being shown, will be understood 
as inferentially included in the combination, and the addition of said necessary de- 
vices in the claim does not change th^ character of the claim. 

Thachsb^ Acting Commissioner : 

As this case was origiaally presented it contaiued seven claims. These 
were sdl rejected by the exatniner on specific references cited for each 
claim. Applicant then amended by striking out the entire claim and 
snbslitttting therefor a single clause, which was also rejected by the 
examifltr, his action being affirmed on api^eal by the Examiners-in- 
Chief and Commissioner. After the decision of the Commissioner? 
West abandoned this claim, and filed another amendment containing fonr 
claiuts, which were also rejected by the examiner for reasons stated in 
ofiicifti letter of June G, 1872, as follows: 

The claims, as amended, are the same a» originally presented, and are held to be 
fully anticipated by tlie references before given. 

To this action of the examiner applicant takes exception, and appeals 
directfy to the Commissioner. The pertinency of the references cannot 
here be called in question. That is a matter appealable to the Examin* 
ers-in^Chief ; bnt so much of the examiner's decision as relates to the 
identity of the present claims and those originally filed may be properly 
reviewed by the Commissioner under the provisions of Ilule 44. Appli- 
cant i» entitled, under this appeal, to a decision on this point, and this 
alone. 

The new claims bear a close resemblance to the original first, second? 
thirds and seventh. It appears, however, that liew elements have been 
introd^aced into each combination. The question is, then, are these mere 
(lead elements in the several combinations in which they appear, or are 
they really effective, so that in each ease an operation is secnred difier- 
ent fcoBi that produced by the devices as originally combined I In the 
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first claim the new elemeDts introduced are the rock-shaft and hand- 
lerer. The canit acting on the spring-lerer to engage or disengage the 
datch, by which the wheel is made fast or loose on the axle^ is attached 
to the end of the rock-shaft^ so that by means of the hand-lever the 
operation of the dropping-mechanism is put under the control of the 
attendant The dutch-coupling, axle, spring-lever, and cam were com- 
bined in the original first claim. Now, it is evident that the cam can 
be operated in various ways. Therefore, originally the devices for 
throwing the dropping- mechanism in and out of gear were claimed 
without regard to the means for operating them. The introduction of 
the specific operating devices here used constitutes, in my opinion, a 
material change. It limits the claim and presents a substantially new 
combination. 

In the second claim the only new element is the valve-plate. The 
combination of devices in the original second claim, however, possesses 
uo utility whatever in the machine, except in connection with this valve- 
plate, which said devices are intended to operate. Where a combina- 
tion has no function except in connection with some element not men- 
tioned, the latter is infereutially included. In tliis case the combination 
of the axle, cams, valve-lever, and pins has no function except to operate 
the valve-plate. The latter is not claimed to possess novelty in itself, 
which might make the combination new. Its introduction into the claim 
by name, therefore, produces no real change, as it must be there, whether 
mentioned or not. 

The third claim has the additional element of the changing plate, 
which is really nothing more than the bottom of the hopper, and de- 
mands no further attention ; but there is the additional limitation to the 
arrangement shown. I doubt whether this limitation can make any 
essential difference 5 but, giving applicant the benefit of the doubt, it 
must be held to constitute a distinctive difference between the two claims. 

The fourth claim must be treated the same as the second. It is the 
same as the original seventh, with the addition of the detent-pin ; but 
the shoe and trunk cannot be lifted together, as described in the seventh 
claim, without the pin be present. The said seventh claim must, there- 
fore, be interpreted as including the pin, although it is not mentioned, 
and is, therefore, essentially the same as the new fourth. 

On the question of identity the decision of the examiner is affirmed 
a 5 to the second and fourth claims, and reversed as to the first and third. 
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SPRINGER & AMBBUSTBR vs. STANTON & PEDBICK. 

Iniefferenee. 

IN THE MATTER OF THE INTERFERENCE BETWEEN THE APPLICATION 
OF SPRINGER & AMBRUSTER AND STANTON St PEDRICK FOR A PAT- 
ENT FOR A TRANSPLANTER. 

(Decided Jane 25, 1872.) 
Patentable invention. 

A transplauter havioj; a pair of spades and a pair of compressors, operated in pairs. 

Tbe spades and tlie compressors, respectively, having been patented to one party, 

(Fuller,) another p arty might be entitled to a claim on a single presser and a single 

^pade connected so as to operate simnltaneonsly. 
A still farther modification, in which a pair of spades and a pair of compressors are 

oiierated simultaneously— that is, the compressors forced down as the spades aro 

withdrawn—and by the same impulse, has patentable merit. 

Leggett, Commissmier : 

The inventiou consists of a pair of spades or openers, which make tbe 
hole for the plant ; a guide or tube, through which the plant is guided 
into the earth ; a pair of pressers to press the earth against the plant ; 
and mechanism for operating these spades and pressers simultaneously. 

A patent granted to J. G. Fuller in 18G9 shows a pair of spades and 
a pair of compressors, but operated in pairs, each pair independently of 
tbe* other, so that the broadest claim either party to this controversy 
can maintain is the combination of a pair of spades and a pair of com- 
pessors, .constructed so as to be all operated simultaneously— :that is, 
the compressors forced down as the spades are withdrawn-^aud by the 
^ame impulse. 

Tbe testimony shows that Stanton & Pcdrick began and completed 
their invention May 23, 1871, having made a machine and tested it on 
that day. An effort is made to prove that Springer & Ambruster in- 
vented a similar machine in the early part of 1870; but the model com- 
menced about that time seems never to have been completed. There is 
evidence, however, to show that early in May, 1871, they got up a trans- 
planter having a single presser and one sliding spade connected so as 
to operate simultaneously. Several of these implements were used by 
farmers in tbe vicinity, and their operation found to be defective, espe- 
cially in wet ground. Had Springer & Ambruster applied and obtained 
a patent on their single machine before the application of Stanton & 
Pedrick, it is hardly probable the Office would have hesitated to grant 
a patent to the latter for their particular construction. Several of the 
parts are changed in construction, and there is a general reorganization 
of the whole. The differences are by no means mere colorable varia- 
tions from the construction of Springer & Ambruster, but they are 
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somethiDg more than a mere daplieation of the single machine ; it re- 
qoiies reorganiisation and new adaptation, and a diflTerent constraction of 
some of the parts. Pedrick's examination of Springer & Ambmster's 
single machine may have directed a train of thought that resulted in 
the prodnction of the invention in question, but that is all ; while, on 
the other hand, it seems hardly probable fh>m the evidence that Springer 
& Ambruster had any idea of the particular construction they now 
claim until it was obtained from the completed machine of Stanton & 
Pedrick. 

The decision of the majority of the Examinersiu-Ghief is affirmed, and 
priority of invention awarded to Stanton & Pedrick. 



GEOEQE EICHARDSON. 
Appeal. 

APPEAL FROM THE BOARD OF EXAMINERSINGHIEF IN THE HATTER 
OF THE APPLICATION OF GEORGE RICHARDSON FOR PATENT FOR EVI. 
PROVEMENT TN BOBBINS, FILED MAY 23, 1872. 

(Decided July 24, 1872.) 
Amount of noveU§ e&nf erring patentabilitp. 

Whero a devico, tliongh simple, saves time and labor and is not anticipated, the grant 

of a patent is warranted. 

Leggett, Commissioner : 

The invention consists in providing a bobbin ^ritli a hole or holes near 
its center, on one or both sides^ to enable the spindle to l>e oiled without 
removing the bobbin therefrom. It is designed specially to apply to the 
bobbin patented to J. H. Sawyer, to permit the oil to be applied to the 
bolster-head inclosing the spindle within the bobbin. The claims are, 
first, the bobbin with the oiling^hole or holes, arranged as described; 
second, the combination of the hde or holes with the bolster and spindle. 

The examiner rejected these clajims on the ground, first, that there is 
no utility in the alleged invention; and second, that it is substantially 
met by the withdrawn application of 0. E. Atherfcon, showing an oiling- 
hole, it being common to provide holes to apply oil in otherwise inaccessi- 
ble places in machinery. 

The board affirm the examiner's rejection on the ground of want of 
utility, and say the bolster can only be oiled when the bobbin is emi)ty, 
and it may just as well be done while the bolster is exposed, during the 
exchange of a filled for an empty bobbin. Besides, the disadvantage 
suggested by the examiner, that the holes allow the oil to be thrown off 
by the spindle and injure the yarn, is obvious. 

Against this decision the substance of applicant's arguments is the 
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assertion tbatit is of atOity to provide for oiling the bolster-head with 
out removing the bobbin therefirom, which is sometimes inconTenient; 
that in the exchange of a fnll for an emp^ bobbin both hands of the 
attendant are employed, so that he cannot conveniently oil the bolster | 
that he rapidly passes fiN>m one to another, and ponrs oil in the holes 
when the bobbins are on their spindles; that in practice no oil is thrown 
ont by the spindle upon the yam, bnt it spreads upon the spindle; that 
a great saving of time and labor is accomplished in oiling; and that the 
advantages of the two holes — being that the balance of the bobbins is 
maintained and the attendant is enabled to see the oil i4>plied — do not 
appear in the reference, and applicant, it is suggested, is entitled to 
claims limited to two holes, if not broadly to one, as shown. 

The above is substantially corroborated by .the testimony of two wit* 
nesses of loug experience as mannfitctnrers, who are familiar with the 
inventions of Sawyer and applicant, and one of whom it appears made 
the same invention and applied to the same attorneys to obtain a patent 
subsequent to applicant, which tends to show that the invention was a 
desideratum, as an improvement on Sawyer's. 

The advantages of the two holes appear to be substantial, both theo- 
retically and by the proof, and to be such as warrant the issue of a 
patent. 



TIMOTHY GOBDON, ADXiiasTBATOB. 

Appeal. 

APPEAL FBOH THE BOABD OF EXAMINEBS-IN-CHIEF IN THE MATTEB 
OF THE APPLICATION OF TDIOTHY OOBDON, ADSHNISTBATOB OF TVM. 
GOBDON, FOB PATENT FOB TBLEGBAPH-TVIBU; OBIOINALLY FILED, 
IN THE NAME OF WILLIAM OOBDON, MAY 13, 1848, AND BENEWED 
JANUABY 7, 1871. 

(Decided June 27, 1872.) 
Beneu^al of applications under tJie act of July 8, 1870. 

Th6 act of .Toly 8, 1870, WM intended to provide a remedy for cases re$ a^Meatu, 
Such cases, when properly renewed, should be treated by the Office on their merits, 

no matter by what tribunal rejected. 
Because rejected by the Supreme Court of the District of Columbia, they should not, 
on renewal, he rejected pro forma by the Office, in order to go to the court for re- 
hearing. 

Legks^ett, Commissioner: 

This invention consists in inclosing a telegraph-wire in a non-con- 
ducting coTering formed of strands of fibrous material, saturated, if 
desired, with non-conducting substance, the strands being ^< laid up," as 
10.0 P 
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in rope-making, and the whole coated with gatta-percba, th^ objects 
being to strengthen and insulate the wire, and at the same time leave it 
flexible. The claims are, flrst, the described method of insnlating; 
second, the employment of flbrons strands *Maid np^ to give longitudi- 
nal strength ; and thinl, in such a cable, the nse of gatto-percha as an 
insnlating snbstanco. 

Theoriginal application was filed by the inventor, William Gordon, Hay 
13, 1848, and was once rejected the same year. In 1863, his adminis. 
trator, the present applicant, filed an amended specification and claim, 
which were rejected by all the tribunals of the 0£Bce, and finally on 
appeal to Judge Cartter, of the SapremeConrt of the District of 
Columbia, June 1, 18(K>, for want of novelty. Under the act of July 8, 
1870, the present application was filed, which has been twice rejected 
by the principal examiner upon references, and api)ealed to the board. 

A mfljority of the board t^ike the ground that, so far as the Office is 
concerne<l, the question railed by the prei^ent application is ren oi^'tidf. 
catttj and they afiirm the decision of the primary examiner pro format 
in order that, if the case is to be reconsidered at all, it may l>e by the 
tribunal which rendered the final decision against it The minority 
opinion is that the question presented on appeal is a proper one for the 
board under the net of 1870, and it proceeds to consider the references 
and decides them insufilcient. The innjority of the boanl assume' that 
the present claims are substantially those of the application of 1803, re- 
jected by Judge Cartter, but those claims are missing from the record* 

The argument of applicant denies that this case is res aSjudicatay and 
asserts that it is a new r^se, and must stand upon its merits ; that the 
strict rules of courtH should not be followed by the Ofllce ; but even if 
they are, a subordinate tribunal may send a question a second time 
before an appellate tribumil when an error has been committed, as in 
this case. On the supposition that the present claims are substantisilly 
tlio8e rejected on appeal, the references are reviewed to show that they 
are impertinent, and a brief review of the old law is submitted showing 
th«t the practice has been to rehear application alter rejection. The 
question for the Commissioner seems to be simx)1y whether an ap- 
plication filed and rejected in 1848, renewed in 1803, and rejected for 
want of novelty on appeal to the court in 1800, can be renewed and 
treated on its merits by the Office under the act of 1870 ; and if not, 
then whether it should be rejected j^ro/orma. and allowed to go to the 
court. The examiner assumes tlie former and the board the latter. 

The language of the act of 1870 is that — 

Wlien nn application for a patont bas bn<>n n^jectccl or withdrawn prior to tho pos- 
iin);(o oi' this act, tho applicant shall havo six months from tho date of snch passage to 
renew this application or to file a tiew one. 

This language is broad. It places no limitation upon the signification 
of the word ''rejected^' which makes it necessary or proper for the Com- 
missioner to inquire when or at what stage of proceedings a rejection 
occurred, whether in or out of the Office. 



DECISIONS OF COMinSSIONEB OF PATENTS FOR 1879. 147 

All renewed applications are, in one sense, res adjuMcata^ and it was 
to reach adjndicated cases and provide a remedy that tlic law 'was 
enacted. I Hee no gronnd for the action of the board in re.jccting this 
application pro forma. 

It is properly before the Office for action upon its meritSi and should 
be so conAidered by the board. 

The case is ordered to be returned to the board for such examina- 
tion. 



B. P. CORBAN, 
AppeaL 

APPEAL FROM THE BOARD OF EXAMINERS-IN-CnTEF IN THE MATTER OF 
THE APPLICATION OF B. PERRY CORBAN FOR PATENT FOR LIFT- 
SPRINO FOR WATCH-CASES, FILED OCTOBER 27, 1871. 

(Decided June 27, 1872.) 
Patentable novelty. 

Opinion on the value and validity of the points of difference nfinerted. 

Lbooett, Commissioner: 

The alleged invention sought t^ be patented in this application con- 
sists of a sbeetmetal lift spring for watch-cases, with a right-angular 
wing or flange extending the whole length of its shank, and of eircnlar 
form, corresponding to that of the shank. It is claimed as an article of 
manufacture, and the examiner and Board of Appeals have rejected it 
upon reference to the reje<;ted application of Simon B. Parker, filed 
February 3, 18G9. Parker's lift-spring has a small lip projecting at 
right angles from near its center, through which a screw passes, secur- 
ing the spring in the watch, and acting as a pivot or fulcrum, in con- 
nection with a spur projecting at right-angles from the fixed end of the 
spring, securing the same to the watchcasc. The difi'crenees in the con- 
struction of these devices are api)arent : first, api)Ii(;ant's spring has a 
rigid shank, with a flange extending its entire length, pierced with 
holes, while the reference, as already stated, has but a narrow projecting 
lip near its center;. second, applicant dispenses with the spur at the 
fixed end of Parker's spring, which, as asserted, undoubtedly wears the 
watch-case and becomes loose. 

Whether these diflerences are of importance or not is equally appar- 
ent from a consideration of the operation of the resx>ective springs. 

Applicant's spring, because of its rigid shank, operates only at its 
small end, while Parker's works at both ends. The entire length of its 
large or shank end serves as a fastening, its base or surfiice in contact 
with the watch-case being extended, and calculated to hold it secure iu 
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place, while Parker's spring is held in position by a pivot-screw and the 
end-spar, contact with the case being at two definite points, and con- 
seqnently the liability to wear loose being great. Again, in a^osting 
applicant's spring in position, he merely tnrns it in place, the flange 
being drcolar for that purpose, and secnres it at the proper point, while 
Parker's spring mnst be filed off to fit it by lengthening or shortening, 
as the case may be. 

These manifest differences of constmction and operation clearly de- 
termine the reference insafflcient, and exhibit applicant's spring as a 
substantial improvement. 



JAMES PAREOW. 
Appeal 

APPEAIi FROM THE PRINCIPAL EXAMINER IN THE HATTER OF THE 
APPLICATION OF JAMES FARROW FOR LETTERS PATENT FOR AN 
IMPROVEMENT IN THILL-COUPlilNGS. 

(Decided June 27, 1872.) 
Practice under Rule 44. 

Where i^ device is cUimed it is not neoessary that all the elements of its oonstraetion 
should he mentioned in the claim, unless the novelty of the device depends npon 
their presence. 

It is only necessary to name such elements as constitute an operative mechanism. 

Thachsr, Acting Commiaeioner : 

Exception was taken by the examiner to the original first claim on 
the grouud that, as a thill-conpling was claimed as an entirety, all the 
parts of the coupling should be mentioned in the claim. The second 
and fourth claims were also objected to on the ground that no combina- 
tion existed between the elements named. Applicant then amended by 
striking out the fourth claim altogether, and substituting new claims for 
the first and second, which are again refused by the examiner on the 
same grounds as before. From this decision applicant appeals. 

It is not necessary that every element entering into the construction 
of a certain device should be mentioned, even though, as in this in. 
stance, the device be mentioned in the claim as a whole. If there are 
parts which may be optionally omitted in the construction of the device, 
they may also be omitted in the claim. It is only necessary that such 
elements be named as will constitute an operative whole, unless the 
novelty of the device depends upon the presence of the additional ele- 
ments. The parts named in the present first claim constitute an opera* 
tive thill-coupling, and the said claim is, therefore, in proper form for 
examination. 
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The etemeiits luuaed in the second elstm all oooperate to form a lock- 
ing device for the pin which fiistens the thill-iron and jack together. 
The combittationy therefore, appears to be legitimate. 

Tkt decision of the ezamhier is OTermled^ and the claims will be ex* 
amined on their merits^ 



EL HAMMOND. 
AppedL 

APPEAL FBOX THE PBINOIPAL SXAMINEB IN THE HATTEB OF THE 
APPLICATION OF HENBT HAMMOND FOB LETTEBS PATENT FOB IM- 
PBOTEMENT IN DBOPS FOB SWAOINO METALS. 

(Decided Jnne 27^ 1872.) 
Practice under Rule 43. 

In an appeal to the Ezaminen-in-Chief the application muBt be considered as it was- 
when last passed upon by the priDcipal examiner. 

In taking an appeal to the Examiners-in-Chief no amendment to the claim can be per- 
mitted. 

Xkacheb, Acting Cawmisrioner : 

hi this case the examiner having twice rejected a portion of the 
daimst applicant appeals to the Examiners-inGhief. Bnt in takhig this 
Sf^eal several important amendments to the claims are proposed to be 
ttttde. Under these circnmstances the examiner refuses to answer the 
^seasons of appeal'' and permit the case to go forward. From this 
Mfion applicant appeals to the Commissioner. 

Bnle 43 settles the practice of the Office in sach cases. It is as fol- 
lows : *' The Examiners-in-Chief will consider the case as it was when 
BiBt passed upon by the primary examiner, merely revising his decis- 
ions so far as they were adverse to the appellant." 

This rule precludes all amendment of the claim after it leaves the 
examiner, except as provided in Rule 31 for special amendments, in 
which case the amendment, if admitted, is sent to the examiner for his 
action. 

The decision of the examiner must be sustained. 
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T. C. HOOPBB. 
AppeaL 

iLBV^kL FROM THE PRIMARY EXAMINER IN THE MATTER OF THE 
APPLICATION OF THOMAS 0. HOOPER FOR PATENT FOR WET GAS- 
METER ; FILED APRIL 19, 1871. 

(Decided June 28, 1872.) 
Practice under Rule 44 — Farm of claime. 

The Office require! that » claim ahall be in termji which coyer directly the device pre- 
sented. 
It is not sufficient that in an equivocal form the devices be indirectly covered. 

Thaoher, Acting Cammieeianer : 

The claim upon which this appeal la taken is, in substance, increasing 
the area of the water surface in one chamber, with relation to that in 
another chamber, by constructing the one chamber with the relative en- 
largement shown in Figs. 2 and 5, for certiiin described purposes. The 
gist of the invention is the construction of an enlargement in the inlet- 
chamber, having such a relation as to produce a useful result By a 
careful analysis of the claim it is discoverable that it covers this inven- 
tion, and the courts would undoubtedly so construe it. But this fact 
much more readily appears from an abstract of the claim, as above pre- 
sented, than it does from the claim itself. The examiner, however, puts 
it a little too broadly when he says the claim is <^ indeterminate in sub- 
stance.'' It is not altogether a functional claim, such as referred to in 
Ex parte Simonds, Decisions 1870, page 23. But neither is it in such ^^ clear, 
concise, and exact terms," and in such unequivocal form, as are contem- 
plated by the requirements of the law, and as should be insisted upon 
by the Oflice. Although the cases are not precisely parallel, the reason- 
ing in the appeal of John M. Cornell, Gazette, vol. 1, No. 24, is in the 
main applicable here. The claim would certainly be much clearer if it 
were, and I see no reason why it should not be, drawn substantially in 
the following form : 

The inlet-diamber Ay provided with^ &c. 

The decision of the examiner is sustained. 
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HENBY H. PACKER. 
Extension. 

m THE MATTER OF THE AFPUOATION OF HENBT H. PAOKKB FOB THE 
EXTENSION OF UBTTEBS PATENT NO. 20,7289 FOB AN IMPBOVEMENT 
IN HANB-DBILLS; GBANTED TO HDC JUNE 24, 1858. 

(Decided June 29, 1872.) 
Original or reissued patent in extension. 

Where a patent has been sarrendered and reissued, the original can be extended only 
when it appears that the original patentee neither assented to nor has been inter- 
ested in the reissae thereof. 

In Potter vs. Braaiudarf, the extension of an original patent was held to be valid solely 
on the ground that it was the only patent which the inventor had ever adopted or 
assented to. 

Where a patent had been surrendered and reissued by the^ patentee himself: Seld, 
that the extension of the original patent must be refused on the ground that the 
application should have been for the extension of the patent as reissued. 

Thaohbb, Acting Oomtkissioner : 

In this case it appears that, September 12, 1865, the patentee made 
application for the reissue of his original patent, which was granted, 
and a new patent issued January 2, 1866. It is understood that said 
reissued patent has remained in his possession ever since it was granted. 
He now prays for an extension of the original patent. 

In Potter vs. Braunsdorf^ 7 Blatchford, 97, the extension of an original 
patent was held to be valid, notwithstandiug it had been reissued ] but 
the circumstances were diflfereut from those in the present case. The 
original patent was granted to Bachelder May 8, 1849. It was reissued 
to his assignee November 2, 1858, the specification of such reissue being 
signed by the assignee, and not by Bachelder, The reissue was not as- 
signed to Bachelder. Upon the application of the original patentee, the 
first patent was extended to him by the Commissioner of Patents. In 
passing upon the question of validity, Judge Blatchford used the follow- 
ing language : 

Where a patentee, having secored his invention by a patent with a specification in 
SQch form M he regards to be most proper, assigns the entire patent for the original 
term only, reserving his right, nnder the eighteenth section of the act of 1836, to apply 
for and obtain an extension, it ought not to be, and it is not in the power of the 
assignee, by snrrendering the patent and obtaining a reissue of it on a specification 
not signed, assented to, or adopted by the patentee, and which perhaps the patentee 
may regard as rendering the reiasned patent invalid, or as secdriug by now aud different 
claims rights of little value, to affect, withont his consent, the statutory right con- 
ferred on the patentee to apply for and obtain on extension of the only patent which he 
has ever adopted or assented to. 
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It will be Men that this decision contains no authority for the exten- 
sion of an original iiatent when it has been reissaed by the patmitee 
himself, or if he has in any way assented to snch reissue. Under soeh 
droauistances the application mast necessarily be made for the exten- 
sion of the reissued patent 

The extension in this case, therefore, mnst be refnsed. 



W. H. McLELLAN. 
AppedL 

APPEAL FBOM THE PBIICABT EXASCINER IK THE MITTEB OF THE 
APPLICATION OF W. H. X'LSLLAN FOB REISSUE OF REISSUED 
PATENT NO. 3,370, FILED MARCH 4, 1872, FOR FAR&B0XE8 FOR CARS. 

(Decided June 29, 1872.) 
Practice under Rule i^^Meaning of ^^ equivalent.^ 

In accordaDoe TritL Role 130, no coDalderation ^riU be gtyen in appeal eaaee to state- 
mentB relating to alleged verbal agreements between attorneys and examiners. 

Thacheb, Aeting Commissioner : 

In this appeal considerable stress is laid upon a verbal agreement said 
to have been made between the examiner and applicant relative to the 
disposition of the matter now in controversy, out of which agreenotent, 
as might have been expected, a misunderstanding has arisen. Atten- 
tion to Section 130 of the rules by all concerned wocdd obviate all difB- 
culties of this kind. It does not appear from the record that any 
decision was reached by the Oommissioner in the appeal taken in this 
case March 30, 1872, upon a similar question ; and it is wholly immate- 
rial, therefore, what is asserted or understood about it, on one side or 
the other. The question now is, whether the words '^ or their equiva- 
lents" in the iirst claim, objected to by the examiner, should be required 
to be erased or not. This precise question was decided by the Acting 
Commissioner (Duncan) with reference to the third claim in the case of 
the Continental Windmill Company^ appealed from the primary examiner. 
(Decisions 1870, p. 74.) That was an application for reissue like the 
present, and, so far as this issue is concenod, an exactly parallel case. 
The words " or equivalent ^ referred then to a definite device— :a turn- 
table — as the words '^ or their equivalents " do now to two well-defined 
devices — ^^ the levers W and A." An issue upon the matter is no more 
^< advisable" now than it was then, and the decision of the examiner 
must be overruled. 
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W. BUTTBBFIELD. 
AppedL 

APPEAIi FBOV THE PBDCABY BZAXZNXB IN THB MATTBB OF THB 
APPLICATION OF WM. BUTTBBFIBLD FOB PATBNT FOB HOCK BUTTON 
AND BUTTON-HOLS FOB LEATHBB WOBX, FILED MAT 18, 1872. 

(Decided July 1, 1872.) 
Practice under rule 44 — Article of manufa4^r6 — Uetful — Ornamental. 



A deVioe which is eheiq^r Mid more danble, allboogh iti bot«1 tetim !• fiyr omft^ 

mentation, is pfttentaUe m mi article of maaufiwtnre when intended ae a eafaetitQta 

fi>r an article both naefnl and ornamental. 
There are two tests of the utility of an article of mannfaotnre : the first referring to 

the aayantago gained in its actual nse, and the seoond to the saving effected in its 

c<mstraction. 
The test of novelty ia that it mnst diflbr from other like articles ^ in essential points *' 

oomprehending the legal reqnisites of patentable novelty. 

Thaohbb, Acting Oammieeianer : 

Thia applipation ia r^ected by the examiner on tbe ground th&t it 
presents subject-matter for a design patent. The alleged invention con- 
sists in the formation of mock buttons and m66k stitched button-holes 
upon boot and shoe uppers, &c., by stamping and embossing. Its object 
is to supply the place of the real buttons and button-hole stitches here- 
tofore used. The advantages of its substitution for them are said to 
be, and undoubtedly are, that the mock buttons are more durable, not 
being liable to come off, and that the expense of providing the uppers 
with them is less, the use of a sewing-machine and real buttons being 
dispensed with. But the question arises, What is the object of the real 
buttons ordinarily used in such situations as that these mock buttons 
may be advantageously substituted for them t It is obvious that such 
real buttons must be used merely for ornamentation ; for if they were 
required for the performance of their ordinary function, mock buttons 
would not do in their stead. The mock buttons and stitches, then, serve 
merely for ornamental purposes, and are brought forward by the in- 
ventor because they constitute a cheaper and more durable ornamenta- 
tion than the things for which they are substituted. This is true of the 
mock buttons and stitches abstractly considered, and if the claim were 
presented broadly for them alone it might perhaps be a nice question to 
dietermine whether or not they would be proper subject-matter for a 
design patent f but that question is not necessarily involved in this case, 
for the reason that the claim presented reaches merely an improved 
upper, &c., having mock buttons and stitches, practically as an article 
of manufacture, although these words are not employed. The claim is 
as follows : 
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The improveil boot aud Bhoe appen, or other leather work, having a series of mock 
buttoDH, furiuiMi a« deecribedi eacn button beinjc provided with emboesed stitches, as 
shown and descrilied. 

The real aud only qaestioui then, which this case now presents is, 
whether the upper provided with these devices, which upper is to be 
substituted for the ornamental one now employed having genuine but- 
tons aud stitches, is iiatentable as an article of manufacture. 

Tested by the criterion laid down in Charles A. Moorty (Decusions, 1871| 
p. 249,) the answer is easy: First, it is, of itself, an article of trade. 
Second, it is useful. And in this connection it is to be observed that 
there are two recognized and reliable tests of the utility of an article 
of manufacture; the first referring to its function or operation, aud the 
second to its cost of production ; aud it is immaterial whether an article 
of manufacture works a benefit in what it does when in use, or in what 
it saves, as a substitute, in cost of production. It is, in either case, 
endowed with that element of usefulness required to render it patent- 
able. Judged by what it saves iu cost of production over the oMinary 
uppers having genuine buttons, this upper is, as already stated, useful. 
Third, it is <^so diflferent in essential points from other articles of the 
class to which it belongs as to be easily distinguished in the market.'' 
With reference to this i)oint, in order thiit there may be no misuuder* 
standing, the precise words of the Commissioner should be noted. He 
says, '< so different in eaunUal paintSy^ clearly referring to those promi- 
nent requirements of the law defining patentable subject-matter, and 
referring to the element of novelty which must attach to the article 
itself, and be apparent upon reasonable inspection by the public, or 
that portion of it for whom the article is intended. 

As this case is now presented, I think it should be examined as to 
the novelty of the alleged iuventiou, which is the only question 1 per- 
ceive as to its patentability. 



J. D. DIFFENDEKFEB. 
Appeal. 

APPEAL FROM THE PRINCIPAL EXAMINER IN THE MATTER OF THE 
APPLICATION OF JOHN D. DIFFENDERFER FOR LETTERS PATENT FOR 
A DESIGN FOR DESK-STANDARD. 

(Decided July 8, 1872.) 
Practice under Rule 44 — Design patents — Functional claims. 

In an application for a design patent both the obverse and reverse of tiie design may 
be shown. 

But tlie views should correspond, that !», illustrate like XK>rtious of the device 
claimed. 

A patent for a design cannot be granted where the function of a device forms an ele- 
ment of the claim. 
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Where the claim if» for a ** deaign salietantially a« shown and described," and the de- 
scription contains references to the purpose and nse of certain devices : Jialdf that 
function is thereby carried into the claim, which therefore should not be allowed. 

Thaohbb, Acting Commiisioner : 

In taking this appeal applicant says : '^ The qnestion for dccinjon iS| 
can applicant show and describe tbe inner as well as the onter side of 
his standard t" I have no hesitation in giving an affirmative answer 
to this question. Every applicant for a design patent has an undoubted 
right to show both the obverse and reverse of the oruuiuental work 
which he has devised. But the two faces should correspond ; if one be 
shown entire the other should be also. In this case, while the obverse 
of the standard is fully illustrated the reverse is only partially shown. 
Tbe drawings should be amended to correct this error : Fig. 2 should 
be made to correspond with Fig. 1, so as to represent the reverse of the 
entire standard. 

I find, upon examination, that this is not the only question in the 
case. In his first letter of rejection the examiner states his objection 
to the grant of a patent as follows : 

The application above named embraces much more than can be admitted lu a de- 
•iffn. The exterior form or configuration is all that can be allowed. Tbe other parts, 
relating to function, must be erased from tlie 8pecifici|tioii and drawiuK* 

Subsequently to this action applicant amended his specification and 
drawing so as to overcome, as he supposed, the objection of the exam, 
iner. This it seems he failed to accomplish, for on the 1st instant the 
examiner rejected the case a second time, restating his position, as 
jbllows : 

The same objection exists to the specification as amended as to the original ; and 
nearly the same form of a school-desk can be found in this room, whieh was i>laced there 
on the 3d day of January, IWO. 

It becomes necessary, then, to examine the description and claim in 
this ease, to determine whether the function of the standard forms any 
part of the invention claimed. Applicant claims — 

The design for a desk-standard, substantially as herein shown and delscribed. 

Turning to the description I find that in describing the inner side, or 
reverse of the standard, certain flanges and projections are described 
and referred to by letter, the purpose of which, as stated by applicant, 
is to form supports for the bottom, end-pieces, and shelves of the desk. 
This language obviously carries the function of the parts mentioned 
into the claim for the design, for said claim refers directl^^ back to the 
description for its interpretation. This class of claims in application 
for design patents has already been criticised by the Commissioner, and 
the field to be occupied by such patents clearly defined in the appeal 
case of Peter C. Parkinson, C. D., 1871, p. 251. 

The present case, in my opinion, comes clearly within the ruling in 
the decision referred to above, and in accordance therewith the appli- 
cant should be required to erase from his description all reference to 
the function of the standard, or any portion thereof, described. 
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M. BlUTH, ADMINIBTBATBIX OF O. & SMITH. 

IN THE MATTEB OF THE APPLICATION OF HABIETTE SMITH, ABHIN- 
ISTBATBIX OF OEOBOE S. SMITH, DECEAHBD, FOB EXTENSION OF 
PATENT NO. 20,959 FOB AN IMPBOTEMENT IN BAILBOAD SWITCHES, 
OBANTED TO OEOBaB B. SMITH JTTLT 20, 1868, AND BEISSUED TO 
MABIETTE SMITH DECEMBER 17, 1867, NO. 2,814. 

(Dedded Jaly 18, 1872.) 
Combination olaimi— Indefinite deieHption$. 

If the inyentioQ oorered by a ffir^n claim be noTel, the combination of the elementi 
of the said claim with certain other speeifled deWcee ie allowable in another olaim, 
frwfiied that the combination be legitimate. 

Phraees of general import intended to extend the scope of an invention, and the repeti- 
tion of Bynonymoas terms in a description, are to be discouraged. When they defi- 
nitely oyerreach the features of the deyice they cannot be allowed. 

Thacheb, Acting Oommieeioner : 

This invention consists of an improved railway switch composed of a 
vertical shaft with a signaMamp and day-signals on its top, a spring- 
lever near its middle for taming it, and a pinion on its lower end work- 
ing in a rack-bar which moves the switch-rails. The spring-lever tarns 
apon a horizontal segment or ring with notches upon its apper surface, 
into which the lever descends when brought in opposition thereto, and 
is held fiftst, thereby secaring the switch-rails in their proper adjust- 
ments. 

The examiner has called attention to the second, fourth, fifth, and 
sixth reissue claims, covering subordinate parts of the invention, and 
has submitted references which he suggests should have precluded their 
allowance. 

Upon a careful inspection of these references I can concur in the opin- 
ion of the examiner only in part. 

The second chum is for the combination of the elements of the first 
with certain other specified devices. No objection is made to the first 
claim ; but if the invention covered by the first claim be novel, and the 
combination expressed by the second claim be legitimate, there is no 
good ground for objecting to the said second claim. The lantern is ar- 
ranged so as to be operated by and in connection with the devices men- 
tioned in the first claim. The combination in the seicond claim, then, 
appears to be proper and legitimate, and the validity of the first claim 
determines the validity of the second also. 

From his criticism of the sixth claim I suspect the examiner mast 
have misapprehended the nature of the invention referred to therein. 
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Tbe spring mentioned is for the purpose of forcing the lever into the 
notches in the segment, and not to ojierate it longitudinally, as the ex- 
ftminer seems to have supposed. There appears to be no valid objection 
to this claim. 

I agree with the examiner that the fourth and fifth claims ought 
never to have been granted. The rejected application of Woodward, 
filed in 1857, is a complete anticipation of the invention set forth by 
said claims. 

In the reissue of this patent it was attempted to extend its scope by 
the introduction of such phrases as ^^ mechanical means,'' '< equivalent 
means," ^< other parts," and the re|)etition of synonymous terms, the 
enumeration of varieties of ordinary gearing, mechanical devices, &c., 
much after the verbose style of ancient commonJaw pleadings. This 
was allowed under a more lax practice than at present prevails, and as 
it adds nothing to the scope of the patent, and as the features of this 
device have not really been definitely overreached, the objection to the 
form of the specification will be waived. 

The requisites of the law necessary to warrant the grant of an exten- 
sion appear to be substiuitially presented, and upon the filing of a dis- 
claimer to the fourth and fifth clauses of claim the patent will be ex- 
tended. 



HORATIO ALLEN. 
ExteiMum. 

IN THE MATTSB OF THE APPLICATION OF HOBATIO ALLEN FOB THE 
EXTENSION OF LETTEBS PATENT FOB AN IMPBOVEMENT IN TT7BE* 
JOINTS FOB CONBENSEBS, GBANTED TO HIM JULY 20, 1868, AND 
BEISSUED MAT 8, 1866. 

(Decided July 18, 1872.) 
New matter in reissue specifications. 

A use of the invention being saggeBted in a reissned patent not mentioned in the origi- 
nal : SM, that Buch suggestion is new matter and ought not to have been allowed 
19 the reissue, although the nse proposed was analogous to that originally described. 

The disclairaer of such new matter a necessary prerequisite to the extension of the 

patent. 

Thagheb, Acting Commissioner : 

This case appears to be one of peculiar merit in all respects. There 
is but a single objection to tbe extension of the patent sought. In the 
specification of the reissued patent matter is found which is entirely 
foreign to the description of the invention given in the original patent. 

The following is the paragraph : 

The invention herein described, for making the Joints in the heads of sur£sce-oon- 
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denten, is plainly ftpplienble, withoai ftirther inTentioD, to closing water-tight the an- 
nular space formetl when a tnbe or eylindrioal body passes through a cylindrical hole, 
whatever be the material. Thus it may be applied to closing at any deeired point the 
annular space intervening between the outside of the tube in an oil-well and the inside 
of the hole drilled through rock, and thereby in its expanded state, when saturated by 
water, prevents the passage of water through said annular space. Tubes of compressed 
wood or uncompressed wood, in one piece or in separate staves, as herein described, 
aq4 of a few inches in length, would effectually answer the purpose. 

While the uae of the invention herein suggested may be justly re- 
garded as analogous to that set forth in the original patent, there is no 
intimation in said patent that such use had at that time been thonght 
of by the inventor. 

As, then, the original patent contains no suggestion warranting the 
insertion, in the new specification, of the paragraph cited above, it must 
be regarded as entirely new matter, and its interpolation in the reissued 
patent ought not to have been allowed. It must now be disclaimed 
before the extension can be granted. 

Upon the filing of such disclaimer, however, the patent will be ex- 
tended. 



McDOCTGAL vs. EAMES AND SEBLT. 

IN THE MATT£B OF THE INTEBFEBENOE BETWEEN THE APPI^IGA- 
TIONS OF ALEXANDEB M^DGUaAL, VTLEJ> JUNE 23, 1871, FOB BE- 
ISSUE OF PATENT NO. 66,725, COMPOUND FOB BESTBOYINa INSECTS, 
GBANTED JULY 16, 1867, AND THAT OF CHABLES J. EAMES AND 
CHABLES A. SEELY, FILED AUGUST 5, 1871, FOB BEISSUE OF PATENT 
NO. 65,186, COMPOSITION FOB SOAP, GBANTED MAY 28, 1867. 

(Decided July 22, 1872.) 

The language of a patent mnst be interpreted in view of the objects of the inyention, 

and to harmonize therewith if possible. 
The signification of terms at the date of a patent must govern in aacertaining its scopot 

and not the signification such terms may qftenvard have acquired by the progress of 

the art. 

Lbggett, Commissioner: 

The question of priority between the parties to this interference de- 
pends upon the question whether the subject-matter of the patent of 
McDougal of July 16, 1867, now sought to be reissued, is identical with 
that of his English patent, ^o. 2,510 of 1860. This is the whole issue 
in the case. 

As decisive of the identity of these patents, considerable efforts have 
been made by the parties to fix the date of the discovery of carbolic 
acid respectively anterior and subsequent to 1860. The testimony of 
experts has been adduced, and exhaustive citations from scientific works 
have been made, from w.hich it appears clear enough that carbolic acid 
did exist and was known prior to that date. The existence of the name 
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and its application to a chemical substance lonj^ before 1860 woald seem 
to be sufficient to establish the fact of the existence and knowledge of 
the substance itself before that time, however much it may have been 
purified and its properties developed by more recent experiments. But 
this fact is not decisive of the identity of the subject-matter of Mc* 
Dougal's American and English patents, in view of the other facts 
established in the case; nor has it any very important bearing upon that 
question. 

The point of importance is, whether the language employed in the 
English specification really signified carbolic acid or some other sub- 
stance ; and this is to be determined by a consideration, not only of the 
language itself, but of the nature and purposes of the invention, to con- 
form with which the language must be conBtrued,.if it may be done 
within the bounds of reasonable interpretation. 

In his English patent, McDougal says: ^^My invention consists in the 
use of the heavy oil of tar, or dead oil, or crude carbolic acid^ an it %% same- 
times called^ or creosote," which he treats with an alkali, and then adds 
^' a sapouifiable, fatty substance." From this language it is clear that 
the phrase '* crude carbolic acid " refers altogether to the dead oil of tar, 
and is used merely as a synonymous expression applied to that sub- 
stance. But in the claim the words ^^ carbolic acid" alone are used 
without even the qualifying word '^ crude;" which fact has greatly 
sharpened this controversy. The claim is as follows: ^^The use of car- 
bolic acid in the preparation of materials or compositions for destroy- 
ing vermin on sheep and other animals, and for protecting them there- 
from." I should regard it as extremely probable, upon a mere reading * 
of the specification, that the words ^^ carbolic acid" are loosely used in 
this claim to signify the same substance — viz., dead oil of tar — ^that the 
words ^^ crude carbolic acid" plainly signify in the statement of the in- 
vention, as above quoted. But this, if not sufficiently apparent upon an 
inspection of the specification, is rendered conclusive to my mind by 
reference to the object of the invention; and the expert testimony ex- 
plaining the nature of the compound invented, and of the ingredients of 
which it is composed. The title given the invention is, '^ Improvements 
in materials or compositions for destroying vermin on sheep and other 
animals, and for protecting them therefrom." Its object is to produce 
not a soap, but a vermin-destroyer, to be used upon animals. In again 
reciting the ingredients employed, before stating their relative propor- 
tions in the mixture, the inventor says, ^<I take crude carbolic acid or 
heavy oil of tar," &c., referring as before to a single substance. Then, 
proceeding to give the relative proportions of the constituents of the 
compound, he says, ^< Those preferable for the purpose in view are two 
parts, by iceight, of carbolic acid, one part, by tceight^ of caustic soda of 
5(P Twaddle, and one part, by weight, of tallow, fat, or other sapouifiable 
substance.*' Now, if carbolic acid proper was here meant, then there 
would have been produced a compound of definite nature and properties, 
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and better cdlcalated to kill sheep thsu vermin ; bat if merely dead oil 
of tar was meaot^ then the resalt would obvionsly have been, as estab- 
lished by the testimony of the chemical experts, the production of a 
very different comHnodily. I shonld not donbt, withont the light of the 
testimony, that, if the former were nsed in the proportion set forth, it 
wonld not make either a practicable soap or sheep-dip, or that^ as re- 
marked by one of the connsel, it would cost more than the valne of the 
sheep to 'be protected. Bat it is not doubted that if the latter were 
used, as specified, a very good sheep-dip might be produced. 

Therefore, unless well-established legal rules for the constmction of 
language be wholly disregarded and the preponderance of the testimony 
ignored, it is certain that in McDongal's patent of 1860 he did not 

^ contemplate the use of carbolic acid proper, and that he did not in any 
sense produce, or Intend to produce, a soap. The idea is absurd that an 
animal vermin-destroyer conld be a soap merdy in demand for the ordi- 
nary uses of that article. 

In his patent of 1867, however, McDougal describes both a soap and 
a sheep-dip— the latter substantially identical with that covered by his 
English patent, and the former evidently composed of carbolic acid 

. proper as an ingredient, but employed in very different quantity and 
proportion from those of the heavy oil used in compounding the she^- 
dip. This soap is identical with that of Eames and Seely , and the sheep- 
dip is altogether another thing, having no relation to their invention. 
The third claim in McDougal's reissue application covers his soap, and 
is the only one in interference. McDongal's patent of 1867, so far as it de- 
scribes a soap, onght never to have been granted without an interference 
with the patent of Eames and Seely, which was issued on the very day 
that McDougaFs application was filed. A little more care upon the part 
of the examiner at that time would have saved the Office irom a great 
amount of vexatious labor and the parties firom thousands of dollars of 
needless eitpense. 

The decision oi the Board of Appeals is reversed, and priority of in- 
vention awarded to Eames and Seely. 
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J. P. OHATILLON. 
AgpedL 

APPEAL FROM THE BOARD OF EXAMINERS-IN-OHIBF IN THE MATTER OF 
THE APPLICATION OF JOHN P. OHATILLON FOR PATENT FOR BP^INO- 
BALANCE FRONT; FILED NOVEMBER 13, 1871. 

(Dedded Jnly 24, 1872.) 

Changeof fnaterial — References inrejection — NaveUjf — Inventkm^^^Articlei 

of manufacture.^ 

The mere sobstitntion of* a skeet-metal fiiee-pliite for one of cast metal, when no 

other improvement is effected than snch as results from the mere snhstitation, is not 

patentable. 
In rejecting an application it is not necessary that the reference shall inTolve identity 

of material, form, and specific use. 

Leooett, Commiseianer : 

This alleged inventioii oonsists in a front or face-plate for spring- 
balances, made of sheet-metal, which is intended as a sabstitnte for the 
ordiuary cast-metal face-plate. Such cast-metal plates for balances, it 
appears, have heretofore been provided with a solid raised circular bead 
for holding in place the sash which contains the dial-glass, and this bead 
has had two recesses formed in it for the reception of projecting eifcrs upon 
the sash for securing the same npon the fisMse-pIate, which applicant has 
illustrated in Fig. 4 of his drawings. Applicant proposes to stamp tip a 
bead from sheet-metal, which will be hollow on the back ; and instead 
of stamping up recesses, he stamps holes in the plate for the reception of 
projections or spurs on the sash, which he clinches, when the sash is in 
place, in a manner shown in the references cited bj the examiner. He 
claims a sheet-metal face-plate as an article of manufacture, and alleges 
three advantages for it over the old cast-metal plates: First, that the 
sash can be more conveniently attached; second, that he saves material 
and exi)ense ; and, third, that he produces a better-looking face-plate. 
The truth of the first allegation is not apparent. On the contrary, it is 
obvious that it would be quite as convenient to attach the sash in the 
old way upon the old cast plate } but however this may be, the references 
show that applicant's plan of attachment is not his invention — it is as 
old as the clinching of a nail by bending. The second advantage 
asserted no doubt exists, but it is due alone to the fact that sheet-metal 
is employed. The third may be admitted, but is without any bearing 
upon the present issue. 

All that I perceive applicant has done is to substitute a sheet-iron for 
a cast-iron face-plate, without overcoming any obstacle, making any 
discovery, or manifesting any invention. I will not go so £ar as to say 
11 OP 
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that soch a substittttion, even at this late day, might not possibly be 
made auder soch pecaliar circnmstances as to involve ingennity and 
amount to invention; but, as remarked by the examiner, ^^The use of 
sheet-metal in the manufacture of cheap articles has become so extended 
in the arts that the mere substitution of a sheet-metal plate for one of 
oast metal" — when no other improvement is effected than such as 
results from the mere substitution — is not sufficient ^und to warrant 
the grant of a patent. 

I cannot see how the matter is helped any by modifying the applica- 
tion so as to claim the device as a ^^ new article of manufacture." The 
applicant argues that unless an exact reference can be found involving 
an identity of material, form, and specific use, a patent must be granted. 
This position is too absurd to require consideration. 

Invention is an essential prerequisite to. a patent. While it is not 
always easy to distinguish the exact/ point where ordinary mechanical 
skill gives place to invention, yet there are multitudes of devices and 
articles of manufacture so far removed from this doubtful point as to 
leave the mind in no uncertainty as to whether the inventive faculty 
has been exercised or not. One may often say positively there is no in- 
vention, even though nothing like the thing in question, In its entirety, 
was ever before made. Novelty, in this sense, does not necessarily pre- 
suppose invention. Applicant has submitted one well-known material 
for another, has adapted it by a well-known process, and attached it by 
a method in common use. When he determined to use sheet-metal in 
place of cast, he had only to say so to any person skilled in working 
sheet-metal, and he would have produced substantially the device in 
question, without direction or instruction. The law certainly never con. 
templated giving a separate patent upon every possible form or use to 
which sheet- metal could be put. If applicant's device is patentable, 
then, as a new article of manufacture, every household utensil, and 
every possible article of clothing, and everything else that is made, is 
patentable, unless the Office can produce on exact copy of the same as a 
reference. 

This subject is fully discussed in the case of Ackersan^ ex parte^ Com- 
missioner's Decision of 1869, page 74, to which reference is made. 

The decision of the board is affirmed. 
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U. MEWES. 
Appeal. 

APPEAL FROM THE BOABB OF EXAMINEBS-IN-CHIEF IN THE MATTEB 
OF THE APPLICATION OF HENBT MEWES FOB PATENT IN mPEOTE- 
MKNT IN CUTTEBBABS FOB MOWBBB AND BEAPEBS. 

(Decided Jaly 24, 1872.) 
Practice. 

Before an application is permitted to be appealed nj^n its merits it should be in condi 

tion to be at once issued if the examiner be reversed. 

Legk^ett, Cojnmieeianer : 

This case had several examinations by the principal examiner, and 
was by him rejected. The applicant made nameroas amendments. The 
final amendment embraced two claims, the latter of which is entirely 
inconsistent with the description of the invention in the body of the 
specifications. This fact was recognized by the principal examiner, 
an^ also by the Board of Appeals. The examiner permitted the appeal 
to be taken, and the Board of Appeals heard the same and permitted 
the appeal to be taken to the Commissioner in person without first re- 
quiring that either the claim or the specifications be so amended as to 
make them consistent with each other. 

fiule 44 requires that ^^ all claims must be passed upon and all prelim- 
inary and intermediate questions must be settled before the case is ap- 
pealed to the board." The spirit of this rule is that no case shall be 
appealed to the board until it is in such condition that a patent may be 
at once issued if the board reverse the action of the examiner. Why 
this rule has been ignored in this case I am at a loss to understand. 
The examiner should never have permitted it to pass from his hands 
in the condition it now is. Neither should the board have taken cog 
nizance of the case in such condition. Should the Commissioner act 
upon the case as the board has done, and sustain the action of the 
board, the applicant would have the right to appeal to the courts ; and 
the authority of the Commissioner to require a change in either specifi- 
cations or claims after the court has reversed the action of the Com- 
missioner is, at least, doubtful. Hence, the Commissioner will not ex- 
amine the case in its present condition upon it-s merits, but returns the 
same to the principal examiner to have the preliminary qjuestions 
settled. 
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HUNTINGTON VS. VAN HAGAN. 

InterfereH^. 

APPEAL FROM THE BOARD OF EXAMINEBSIN-OHIEF IN THE MATTER 
OF THE INTERFERENCE BETWEEN THE APPLICATION OF FREDER- 
ICK M« HUNTINGKFONy FILED JUNE 26, 1871, AND LETTERS PATENT 
NO. 114,008, ISSUED TO ISAAC VAN HAGAN, APRIL 25, 1871, FOR MA- 
CHINE FOR PRESSING AND STAMPING SHEET-METAL. 

(Decided Jaly 25, 1872.) 
Decision on the statemmU presetited, 

Leggktt, Cammissianer : 

The invention in controversy is an attachment for a machine used in 
the manafacture of sheet-metal covers for cans, boxes, &c. The ques- 
tion at issue is not which party made the invention first, but which 
invented the device. There is no pretense that ea<!h invented the device 
independently of the other. Each swears positively that he made the 
invention and disclosed it to the other. The language of each is so posi- 
tive, and the detail of circumstances by each is so minute and particu- 
lar, yet so directly antagonistic, as to leave no doubt but one or the 
other of the parties has deliberately committed perjury. As there is 
no direct attempt to impeach either, the testimony of oneoffsets the other, 
and that of neither has any value in the case except so far as it is cor- 
roborated by other testimony. 

At the time the invention was made both parties were employed in 
the shops of Frank Sturges & Co., in Chicago — ^Yan Hagan as general 
superintendent, and Huntington as foreman of one class of work. 

Yan Hagan claims to have conceived the invention in May, 1869, and 
says that he very soon afterward explained it to his attorney. In this 
statement he is fully corroborated by his attorney, but by no one else — 
not even by the other witnesses called by himself. The attorney only 
testifies as to the time that Yan Hagan consulted him, and fixes that 
time in the summer of 18G0, He made a record of the matter in his 
books ; but all of his books and records were burned in the Chicago fire 
last October. He therefore testifies only from memory. 

Huntington claims to have had the idea of his invention as early 
as April or May of 1868, and that in 1869 he explained it to Harding 
and Wright, two men who worked in the same shop with himself. He 
also swears that early in the spring of 1870 he took Yan Hagan to a 
Fowler press in the shop and explained to him the invention, and how 
to attach it to the press. Sfoon after this Huntington commenced the 
construction of the device. The draughtsman, the pattern-maker, and 
several other workmen in the shop testify that they received all their 
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instruction and direction in relation to the matter directly from Hun. 
tington, and that Van Hagan gave no directions, except in the capacity 
of general superintendent He told thern to follow the instruction of 
Huntington in this matter. Dnring the whole of this time the inven- 
tion was talked of all'through the. shop as Huntington's. Even Van 
Hagan si)okeof it as Huntington's invention, and advised Frank Storges 
& Go. to pay Huntington one hundred dollars in addition to his regular 
salary for making the improvement to the Fowler press, and the money 
was handed to Tan Hagan to pay to Huntington. It seems that Van 
Hagan never, to any member of the firm or to any one about the shop, 
spoke of the invention as his, until after he had obtained a patent tor 
it. The only person to whom he ever disclosed the fact that he had 
made an invention was his attorney. If the conversation with his 
attorney had been in the summer of 1870, instead of 1869, then Van 
Hagan's claim to the patent would rest entirely upon his own testimony, 
contradicted by Huntington, who is abundantly sustained and corrobor- 
ated. If the invention was Van Hagan's, why did he not claim it when 
it was being constructed in the shop, and when all the men talked of it 
as Huntington's f Why did he tell Mr. Sturges and Mr. Potwin , mem bers 
of the firm, that it was Huntington's invention, and induce them to pay 
Huntington one hundred dollars tor making it f I cannot resist the 
conclusion that Van Hagan never knew or thought of the invention 
until Huntington explained it to him early in 1870, and that his .talk 
with his attorney about it was in 1870 instead of 1869. The attorney 
speaks too i)ositively as to dates. It is one of those things in which a 
man is most liable to be mistaken. He conversed with this client as one 
of many, and it is not at all strange that he should be mistaken as to 
the year. Early in 1870 Huntington explained his invention to Van 
Hagan. Van Hagan recognized its value, and went to his attorney and 
represented it as his own. He attempted to explain it, but did not 
know enough about it to make it intelligible, for the attorney swears 
that he could not understand it from his first explanation. He then 
waited until Huntington had finished a working machine, when he 
was able to comprehend it sufiiciently to explain it intelligently to his 
attorney, and the attorney gave him his opinion that it was patentable. 
1 am clearly of the opinion that the invention belongs to Huntington. 
The decision of the board is therefore, affirmed, and priority awarded 
to Huntington. 
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BOBEBT DICE. 
JBxteMian. 

IN THE MATTER OF THE APPLICATION OF ROBERT DICK FOR THE 
EXTENSION OF LETTERS PATENT FOR IMPROVEMENT IN ACCOUNT- 
ANT LABELS FOR PERIODICALS, ETC., GRANTED HTM OCTOBER 4j 
1859 ; ANTEDATED TO JULY 26, 1858 ; REISSUED MAT 31, 1864. 

(Decided July 26, 1872.) 
AdmisMibility of evidence — Functumal claime — Novelty — RemmwratUm. 

Old newspapers are not re|;arded suoh well-known printed publications as can be used 
in argnnient fur purposes of evidence without previous notice. 

Results are not patentable ; and the fact that the claims are functional, or fbr results, 
is good ground for refusing an extension. 

An invention consisting of a '^ standing form" constituting a type ledger, changed as 
occasion requires by type posting : Held, to be anticipated by *' standing forms" of 
news-reportM, priccH-cuiTent, and other periodically variable tables, changed from 
time to time to muke the necessary corrections. 

The claim being for the method of cutting off labels and affixing them to newspai^ers 
by means of a machine substantially as described : JBTdd, that, if patentable, it is 
anticipated by a prior machine accomplishing the same result, although the maoMnes 
are oonstructed and operate somewhat differently, the differences not being set up in 
the claim. 

Where an applicnnt for an extension has made liberal charges for all time, labor, and 
expense bestowed upon the invention, he is nqt entitled to great liberality in the 
matter of remuneration. 

The addressing-macfaino described in the patent being the only patentable invention 
belonging to applicant, and the only difference between said machine and one of 
prior date being the introduction in the former of a pasting mechanism, and the in- 
ventor having charged for all time and labor bestowed upon his invention: Held, 
that $20,000 is a liberal reward for an Invention of this description. 

Thacher, Acting Commissioiier: 

Before proceeding to tbe discassion of this case upon its meritSf it is 
advisable to decide a question as to the admissibility, of certain evideuce, 
to the consideration of which applicant makes objection. Thisevideuce 
consists of copies of certain old newspapers, published prior to the date 
of applicant's original patent, and introduced by the remonstrant in 
argument on the day of hearing. I have no doubt of the right of coan- 
sel to refer in argument to any public record of the Office, or to any well- 
known printed publication. I do not think, however, that old newspa- 
pers can be classed under this head ; and therefore the introduction of 
these papers upon the day of hearing was in the nature of a surprise to 
the applicant. The consideration of their contents would for this reason 
be highly improper and unjust. All the old newspapers referred to by 
remonstrant are consequently ruled out of the case. 

The invention described and claimed in this patent consists of two 
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parts, which are almost radically distinct and separable from each other. 
The first relates to a method of keeping accounts by means of a '* type- 
ledger" and a ^^ printed ledger," or record, taken from the former at sach 
intervals as may be desired. 

The second part relates to an addressing-machine, by means of which 
a strip of printed labels is gammed and then passed under shears, the 
movable blade of which cuts off the name of a subscriber and alBzes it 
to the periodical by pressure thereon. The claims in the reissued patent 
are as follows : 

I clatm, first, the method of keeping accounts carrent by means of sncoessive impres- 
sioDs taken from a form or forms of type, or its eoniyalents, into whieh the corrent 
transactions of any business are to be type-posted from time to time ; in producing the 
novelty of a metallic or type-ledger, so ^presenting all accounts ana so incorporating 
all current business transantions as to render the fVirther use of written ledgers nnnec- 
essary, printed versions of the metallic ledger being used instead, for counting-room 
nad all similar purposes. 

Second. I claim the printed ledger or record herein described, consisting of a succes- 
sion of impressions or versions taken from the type or metallic ledger, at regular or 
irregular intervals, each impression or version sho\iring the several transactions or the 
balance of each individual account, substantially as herein deseribed. This claim in- 
cludes the use of any such impression gr impressions for ledger or counting-room pur-' 
poses* 

Third. I claim the use of all such impressions for rendering or transmitting accounts, 
or for addre88ing or directing newspapers or other periodicals, to subscribers or others, 
whether applied to the papers directly from the type, or intermediately by impressions 
previously taken, or otherwise, substantially as herein described. 

Fourth. J[ claim, in connection with newspaper and all similar business, the combina- 
tion, in print, of a subscrilier's address, with a statement of his subscription account 
in the form of the time to which it is paid, or otherwise, substantially as herein de- 
Fcribed.. 

Fifth. I claim the method of cutting oif from a printed column or web of columns 
such addresses and accounts, and affixing them separately to newspapers or other 
perioilicals, or to cards and envelopes, by means of a machine, substantially as herein 
described. 

Sixth. I claim the machine herein mentioned and its uses as shown, operating sub- 
stantially as described. 

It will be seen that the first four claims relate exclnsiTcly to the 
first part of the invention. I have great doubt of the patentability of 
the subject-matter to which these claims relate. 

Patents have been refused repeatedly for systems of keeping accounts, 
systems of penmanship, plans for preventing the alteration of bank- 
checks, and other like subjects, which are mere matters of notation. 

Dick's method of Ifeeping accounts may be classed properly in the 
same category, and in my opinion a patent should never have been 
granted for this portion of the invention. It is not necessary, however, 
to rest the decision solely on this objection. It appears from the report 
of the examiner that the alleged invention was lacking in substantial 
novelty when the original patent was granted. 

This statement is as follows: 

It was comiuon at that time, and long before, for newspapers to keep standing forms 
of matter of tiio nature of news-rei)orts, brokers' bulletins, columns of advertisements, 
prices-current, and other periodically variable tables and statements, and subject such 
forms to corrections, cbanges, and modilications, from time to time, in accordance with 
the fluctuating prices or changing circumstances aftecting the same. In all tlia^o in- 
stances, and in many others, it ha8 been habitual with printers, for many years, to keep 
such forms standing, and to make the nt^cessary corroctions (called ^' posting ^ by the 
applicant) before each new issue or edition of snch bulletin, list, or catalogue, or any 
publication or issue connected or attached thereto. Special reference is deemed an- 
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necessary, m a claooe at any old newspftper, iMuik-iwto reporter, or broker's cirealar, 
issued duriog the oresent oeutury, will fomisba complete example. Almost every ad- 
vertisement publisiied has appended to it in t^pe, and printed with it, the publisher's 
brief, relative statement or memorandnm of time, payment, date« &c., set np in cbar- 
acten, and arbitrary in signifleation, according to the fisncy or Judgment of the printer. 

This use of standing forms, corrected as desired from time to time, 
and the well-known cliaracters attached to advertisements " from time 
immemorial," are so nearly analogous to what is described in the first 
part of Dick's patent an to constitute a substantial anticipation of this 
alleged invention. 

Another serious objection to the patent is to be found in the claims 
themselves, which relate to that portion of the invention now under 
consideration. They lo6k to the elFect or fnnctiotl rather than the speci- 
fied means used to produce the same. They are couched in terms the 
most general and indefinite, so that it is impossible to determine the 
exact scope of the invention. It is manifest that, in reissuing the <Hrigi- 
nal patent, an attempt was made to enlarge the claims so as to cover, 
not only what is really described by the patentee, but also every other 
similar use of " standing forms ^ and impressions therefrom, which may 
be suggested by the ingenuity of others. The policy of granting such 
claims has been discussed too frequently to require lengthy considera- 
tion here. 

Besults are never patentable. As Chief Justice Taney said, in Carver 
vs. HyUe et aZ., <^ The end to be accomplished is not the subject of a 
patent. The invention consists in the new and useful means of obtain- 
ing it.'' (16 Peters, 619.) In view, therefore, of the nature of the al- 
leged invention, the state of the art, and the character of the claims, I 
have no hesitation in saying that, in my opinion, the first four claims of 
the reissued patent are invalid and oaght never to have been granted. 

The fifth and sixth cLaims relate to the addressing-machine; but the 
fifth is substantially for a method of cutting off addresses and affixing 
them to periodicals by means of a niachine, the phrase <' substantially 
as herein described,'' in its position at the end of the claim, being really 
no limitation to the machine described. 

This claim is iilso objectionable on the ground that it is for a function 
or result. If it stood alone it might be saved by a Hberal construction, 
which would interpret it as a claim for the machine itself. There is, 
however, no oqcasion for the exercise of such liberality here, since the 
claim following is clearly ami distinctly for the machine described, and 
if the fifth be cobstrued as suggested, the two would be identical, a re- 
sult evidently not contemplated in the framing of these claims. 

Such a construction, therefore, must be given to this claim as the lan- 
guage naturally implies, which being done, it is evident that, in attempt- 
ing to grasp everything, the inventor overreached himself and put in 
his patent a claim which he cannot sustain before the courts. Bat even 
admitting that claims of this description may possibly be allowed, Mr. 
Dick wa» never entitled to the broad monopoly which the fifth claim 
would convey. 
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The machine of G. K. Snow, patented May 18, 1858, illls all the re* 
qoirements set forth in tbi8 claim. In this machine the strips of stamp 
or labels are advanced, severed by shears, and applied by pressnre to 
papers, letters, &c. This is all that is called for by the claim under con- 
sideration. As it has no limitation to a machine constructed as de- 
scribed, the difference between Dick's machine and that of Snow cannot 
be taken into consideration. The patent of Snow is, therefore, held to 
be a substantial anticipation of the invention set forth in the fifth claim, 
which should have been refused for want of novelty. 

The sixth claim is for the particular machine described by Mr. Dick, 
and is unobjectionable in form. There is one point of difference between 
this apparatus and that of Snow, which appears to be novel in machines 
of this description. Snow gums the strip of stamps or labels before it 
is placed upon the reel of the machine, and the letter or paper is wet 
before being placed under the shears, so that the stamp or label may be 
made to adhere thereto. 

In Dick's machine mechanism is introduced by means of which the 
strip is gummed or pasted as it is passed to the shears, so that the entire 
work of gumming, severing, and affixing the labels is performed by a 
single machine. This is undoubtedly an improvement upon addressing- 
machines known before the invention of Mr. Dick, and by liberal con- 
struction may be regarded as fairly included in the terms of the sixth 
claim. This claim, then, and this alone of the entire list, relates to sub- 
ject-matter which is clearly patentable. 

In discussing the questions remaining for consideration in this decis- 
ion, reference will be made only to the machine covered by the sixth 
claim. The improvement mentioned above is not of a high order. Past- 
ing-mechauisms very similar to the one here shown were well known at' 
the date of the original patent in paper-bag and envelope machines. It 
required little invention to adapt this mechanism to the addressing-ma- 
chine of Mr. Dick, a fact which must be borne in mind in considering 
the question of remuneration. An extravagant estimate is placed upon 
the value and importance of the machine to the public by the inventor 
and his witnesses. The basis of their calculations is, however, falla- 
cious. It is founded upon the supposition that the machine should be 
used in addressing all<of the newspapers in the country, which are about 
six thousand in number, while it appears that although Mr. Dick has 
devdted the greater portion of his time, since the grant of the patent, to 
the introduction into use of his machine, he has secured its adoption by 
only eight hundred ai^ ihirteen papers in this country. 

The practice of making up estimates from data of this description 
was justly condemned in the extension case of Horace Woodman, Offi- 
cial Gazette, vol. 1, No. 22. 

It is evident, therefore, that although, according to Mr. Dick's own 
statement, the invention has been very generally presented to publish- 
ers of newspapers and other periodicals, they have failed to discover in 
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it any. remarkable saperiority over other addressiiig-machinesy and, 
therefore, no great demand has been made for this particalar machine. 
I am satiBfled, then, that the value and importance to the public of 
Dick's invention has been extravagantly overestimated by the inventor 
in his statements. 

The qnestion of remuneration is involved in some obscurity from the 
circumstance that two statements have been submitted, the first show- 
ing a net profit of over $28,000, and the second a net loss of over $3,000. 
An attempt is made to cover this discrepancy by charging to the patent, 
in the second statement, several items of expense not mentioned in the 
first, and to which the examiner takes exception. I do not think all the 
items objected to should be stricken from the account ; but I fully con- 
cur in the opinion that, in at least one instance, an extravagant charge 
has been made. 

The inventor has charged $3,000 a year during the entire life of the 
patent for his time and services in introducing the invention into public 
use. I should regard this allowance as altogether too liberal, even if it 
were satisfactorily shown that Mr. Dick had devoted ail his time and 
labor to this object ; and, since satisfactory proof of this latter fact is 
wanting in the case, I am doubly eertain that the char, e is exorbitant. 
The inventor states that he has a clear and full conviction that, during 
the whole fourteen years of the life of the patent, his other inventions 
and pursuits have not absorbed as much of his time as he gave to his 
accountant and dispatch system before its patent life began. What 
portion of time this latter expression is intended to cover is left in ol>- 
jacurity. Mr. Wright, a witness for applicant, says ^' he (Dick) devotes 
nearly half of his time to the interests of his patent." Mr. Dick's son 
thinks that if all the time expended by bis father in relation to his in^ 
vention was distributed over the lifetime of the patent it would amount 
to fourteen years, estimating each day's work at ten hours. This show- 
ing is not conclusive that the inventor's entire business for the last 
fourteen years has been the introduction into use of his addressing-ma- 
chine. 

The suspicion is unavoidable that the statement is not altogether 
frank, c^nd that a full statement would show that the patent is not 
justly chargeable with applicant's entire time for * fourteen years. As 
fdready intimated, I think, therefore, that a large deduction should be 
made from the charge on account of the inventor's services. In my 
opinion $1,200 per annum would be a fair allowance ; but, as the oppo- 
nents to the extension have signified their willingness that an allowance 
of $1,500 per annum should be made, I shall adopt this as the basis of 
my calculations. 

Applicant has charged to the patent the sum of $42,000 for time and 
services. The allowance being reduced to $1,500 per annum, this 
charge should be reduced one-half, or $21,000. Subtracting from this 
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amount $3,779, and we have $17,221 standing to the credit of the patent 
as net profit. 

From the general and indefinite statement made as to traveling ex- 
penses, I am satisfied that the charges on that account are also extrav- 
agant. No copy of book account is furnished by applicant, and the ab- 
sence of all such precise and definite information remains unexplained. 
It seems hardly probable that a man of such business habits as Mr. 
Dick appears to be should have carried on a somewhat extensive man- 
ufactore and sale of his addressing-machines during a period of fourteen 
years without keeping a book account, especially when his attention 
seems to have been directed to this subject so strongly that he devised 
a system of keeping accounts which he regards as very valuable. I 
think, therefore, that the estimates for traveling expenses are justly 
open to criticism. The number of days employed in traveling and the 
expense per day are both estimated, so that Uiere is no certainty that 
anything like the sum stated was expended in this way. The traveling 
expenses of Mr. Dick, his brother, and his two sons, as estimated by 
himself, amount in the aggregate to the round sum of $12,300. I am 
satisfied that liberal deductions should be made from this amonnt, but 
to what extent I am unable to say. If proper deductions could be made 
in this item, I think it would catty up the net profits to over $20,000. 

Is this amount '^ a reasonable remuneration for the time, ingenuity, 
and exi)euse bestowed upon the invention and the introduction of it into 
usef* 

The question of sufficient remuneration is one of the most difficult 
that arises in extension cases, and is generally involved in more or less 
uncertainty. Ko rule can belaid down having universal application ; 
in fact, it has never been attempted in y decisions promulgated by 
the Commissioner of Patents. 

Although certain general principles may be regarded as established 
by the reported decisions of the Patent Office, still this question, in all 
its essential features, remains to be considered anew in each new case, 
and the Commissioner is left in each case to the exercise of the discre- 
tion vested in him by law. The decision rendered is, therefore, a mat- 
ter of individual judgment only In the particular case discussed. Kow 
in the case under consideration, as already remarked, the invention is 
not of a high order. There is no evidence that much time, ingenuity, 
and expense were bestowed upon it in its origin and development. The 
public has already paid over $78,000 for the use of the machine. But 
applicant has made such liberal charges, even with deductions made as 
suggested, for every conceivable expenditure attending the practice of 
his invention, that the apparent net profit seems a comparatively small 
sum. 

In view of this freedom with which applicant has charged expenses 
to the patent, it is not just that great liberality should be shown him in 
the matter of remuneration. The simple question seems to be, then. 
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whether the sam of $20,000 is a reasoDable remaneration for his ioge- 
naity, for he has charged in full for all time, labor, and expense be- 
stowed upon the invention. I can only say that, after a carefdl review 
of the case, it is my opinion Mr. Dick has been liberally rewarded for 
all that was patentable in his invention, and therefore that public policy 
demands that publishers of newspapers should not be compelled to pay 
tribute to him for another term of seven years. 
The extension of the patent is refused. 



HENBY AND F. J. L. BLANDY. 

Hxtension. 

IN THE ICATTEB OF THE APPLICATION OF HENBY AND FBEDEBIOK J. 
li. BLANDY, FOB THE EXTENSION OF LETTEBS PATENT NO. 21,059, 
FOB DfPBOVEMENT IN STEAH-ENOINES, OBANTED TO THEM AUaUST 

3, 1858. 

(DecidedJuly27il872.) 

Novelty — Diligence — Eemuneratian. 

Where the validity of the patent has been snstained in coort, and no new references 
are brought to the attention of the Office, the novelty of the invention patented mast 
be regarded as unimpeachable. 

Where the inventors have mannfactared their improvementSi but their reasonable 
profits have been reduced by inferior machines put upon the market by iufringers, 
and where active and persistent efforts have been made to bring such infringers to 
Justice: Held, that it cannot bechai'ged upon the inventors that it is through neglect 
orfault of their own that they have failed to secure reasonable remuneration for 
their invention. 

The inveution having been proved of great practical utility in its application to port- 
able steam-engines: HcJdj that a net profit of $9,000 is an insufficient remuneration 
for the time^ ingenuity, aud expense bestowed upon the invention. 

Thaoheb, Acting Commissioner: 

The invcntiou covered by the pateut upon which au extension is now 
sought relates to a class of steam-engines which, from their extensive 
employment in connection with saw, flour, and grist mills, aud in the 
various operations of the farm and in mines, have come to exercise an 
important influence in the material development of the country. The 
portable steam-engine differs from the stationary engine in that it calls 
for a much greater degree of lightness, simplicity, and compactness ; 
yet these qualities are not to be secured at the expense of strength and 
durability. Lightness and compactness are essential to porUibility ; 
and the peculiar conditions under which the engine performs its work — 
frequently in places far remote from towns or repair-shops — demand the 
utmost simplicity of construction and the greatest attainable strength 
and durability. 
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These various features of a practical portable steam-engiDe woahl 
seem, from tbe affidavits placed on ftle^ to have been attained in an 
eminent decree by the invention in qnestion. Prior thereto tbe nsnal 
mode of coiistrnction was to mount the engine directly upon the boiltf 9 
the framework of the engine being secured to. tbe shell of the boiler by 
brackets and stays. The evils of this system were the unavoidable de- 
rangement of the working parts of the engine, by reason of its intimate 
sympathy with the boiler in its wide range of expansion and contraction 
under the various changes of temperature ; and, secondly, tiiie perish- 
able nature of the attachments, which, receiving the full strain of the 
engine, were liable to become warped or torn from their seat. 

To obviate these difficulties another mode of construction adopted 
was to erect the engine upon a separate frame or foundation from the 
boiler, which, of course, could only be done at a marked increase in 
weight of material and in cost, and by a sacrifice of compactness-^ 
quality greatly to be desired in this class of engines. It was at this 
comparatively imi^erfect stage of development of the iK)rtabIe engine 
that the Blandys entered upon this field of manufacture. They imme- 
diately set themselves at work to improve the machine. The plan which 
they adopted was to interpose between the boiler and the engine a hollow 
continuous bedplate^ upon which the entire wcnrking parts of the latter 
should be supported and to which they should be attached. To this 
end suitable flanges were cast upon the under side of the bed-plate, 
whereby to secure it to the boiler ; and its upper and outer side was 
providfHl with flsinges for the support of the operative parts of the en- 
gine, which were attached thereto. The form adopted for the bed-plate 
was a hollow cylinder which was calculated to combine the greatest 
strength with the least weight of metal. One end of this cylinder is 
shown in the drawing as closed by means of the plummer-block ; and 
in otder to render the hUetal attachment of the engine possible, the fly- 
wheel is placed uiH>u the opposite side of tbe boiler, thus producing the 
requisite balance in the disposition of the parts. The advantages of 
this Construction are attested by numerous competent and disinterested 
witnesses-expert machinists and practical engineers. It is at once 
simple and compact ; it gives the requisite strength, coupled with 
economy of material ; and it renders the engine entirely independent 
of the expansion and contraction of the boiler to such an extent that 
the valves may be set while the maehiuery is cold, and will work 
square under all the changes of temperature. 

In view of the evidence, it may safely be assumed that the invention 
of the Blandys constitutes an important step in the development of a 
class of machines of great practical utility, and for which there is a con- 
stantly increasing demand ; and that their particular improvement has 
proved itself valuable and important to the public is sufficiently illus- 
trated by the fact that the inventors themselves have manufactured and 
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sold dating the term of the patent more than a thousand engines in 
which it constitntes the distinguishing feature. 

The statement of account shows that the net profits received on ac- 
count of the invention are but a trifle more than nine thousand dollars; 
and in naming this amount the inventors have made no allowance for 
their own time bestowed upon the invention, or for the interest upon 
the capital invested in working it, or for the incidental or contingent 
expenses connected with the sale of machinery containing the improve- 
ment. A much larger amount than this might have been realized, 
according to the applicants' statement, but for the constant infringe- 
ments that have been going on, and which it is alleged have thrown 
upon the market numerous competing machines of inferior workmanship, 
at prices that have obliged the patentees to sell at figures but little if 
any above fair manufacturers' profits. The patentees seem also to have 
used reasonable diligence in bringing these infringers to account. Early 
in the history of the patent they commenced suit against a mannfac- 
turing firm, in which they recovered a judgment by default for damages 
and costs. At a later period they commenced another suit, which, on 
final hearing in the circuit court for the southern district of Ohio, was 
decided in the complainant's favor. {Blandy vs. Griffith^ 3 Fisher, 609.) 
The expenses of this litigation alone have exceeded nine thousand dol- 
lars. Under such a state of facts, where the inventors have themselves 
been the manufacturers of their iniprovements and have had the appli- 
ances fully to. meet fhe demands of the public, but where their legiti- 
mate and reasonable profits have been largely reduced by the introdac- 
tion of inferior machines into the market by infringers, and where 
neither expense nor ability has been spared to bring the infringers to 
justice, it cannot be charged upon them that it is through their own 
neglect or fanlt that they have failed to receive a more liberal compen- 
sation ] and certainly none can charge that the amount above stated is 
a reasonable remuneration for the time, ingenuity, and expense bestowed 
upon an invention of such marked prominence and value. 

On the question of novelty but little need be said. The examiner 
reports the invention to have been novel at the time when the patent 
was granted ; and in the suit of Blandy vs. Griffith^ while it is fair to 
presume that the defendants exhausted their resources in their special 
defense on this score, yet the patent was pronounced by Mr. Justice 
Swaynt* t. be valid. In the absence of other references than those at 
that time before the court, and those origiaally considered by the Office, 
the validity of the patent must be regarded as unimpeachable. 

The application seems in every respect a meritorious one, and is un- 
opposed. The patent, therefore, will be extended. 
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PHILIP 0. SOHDTLEE. 
Appeal. 

APPEAL FROM THE BOABD OF EXAMIEBSIN-OHIEF IN THE MATTER OF 
THE APPLICATION OF PHILIP 0. SCHUYLER FOR LETTERS PATENT 
FOR IMPROVEMENT IN FLOTJR-SACKS. 

(Decided July 31, 1872.) 
Invention, 

Cloth and paper liayiDg been attached* to each other to form a fabric, and a bag (How- 
land's) haying been made with the cloth on the inside and the paper ont, a claim to 
making np bags of this fabric with the other side out is inadmissible. 

Fabric of combined paper and cloth being old, no one has a right to claim the ose of 
this fabric for making bags. 

Leooett, Commimoner: 

The alleged invention in this case is a flour-sack, made of a fabric 
consisting of cloth and paper attached to each other, to be made in 
sucji a manner that the cloth shall be on the outside. 

The applicant is rejected upon an application made by Charles E. 
Howland, who invented a bag mad^ of precisely the same fabric, except 
that he describes it as having the cloth on the inside and the paper out; 
in other words, Howland's bag is made of a fabric with one side out, and 
applicant's of exactly the same fabric with the other side out. 

It seems to me ridiculous to talk of the difference between these two 
bags constituting an invention. The reference I regard as well made 
and as fully answering the claim, of the applicant; but even in the 
absence of any reference I would not regard a bag made of such a 
fabric as being patentable. 

Bags have long been made of cloth, and also of paper. The fabric 
consisting of paper and cloth, or a fabric having one surface composed 
of paper and the other of cloth, is old, and has been used for a variety 
of analogous purposes for many years. To say that a person entitled to 
the use of this fabric should not have the right to make it into so com- 
mon an article as bags, with either side out that he might prefer, would 
be placing a restriction upon the use of the article which is not justified 
by the patent laws nor by common justice. 

The decision of the board is affirmed. 
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T. B. DOOLITTLE. 
Appeal. 

APPEAL FROM THE PBDiABY EXAMINEE IN THE MATTES OF THE APPLI- 
CATION OF T. B. DOOLITTLE FOB LETTERS PATENT FOB IMPROVEMENT 
IN BUTTONHOLE CUTTERS. 

(Decided Jaly 31, 1872.) 
Ptactiee under Rule 44. 

When utility is cited aa the porpoae of a ''-pecaliar shape/' the invention cannot, 

under snch description, be the subject of a design patent. 
Useful purpose is the characterization of a machine patent, so called ; omameniationy 

that of a design patent. 

Thacher, Acting Cominiasioner : 

The fifth claim was rejected by the examiner on the ground that the 
invention was '^ a proper subject of a design patent, but not for a me- 
chanical patent." 

This objection was not noticed by the Examiners-in-Cbief when con- 
sidering this application on appeal, probably because they very proiierly 
regarded it as a question appealable directly to the Commissioner. 
Such an ap{)eal is now taken by the applicant. 

The claim in question is for ^^ the i)eculiar shape of the end of the 
shield, so that all danger of grasping it at a dangerous locality will be 
avoided, as hereinbefore explained." If the shape here referred to was 
for the purpose of ornamentation, the objection of the examiner would 
be valid ; but in the claim, utility is suggested as the object of the i)e- 
culiar form of the end of the shield. U[)on referring to the description 
the useful purpose subserved by this form is found to be still more dis- 
tinctly set forth. 

Inasmuch, therefore, as the peculiar shape of the end of the shield is 
not mere fanciful ornamentation, but was devised to serve a useful pur- 
pose, to wit, to form a safe handle for the instrument, it constitutes 
proper subject-matter for a claim in a machine patent. 

Perhaps, however, the claim should be amended so as more carefully 
to define the iuvention to which it relates, and the examiner is advised 
to require such amendment before allowing the patent. 

The claim is of course open to any objection the examiner may raise 
if he finds, upon examination, that tiie invention is wanting in novelty. 

The decision of the examiner is overruled. 



DECISIONS OF COMHIBSIONER OF PATENTS FOB 1878. 177 



0. W. AND W. W. MABSH. 

IN THE MATTER OF THE APPLICATION OF CHABLES W. AND WILLUM 
W. MABSH FOB THE EXTENSION OF LETTEBS PATENT FOB AN DC- 
PBOYEMENT IN BEAPINGhMACHINES, OBANTED TO THEM AUGUST IT, 
1858, BEISSUED JULY 6, 1864, AND AOAIN IN TWO DIVISIONS, NOS. 

2,014 AND 2,016, JUNE 27, 1866. 

(Decided Aagust 9, 1872.) 
Nbvelty — OontirucHan of claim — Impartanee of remuneration. 

In determining the scope of a claim, reference may be had to the statement of inyen- 
tion in the specification. 

The designation of devices by letter in the claim is a limitation to the said derices, 
constrncted substantially as described. 

Where the purpose of a devioe is distinctly set forth in the statement, it is not antici- 
pated by another device, somewhat similar, but in no way adapted to the same 
purpose. 

If the statement restricts the invention to an arrangement of certain devices, a claim 
to the combination of snch devices mnst be understood to have the same limitation. 

But if one claim is for the combination of certain elements and another for the arrange- 
ment of the same elements, the former must be construed broadly, notwithstanding 
the limitation of the statement. 

If devices have been discarded in the manufacture of a patented machine : Held, that 
claims to snch devices should be disclaimed, on the ground that the invention is 
valneless and unimportant to the public. 

Thacheb, Acting Commieeioner : 

The invention relates to that class of harvesters in which the grain 
is bound by attendants riding on the machine. The cat grain is carried 
across the platform, to the inner end thereof, by an endless apron. It 
is then taken by a secondary endless belt of elevating rakes, which 
carry it up and over the main sapporting-wheel, and deposit it in a 
receptacle arranged outside of said wheel. Below this receptacle a 
small platform is arranged, upon which the binders stand, who take 
the gavels from the receptacle and bind them on tables arranged at each 
end of the stand. 

The patents sought to be extended are for two distinct inventions, 
which may be employed independently of each other, on machines 
differently organized from the one here shown. 

No. 2,014 relates to that part of the machine which conveys the cut 
grain from the main platform to the receptacle, in which the grain 
accumulates and from which it is removed in gavels to be bound. 

Ko. 2,015 relates to that part of the machine occupied by the binders, 
and includes the platform on which they stand, the receptacle into 
12 o P 
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which the grain is deposited by the elevating machanism, and the tables 
on which the gavels are boaud. 

The extension of these patents is strenuously opposed by parties who 
are supposed to be interested in the manufacture of harvesting-machines. 
The principal reason urged against the extension is want of sufflcieot 
novelty, value, and importance to the public in the invention described 
to entitle applicants to a further monopoly. 

As the question of novelty seems to be recognized by all parties as 
of prime importance, it requires a somewhat fuller discussion than 
usual, and will be first considered. 

The claims of No. 2«014 are as follows: 

First. The secondary elevating band of rakes F, consisting of toothed slats ex- 
tending acrottB on the nnder side of the slotted platform, the teeth protruding through 
the slots in the manner described, and nscd in connection with binders' grain-receptacle 
I, snbstantiall}' an and ibr the purpose set forth. 

Second. The loose cover H, whose upper and lower edges are curved .as described, 
when used in connection with the steady-pins h h and the secondary baud of rakes, as 
described. 

From the great number of references cited by the opposition the 
examiner has selected two, which, in his opinion, most nearly resemble 
the invention set forth in the first claim — to wit, the patent of J. J. & 
H. F. Mann, June 19, 1849, and the rejected application of D. S. Mc^a. 
mara, filed June, 1856. 

In the first case there is a secondary grain-elevating device, consist- 
ing of independent- toothed bands, and a platform having a plain surface, 
about two-thirds of the way up and slotted the rest of the distance, 
the belts passing over the first part and into the slots. There is also a 
grain-receptacle, which is loosely pivoted, and provided with a handle 
so as to be revolved for the purpose of discharging the gavel, unbound, 
directly under the ground. 

In the latter case there is a continuous slotted platform, a continuous 
chain of elevating-rakes, and a receiving-table, also pivoted so as to be 
tilted to discharge the unbound gavel on the ground. 

In determining what bearing these references should have upon the 
question of novelty, it should be noticed that the claims are specific* 
The devices are designated by letter, and such specific reference to 
devices by letter in the claim has always been held to be a restriction 
to the devices described in the specification. 

To understand the scope of the first claim it is also necessary to refer 
to the statement of invention in tlie body of the speciftcation. It is as 
follows : 

Tliis iu volition relates to an improved method of elevating the cut grain from th«» 
level of the platfomi of the harvester, and delivering it, by means of a solt-raking 
device, into an elevated grain-receptacle, from whence it is taken by attendants stand- 
ing and riding upon the machine, bound into sheaves, and depositea upon the ground. 

The claim states that the devices first named are to be used <' iu con* 
nection with the binders' grain-receptacle I, substantially as and for the 
purpose set forth." This purpose, as determined by the statement just 
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quoted, is the discharge of the graiu into a reoeptacle of such descrip- 
tion that it can be readily taken thence by the binders, for the purpose 
of binding the gavel while riding on the machine. 

Neither of the receptacles mentioned above is designed for this pur- 
pose or adapted to this use. An important element, the receptacle I, 
is therefore entirely wanting in these references. Furthermore the 
Mann machine lacks the continuously slotted platform ; while McNa- 
mara has neither a secondary platform nor a secondary band of elevat- 
ing-rakes. I am satisfied, therefore, that neither of these cases is an 
anticipation of the invention set forth in the first claim. 

No objection is made to the second claim on the ground of want of 
novelty; but it is asserted that the use of the invention has been aban- 
doned — a matter which will receive further consideration hereafter. 

The claims of No. 2,015 are as follows : 

First. The bindeiB' tables M M, when nsed in connection with the concave I, or other 
eqnivalenfe ffrain-receptacle, substantially as and for the pnrpose set forth. 

Second. The bindeiV platform J, when nsed in connection with tables M M, sub- 
stantially as and for the pnrpose specified. 

Third. The relative arrangement of the several parts of the binding-attachment as 
shown in Figs. 2 and 3, a table, M, at each end of the receptacle I and plattorm J, 
80 that the binders stand between said tables, substantiaUy as and for the pur|>o8e set 
forth. 

The rejected application of Adams & Gififord, filed in 1851, and the 
patents of D. Fitzgerald, September 7, 1S52, Sylla & Adams, Septem- 
ber 20, 1853, and £. Emmert, January 19, 1858, are cited as the only in- 
stances in which binders' tables are shown or described as snch prior to 
the date of the Marshs' original patent. 

Id the case of Adams & Gifford, the grain is discharged upon the bot- 
tom of what may be called a wagon body or box, in which the binders 
stand, and aroand the sides of which the tables are arranged on 
which the sheaves are bound. 

Fitzgerald carries the grain in a standing position into an upright 
crib, from which it is taken by binlers standing in the wagon-box be- 
hind, which is described as provided with binders' tables, although they 
are not shown in the model or drawings. 

Sylla & Adams place binders in sunken boxes arranged at different 
points on the platform, to whom the grain is pitched in gavels by 
another attendant, who gathers it up from the platform on which it falls 
when cut. 

Emmert bunches the grain, at the upper end of his elevating device, 
against yielding teeth, whence it is withdrawn by a binder standing 
below and at one side of the table, on which he binds the grain. 

Now, the statement of invention in No. 2,015 is as follows : 

This invention relates to an improved arrangement of parte applied to a reaping- 
maciiine or harvester, for the purx>08e of enabling an attendant or attendants standing 
thereon to bind the cnt grain (which is delivered to them as hereinafter described) 
with facility into dieares. 

The claims must be construed in connection with this statement, and, 
being so construed, the cases cited above all fail to anticipate the first 
claim. 



180 DECISIONS OF C0MMI8SI0KSB OF PATENTS FOB 1878. 

Adams & Oifford have Dot the reoeptade I, or anything answering 
thereto ; Fitzgerald's upright crib is not an equivalent of the recep- 
tacle I ; Sjlla & Adams have only the naaal platform on which the grain 
falls as it is cut ; Emmert has noindependent receptacle whatever; and 
not one of them has an arrangement of devices similar to that shown 
and described by the Marshes, which is the gist of their invention. 

If the second claim stood alone, so that it also coald be construed in 
connection with the statement of invention quoted, I should hold that 
it is not anticipated. But the third claim is limited to the relative ar- 
rangement of the same parts designated in the second claim. If, then, 
the second claim be interpreted as also limited to the arrangement of 
the devices specified therein, the second and third become identical 
claims, and both should not have been allowed. The second claim, 
therefore, must be construed more broadly— that is, as being for the 
combination of the ^^ binders' platform J," and ^^ binders' tables M M," 
irrespective of any special arrangement. Such a combination of plat- 
form and tables is to be found substantially in the machine of Adams 
& Gifford, and therefore this reference piust be regarded as an antici- 
pation of the second claim. 

The novelty of the arrangement set forth in the third claim is unim- 
peacbed, and, therefore, with the exception of the second claim, I find 
no objection to the novelty of the invention claimed which should pre- 
vent the grant of an extension. 

The value and importance of the machine, as a whole, are fully estab- 
lished. The statement probably will not be challenged that the Marsh 
harvester was the first really successful machine put into the field, in 
which the grain was bound on the machine. Sylla & Adams made a 
few of their machines which went into use, but, if I remember rightly, 
when they were before the Office asking an extension of their patent, 
they proved the manufacture and sale of only four or five hundred ma- 
chines, after which they disappeared from the market. There is no 
evidence that any of the other machines, cited by the opposition, ever 
went into public use. 

The difierence, then, between the Marsh machine and its predecessors 
is the difference between failure and success. The testimony proves 
beyond question that, since 1865, the manufacture of the machines has 
been gradually increasing, and that at the present time there are some 
10,000 in actual use. 

This evidence of increasing popularity, though competing with the 
many improved machines of the present day, should be conclusive of the 
practical utility and value of the " Marsh harvester." As a whole, then, 
the invention may be regarded as of sufficient value and importance to 
the public to warrant an extension of the x^atents. It appears, however, 
that the particular invention specified in the second claim of No. 2,014 
has been practically abandoned within the last few years. In the man- 
ufacture of machines for sale and use the ^^ steady-pins A A " have been 
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dispensed with, and otUer devices sabstitated, which do not, in my 
c^nion, present the mechanical equivalents of the former. 

The invention in this claim, theniore^ is neither valuable nor impor- 
tant to the public, and, if the patent had no other claim, its extension 
woald be refnsed on this ground. I see no reason for making an excep- 
tion to the general rule, where a claim of this description is coupled with 
others, which are unobjectionable. The spirit of the law certainly de- 
mands that extended patents shall contain only such matter as has been 
proved to be valuable and important to the public. Claims to improve- 
ments which have been discarded by the inventors themselves ought not 
to be left as dead weight in the {ftttents. The plea that they will probably 
harm no one has no force whatever. The inventor has no right to an 
extension of what has no value, and the possibility of such claims being 
invoked to harass and cripple subsequent inventors should be removed 
by striking them from the patent. I think, therefore, that the second 
claim of No. 2,014 should be disclaimed. 

There is no case as to diligence. The evidence on this point is clear 
and decisive. The inventors appear to have put forth all efforts in their 
power to introduce their machine into public use ; but, as usual in the 
class of harvesters, it was several years before they overcame public 
prejudice to such an extent as to make their invention at all remunera- 
tive. 

It appears from the statement of applicants that they have received in 
aet profits $59,128. The remonstrants insist that this should be carried 
Up to the sum of $100,000. I cannot agree with them in this opinion ; 
bitty even if they are correct in their averments, I do not think the re- 
iNmst rants have good grounds for objecting to the extension on this 
account. 

According to their own showing the Marshes have obtained three ad< 
Jitional patents for improvements on their harvester — one in 18G4, 
another in 1865, and the last in 1867. The manufacture of the machines 
in any considerable numbers did not commence until about 1865, and the 
remonstrants urge, from this circumstance, that the success of the 
Machines is largely due to the improvements covered by these subsequent 
patents. 

Now, if this be so, it is only fair that the profits should be divided 
among all the patents, and, according to the statements of remonstrants, 
I should think about equally. This would give $25,000 as the sum to 
be charged to the patents now under cou8ideration|; or throwing out the 
patent obtained in 1867, the sum of $33,000* I do not think that either 
amount can be regarded as a reasonable remuneration to the inventors. 
If, as the applicants seem to think, the patents now sought to be extended 
atfe more important than the others, being in fact foundation patents, 
then they are entitled to a larger share of the profits. But if iiicreased 
80 as to reach the sum admitted by applicants in their statement to be 
justly chargeable to these patents, it would still fall far below the 
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amount which I think the inventors ought to receive for the time, inge- 
nuity, and expense bestowed upon their invention and the introdnction 
of so valuable a machine into public use. 

The extension will be granted upon the filing of a disclaimer to the 
second claim in each patent. 



W. W. LBGGETT. 
Appeal, 

APPEAL FBOH THE BOABD OF EXAMINEBS-IN-OHIEF IN THE MATTEB 
OF THE APPLICATION OF WELLS W. LEGOETT FOB PATENT FOB 
SHOWCABD, FILED MAY 4, 1872. 

(Decided August 12, 1872.) 
Novelty — Obvious use. 

The discovery of a pecaliar sitnation in which to apply an old process, not necessarily 
obvious from the nature and ordinary use of such process, is something more than 
the mere application of an ^' old device to a new use/' and consequently is patentable. 

But if the use is obvious from the nature of the process itself, the product, although 
new in the sense of never having been produced in this way before, is nevertheless 
destitute of "novelty" in the patentable sense. 

Cards having one side blank or containing an advertisment, and the other having 
reduced engravings printed thereon, being old : Heldf that the application of the well- 
known process of photo-lithography to tlie production of similar advertising cards is 
an application altogether obvious, and consequently not patentable. 

Thacheb, Acting 0<ymmis9ioner : 

In this application the applicant claims, first, the show-card made as 
set forth, having reduced photo-lithographic or other diminished fac- 
similes of writing, printing, drawing, &c.; and, second, as an article of 
manufacture, blank business cards provided with similar fac-similes, the 
blank spaces to be filled by the purchaser with his advertisements. By 
disclaimer he distinctly limits himself to reduced facsimiles produced 
by the plioto-lithographic or other like process. 

The board say that if the process of photo-lithography " should be 
applied for any purpose which should require ingenuity, and more than 
ordinary skill to effect the adaptation,^' the discoverer of the means of 
adapting it would be entitled to a patent. 

But more than this is true ; the law goes a step further. If a man- 
finds out a peculiar situation not discovered before, and not necessarily 
obvious from the nature of the i)roceRS and its ordinary use, in which to 
apply an old process to produce a useful result, he has made a discovery 
which is entitled to protection by a patent, because he has done some 
thing more than to merely apply "an old device to a new use.'' 

The question is, has the applicant in this case discovered a peculiar 
adaptation for the process of photo-lithography, which is not necessarily 
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obvious from the nature of the process itself, and which is new in view 
of the references cited f 

This question is answered by a consideration of what the process Of 
reducing by photo-litho^i^raphy is, and by the examination of the refer- 
ences. The steps in the process in question are as follows : First, a 
photographic negative of the object is taken, in which the reduction of 
^he picture is accomplished ; second, this picture is transferred to the 
printing-stone ; and, third, it is printed on paper or other suitable sub- 
stance in the ordinary way. The only difference between this and the 
ordinary process is that in one case the reduced picture to be produced 
is transferred to the stone from a reduced photographic negative, and 
in the other it is engraved on the stone or plate and reduced during that 
operation. 

It is certainly as obvious that the one representation, as it is that the 
other, might be printed on a business card ; and it requires no inventive 
faculty to ascertain this fact. A man might, then, with the same propri- 
ety, have a patent for printing reduced representations produced by 
engraving, as for printing those produced by transfer to the stone or 
plate of a press from a photographic negative. 

It follows from this view that there is nothing in applicant's discovery 
which is not as obvious from the nature of tile process to which he limits 
his claim as from the ordinary printing process ; and that if reduced 
representations upon cai*ds have been made of similar character and 
purposes in themselves, by ordinary printing processes, they are sub- 
stantial anticipations of his device. Such the references produced by 
the examiner undoubtedly are. They are cards, one blank on one side 
and the other with an advertisement, and both having reduced engraved 
prints, substantially like applii^ant's. 

I am, therefore, unable to discover any patentable difference between 
these references and the alleged invention of applicant. 

The decision of the Examiners-in-Chief is affirmed. 



MASON, IMLAY, AND THE OWNERS OF MASON^S PATENTS. 

Motion. 

IN THE MA.TTEE OF THE INTERFERENCE BETWEEN THE APPLICATION 
AND PATENTS OF J. L. MASON, THE APPLICATIONS OF C. O. I^ILAY 
AND T. O. OTTBBSON, AND THE PATENT OF S. B. EOWLEY FOR AN 
IMPR0VE3fENT IN FEUIT-JABS. 

(Decided August 14, 1872.) 
Practice in interferences. 

A reasonable presnmption lies against the reopening of an adjudicated case. 

A case cannot be reopened to oblige a party who purchased an interest iu an iuvention 

Trhich was, unknown to said purchaser, in interference. In such a caao the maj^ini 

caveat emptor applies. 
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Thagheb, Acting Commi$9ioner : 

This is the third motion to reopen this case, and is based on certain 
aflBdavits, which are intended to supplement the last motion and over- 
come the objections to a rehearing stated in the decision of July 20, 1872. 

As a general rule great care should be exercised in granting rehearings. 
The interests of the successful party are put into jeopardy by the reopen- 
ing of 'a case, and an unexpected burden is laid upon him in the sbape 
of additional and, it may be, unnecessary expense. A rehearing, then, 
ought never to be granted except upon the clearest showing that the 
petitioner has suffered injury by reason of defects in his case, which were 
unavoidable, and for which he is not to blame. He should also be able 
to show that there is at least a strong probability that the injury which 
he supposes himself to have suffered may be remedied by granting his 
prayer. 

Upon a careful consideration of this case I am satisfied that justice 
and equity do not demand the reopening of the interference. The 
motion is made in behalf of John L. Mason, 0. 0. Imlay, and the owners 
of Mason's patents. 

1. Mason may be considered as out of the case, for no reasons are 
given for his neglect to introduce testimony to prove the date of his 
invention, except those which were filed in support of the first motion 
to reopen, and which were then held by the Commissioner to be insuffi- 
cient. This decision cannot be disturbed, and therefore there is no occa- 
sion for taking further notice of Mr. Mason. 

2. Imlay has an application of much later date than the patent of 
Bowley, on which the decision of the Examiner of Interferences was 
based. If this motion should be granted, Imlay could take no testi- 
mony, and therefore there is no pretense of his being able to change 
the decision so that it will be in his favor. 

3. The reason heretofore given by the ^< Consolidated Fruit- Jar Com- 
pany," who are the owners of Mason's patents, why the case should be 
reopened is that they were not aware of the interference when they par- 
chased these patents of Mason in February last, and therefore have had 
no opportunity to take such steps as would protect their interests. 
This cannot be regarded as a sufficient reason for reopening the ease. 
On the general principle of caveat emptor ^ it was their duty to inform 
themselves of the exact condition of the patents they proposed to pur. 
chase. They bought at their own risk, and ought not now to exi)ect the 
Office to take action to relieve them from embarrassment which is the 
result of their own negligence. 

4. This interference was occasioned by the application of Otterson- 
His claim is for the combination of certain devices which are shown in 
each of the other applications or patents ; but the particular combina- 
tion is claimed in none of them. The limit of appeal has expired, and 
as Otterson took no appeal from the decision of the examiner, he is out 
of the case and has no further interest therein. As already stated, the 
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decision cannot be revenied so as to affect in any way the present statns 
of Imlaj. 

Mason has one application in the case, bnt it was filed some consider- 
able time subsequent to the date of his patent which shows the same 
devices. He therefore could not obtain the claim set ap by Otterson in 
his present application, bnt would be obliged to reissue his prior x)atent 
if he wished to obtain a claim for the combination in question. The 
actnal controversy, then, is between patents, which, while showing the 
devices, do not contain the claim in controversy. If this case should be 
reopened and a final decision given in favor of either Mason or Rowley, 
it would be a mere nugatory decision, and would not affect the legal 
rights of the parties in any way whatever. Whichever patentee should 
be successful would be obliged to reissue. his patent before. he could 
enforce the decision against his opponent It would be iiyudicious to 
reopen this case and submit parties to further annoyance and expense 
for the purpose of securing a decision of so little importance. 

5. The << Consolidated Fruit-Jar Company" are owners only of Mason's 
patents. Under the decision already rendered Rowley has no right 
which he can enforce against the Mason patents, as he has at present 
no daim for the invention in controversy. The said company, therefore, 
is not injured in the least by said decision, and may continue the prose- 
cution of its legitimate business without fear of molestation. 

If, hereafter, Rowley should attempt to obtain a claim for the particu- 
lar combination of devices named, it would undoubtedly result in a new 
interference, as the OfQce, under the circumstances, would not be will- 
ing to give Rowley a claim for the invention without further evidence 
on the question of priority. 

For these reasons it seems to me that there is no good ground for 
reopening the interference. The motion is accordingly overruled. 



W. WEITLING, H. SAUERBIER, AND A. J. CROSS VS. S. G. 

CABELL £T AL« 

InUrferenct, 

APPEAL FROM THE BOARD OF EXAMINERSIN-OHIEF IN THE MATTER 
OF THE INTERFERENCE BETWEEN THE APPLICATIONS OF WM. 
WEITLINO, HENRY SAUERBIER, AND A. j; CROSS AND THE PATENTS 
OF S. a. CABELL ET AL. SUBJECT, IMPROVEMENT IN FLUTINO- 
MACHINES. 

(Decided August 15, 1872.) 

SectioD 35 of the patent act, autborizhig renewed applications, cares defects caused by 

mere delay to prosecate the ori|;inal application for patent. 
So far as the Oi&ce practice is conoemed, no obstacle is presented to the appeal to the 

coort of other qnestions than that of priority of invention, when the decision of an 

interference tarns on them. 
It is immaterial what tribunal originally passes upon any question in an interferenoey 

■o far as the right to an appeal to the court is concerned. 
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LEOasTT, CommisMumer: 

The facts in this case are as follows : The original application of Wm. 
Weitling was filed March 8, r^ected March 31, and withdrawn April 16, 
1855. Under sec. 35 of the act of July 8, 1870, his application was 
renewed and put in interference with three pending applications and 
four patents, all showing the subject-matter of his claim, and ranging 
in date of filing in the Office from November 3, 1869, to March 25, 1871. 
The filing of preliminary statements required by Bule 41 was authorized 
to be dispensed with, and as no evidence of date of invention other 
than that appearing by the dates of filing their respective applications 
was offered by any of the parties, it must be adjudged upon the record, 
as it has already been adjudged by the Examiner of Interferences and 
by the board, that Weitling is the prior inventor. These tribunals 
hold, however, from the facts of the record, that Weitling has aban- 
doned his invention, and the issue now is upon the single question of 
abandonment. 

Incidentally, however, the following questions have arisen and been 
discussed : 

1. Should the Examiner of Interferences properly have jurisdiction 
over any question but that of priority of invention f 

2. If so, then in case an issue is decided by him in an interference 
upon the question of abandonment, public use, or any question other 
than that of priority, and is carried up to the Commissioner on appeal, 
may a further appeal be taken to the courts f Or, is the law to be con- 
strued as cutting off all appeals from the decision of the Commissioner 
upon whatever question, in interference cases f 

These questions will be briefly considered before coming to the main 
issue upon the question of abandonment. 

With regard to the second question, sec. 42 of the patent act 
provides ^'That whenever an application is made for a patent which, in 
the opinion of the Commissioner, would interfere with any pending <ip. 
plication, or with any unexpired patent, he shall give notice thereof to 
the applicant or applicants and patentee, as the case may be, and shall 
direct the primary examiner [Examiner of Interferences] to proceed to 
determine the question of priority of invention. And the Commissioner 
may issue a patent to the party who shall be adjudged the^^n'or inventor ^^^ 
&c. Sec. 48 excepts "a party to an interference^^ from the benefits of 
appeal beyond the Commissioner. The first section quoted relates to 
an interference upon the question of priority of invention alone, and 
the second can properly be held, I think, to refer only to the first. 
Therefore I see no ground, so far as the Office is concerned, for holding 
that these sections relate to an interference upon any other question than 
that of priority of invention, except so far as other questions may be 
subordinate or subsidiary to that question. It would seem to be good 
policy, and is in accordance with the general construction of our judicial 
systems, to favor rather than to curtail the right of appeal, esiMJcially 



DECISIONS OF GOHMISSIONEB OF PATENTS FOB 1873 187 

with regard to matters that assame the value and importance both to 
individaals and the public often involved in letters patent*. The 
statutory interference upon the question of priority of invention, then, 
may be considered the only matter intended to be cut off from appeal 
beyond the Commissioner in person. I am aware, however, that this is 
a subject properly referable to the Supreme Court of the District of 
Columbia for decision upon a question of jurisdiction, and I believe it 
is now pending before that tribunal. Of course its consideration here, 
therefore, is. merely obiter dictum ; but I deem it proper, so far as its 
decision may bear upon the practice of the Office, to pass upon it. 

With reference to the first question, it is to be observed that the statu- 
tory interference above referred to is not the only one with which the 
Office may deal. There is another, arising of necessity from section 35 
of the statute, providing for the renewal of .rejected and withdrawn 
applications, and resting upon other grounds. To enable the Office to 
dispose of such interferences, the primary object of which is to afford 
an opportunity for the production of evidence, not otherwise attainable? 
upon the question of abandonment, Bule 41 has been provided. It is 
a matter wholly within the discretion of the Commissioner, having in 
view the proi)er transaction of the business of the Office, what questions 
or whether all questions arising out of interference cases shall be 
decided, in the first instance, by the Examiner of Interferences or some 
other primary examiner. But it makes no difference whatever with 
respect to the right of appeal from the Commissioner what subordinate 
tribunal may be assigned the duty of passing originally upon these 
various questions. To what tribunals they may be appealed is to 
be determined altogether by the nature of the questions themselves 
and the law relating to them. 

Coming to the main question, that of abandonment, it is to be noted 
that the primary object of this interference was to afford an opportunity 
for the production of evidence upon that question. None, however, has 
been produced, except that of two witnesses in behalf of Weitling, who 
testify to his poverty and to their knowledge of his unsuccessful attempts 
to prosecute his application. But his inability to follow up his applica* 
tiou is not made out, in view of the fact shown by the records of the 
Office, that he subsequently filed other applications and took out three 
patents } and in view of the further fact that his withdrawal was made 
after only one rejection, and the next official action could have been had 
tpon mere request and without expense. The important considerations 
are that th^e is nothing in the record or in evidence showing express 
abandonment ; nor abandonment by public use prior to filing the original 
application; nor abandonment by public use subsequent to that act 
and prior to filing the renewal — as the oldest case produced in the Office 
showing the subject-matter of Weitlipg's claim, was filed less than two 
years before his renewed application ; nor do any of the patents granted 
and now in interference cover by their claims the invention of Weitling. 
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The qaestion of abandonment, then, tarns upon the qnestion of Wait- 
ling's diligence in prosecnting his application in the Office; or, in other 
words, npon the qaestion whether mere delay and lapse of time can 
work abandonment I am clearly of the opinion that the statate making 
special provision for renewing applications was intended to and does 
care all defects in rejected and withdrawn applications arising from this 
caase alone, as recognized in the practice of the Office and ably sastained 
in the decision of my learned predecessor in Bx parte Oochran^ D., 1869, 
p. 30. 

Congress evidently believed that the Office had, by unwarrantable 
rejections, done injustice to meritorions inventors, and made the matter 
a subject for remedial legislation. It is not to be sapposed that it was 
the intention of Congress in this legislation to merely re-enact the old 
law, and place the limit of time for renewal under it at six months after 
its passage. But even if this were a correct view of the effect of the 
statute, I should find abundant reasons for looking with disfavor upon 
presumptions which deprive a man of his invention and at the same 
time do not confer it upon the public until about the time he again seeks 
the benefits of a patent. The mistakes of the Office to the injury of an 
applicant in these renewed cases should be viewed side by side with his 
subsequent neglect to come before the Office, in order to ascertain how 
far the Office itself is responsible for that neglect In t^is case the 
Office rejected the application, and the applicant had reason to believe, 
however meritorious his invention was in his own estimation, that the 
Office had determined not to allow a patent. Under this impression — 
the natural result of the action of the Office— he waited until he discov- 
ered a change in the Office opinion manifested by recognizing the inven- 
tion as patentable, and such delay is not conclusive evidence going to 
establish abandonment. 

Mere delay and lapse of time, therefore, being disregarded, there re- 
mains nothing to show abandonment on the part of Weitling, and the 
decision of the Board of Examinersin-Chief is overruled as to that ques- 
tion, and sustained as to the question of priority of invention. 



J, C. TUCKER ASD J. F. DAVIS. 

Interference. 

APPEAL FBOH THE EXAMINEB OF INTEBFEBENOES IN THE HATTEB 
OF THE INTEBFEBENCE BETWEEN THE APPLICATIONS OP J. O. 
TUGKEB AND J. F. DAVIS. OONOBETE PAVEMENTS. 

(Decided August 19, 1872.) 
Invention or publication abroad, 

TestimoDy in reference to the date of prodaciug a device in a foreign country, that has 
not been there patented or described in a printed publication, is not admissible, 
because it is not evidence of intention in contemplatiou of the patent act, and therefore 
has no bearing upon the question. 
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Leggett, CammisHoner : 

The contest in this interference is between two applicants for patent, 
one of whom, Tucker, is an American citizen, and the other, Davis, 
a citizen of France. Davis is the first in the Office, but neither party 
relies on the date of filing his application as proof of the date of his 
invention. Davis seeks to i>rove priority by introducing testimony 
showing that he made his invention in France prior to the date of inven- 
tion here established by Tucker. It does not appear that Davis's inven- 
tion had been patented or described in any printed publication before 
he brought it to this country. Motion has been made in behalf of 
Tucker, asking that the testimony relating to the date of the invention 
by Davis in France be ruled out. This motion has been granted by the 
Examiner of Interferences to this extent— *^ The testimony on the part 
of Davis will be received for the purpose of showing whether or not he 
brought with him upon his arrival in this country, a perfected invention, 
or for the purpose of showing the date of the perfection of the same, 
subsequent to his arrival in the United States, and for no other purpose." 

This decision is in accordance with the practice of the Office under 
the old law, as abundantly shown by the cases cited by the examiner. 
See Coburn vs. Starhj Commissioner's Decisions, 1846, (manuscript;) Bain 
vs. Morsej Commissioner's Decisions, 1848, 1st B. App., p. 222 ; Opinions 
of the Attorneys-General, vol. 6, p. 18 ; Lang vs. Hyde, Commissioner's 
Decisions, 1849, (manuscript;) Kingsley vs. Herrietet aL, Commissioner's 
Decisions, 1853. It is a proper one now, unless the act of July 8, 1870, 
altered the previous law bearing upon this question. A comparison of 
sections 7 and 15 of the act of 183G, and sections 24, 25, and G2 of the 
act of 1870, shows that the new law is the same, so far as this question 
is affected, as the old. It has been altered so as to be more liberal to 
foreigners in the matter of fees ; it has dispensed with the oath declaring 
one year's residence and intended citizenship in design applications; 
and, in fact, it has placed them on precisely the same footing with citizens 
of the United States, except with regard to caveats. In this case the 
fact has not the slightest bearing that one of the applicants is an alien. 
If both were citizens the law would apply precisely as it does now. The 
important matter is not who made the invention, but when was it made 
in contemplation of law. Ever since the act of July 4, 183G, it has 
been the law in this country that the existence of a device in a foreign 
country, unless patented or described in a printed publication, is no bar 
either to the grant or to the validity of a patent here, provided there 
has not been two years' public use here. In other words, the mere 
existence of a device in a foreign country is not a fact having any signifi- 
cance or to be recognized at all in connection with our patent laws. The 
reason isobvious. It is derived from the fundamental policy.of our patent 
system, which is '< to promote the progress of science and the useful 
arts" in tlm country. A device existing in a foreign country, unless it 
has been patented or described in a printed publication, so that there 
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is reasonable probability that it may be known here, is of no benefit to 
the public of this country. The law proceeds altogether upon the 
ground that the inventor confers a benefit on the public here, and it 
specially encourages and protects him for that reason. A forei^ invent- 
or, whether a citizen of the United States or not is immaterial, can only 
benefit the public here by publishing his invention here. This can only 
be done abroad constructively, by patenting or describing in a printed 
publication; and here by actually producing the invention. In both 
cases, although he is recognized as an inventor, he is admonished to 
such diligence, if he would obtain protection by patent, as to escape the 
bar of public use. The original inventor first to produce his invention 
in this country, either by inventing it here or by bringing it with him 
from abroad, is the first to have done an act capable of working a bene- 
fit to the public here, and the one to be rewarded by a patent It follows 
that evidence of any act not coming within this limitation would not be 
pertinent to an issue upon a question of priority of invention, and should 
not be admitted. The testimony proposed by Davis is not evideiice of 
inventian in contemplation of our patent laws. But aside from the broad 
grounds of policy stated, there is another reason, of a practical nature, 
why it woald not do to admit testimony of the kind here proposed, which 
no doubt entered into the consideration of Gongress in framing the law 
as it stands. If a less stringent test of invention abroad than that of 
patenting or describing in a printed publication were required, it would 
be virtually impracticable to rebut assumption of invention that might 
be made and proved by foreign testimony, and the door would be opened 
wide to fraud against American inventors. 

From every consideration of justice and public policy, as well as in 
obedience to the law and in accordance with the uniform practice of the 
Office, the decision of the Examiner of Interferences must be affirmed. 



L. CHAPMAN vs. OANDBE & TAYLOR 

Interference. 

APPEAL FEOM THE BOAED OP EXAMINERS-IN-CHIEP IN THE MATTES 
OP THE INTEUFEEENCE BETWEEN THE APPLICATION OF LUKE 
CHAPMAN AND THE PATENT OF OANDEE & TAYLOB FOB DIES FOE 
FOEMINa WBENCH-HEADS. 

(Decided August 19, 1872.) 

Priority of invention may be established by showing either that an appUcant was the 
first to conceive the idea of an invention and the mode of putting it into pi-actice 
and used reasonable diligence in adapting and perfecting it, or that he was the first 
to actually perfect and reduce the invention to practicci the party first to conceive it 
not having in the mean time been reasonably dUigent. 
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Where an applicant has actaally oompleted an inventioQy but has not tettad its atili^' 
for want of machinery to operate it, while procuring snch machinery he is to be con- 
sidered as exercising dne diligence in adapting and perfecting his invention. 

If the date of filing an application be relied on as proof of date of luyentioD, it most 
also be relied upon as proving the invention belonging to tha applicant, imd this may 
be disproved by testimony introdnced in rebattal. 

Leggett, Commissioner : 

The. facts in this case are as follows : 

The application of Oandee & Taylor was filed September 24, 1868| 
and their patent granted February 2, 1869. Obapinan filed his applica- 
tion for patent December 9, 1870. Oandee & Taylor, in their prelimi- 
nary statement, fix the date of their invention in Angust, 1868 ; bat 
they have presented no testimony npou this point. The date of their in- 
vention must, therefore, for the parposes of this acyadication, be taken to 
be the date of filing their application for patent, and they are the prior 
inventors, unless the evidence produced by Ohapman overcomes the 
prima facie case in their favor. It is for him to prove priority of inven^ 
tion, and he may do it by establishing, either that he was the first to 
conceive the idea of the invention and the mode of putting it into prac- 
tice, and ased reasonable diligence in adapting and perfecting it, or 
that he actually perfected and reduced the invention to practice prior to 
the date of the application of Candee & Taylor. 

Upon a careful consideration of the testimony, I am of opinion that 
he has, with sufficient clearness, established his right to the grant of a 
patent upon the former of these grounds. It is proved that he began 
experiments in 1865, with a view to devise some means to forge wrench- 
heads other than the expensive i)rocess by hand labor then in vogue, 
and that by progressive steps he succeeded in forming, in May, 1868, at 
the Oollinsville work-shops, of which he was superintendent, perfect 
wrench-heads by use of the dies and follower which are the subject of ■ 
this controversy. The operation of his devices was not entirely success- 
ful, however, in all respects. The machinery with which he worked was 
not sufficiently strong, and the operation was too slow from the fact 
that the metal had to be reheated. Only small-sized wrench-heads were 
produced, and it was deemed desirable to make further tests of the prac- 
ticability of the plan adopted, and to more fully develop and confirm 
the utility of the invention. Accordingly, in July following, Chapman 
completed drawings, and, after some delay, stronger machinery was 
ordered. Enough was now done to warrant precautions looking to 
securing protection by patent, and, an examination as to the novelty of 
the invention having previously been made in the Patent Office, he filed 
his caveat in September, 1869. During this year the heavy machinery 
was completed, at an expense of $5,000, at the Birmingham Works, and 
proved a perfect success for all marketable sizes of wrench-heads, and 
December 9, 1870, application was made for a x)atent. I think the fore- 
going facts in proof show reasonable diligence, and, partially, the true 
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history of this important invention. It is not absolute continuity of 
effort that is required, although, considering the nature of the invention^ 
the perfection of its devdopmeut in this instance, the situation of the 
inventor as a mere employ6| the difficulties to be overcome, and the ex- 
pense involved, there is shown about as nearly continuous effort as would 
be practicable in any case of this nature. The fact that a patent was 
issued to Candee & Taylor, of wliieh Chapman was bound to take notice, 
has no bearing to show laches. It merely limited the duration of his 
available term of diligence in completing his invention to two years in 
order to escape the bar of public use. He did not permit this period 
to elapse before filing his application for patent, and how much of it 
went by is immaterial, since the perfection of his invention was not, in 
the mean time, neglected. But it is reasoned by the majority of the 
board that the dies constitute the invention and not the machine for 
<q[»erating them, and that therefore the time spent in procuring the lat- 
ter must be accounted as showing laches and not diligence. 

In view of the &cts connected with this case, I am unable to see much 
force in this argument. Though the invention, in a narrow sense, was 
complete upon the completion of the dies, yet the dies were totally 
valueless until machinery could be constructed of the proper strength 
and form to use them. Whether such machinery to work dies of large 
size was practicable was uncertain. Upon the determination of this 
point depended the question as to whether the dies were worth patent* 
ing; hence the time spent in constructing the machinery was used in 
such experimental tests as were wise and proper before applying for a 
patent If all inventors were equally cautious in carefully testing their 
inventions btfore coming to the Office, we should issue fewer patents on 
worthless devices. While the Office may not demand, yet it certainly 
should encourage, the reduction of inventions to practice in practical 
working mechanism before applying for patents. 

It is clear to my mind that Chapman is entitled to priority of inven- 
tion, even admitting that Candee & Taylor are hona-fide inventors ; but 
the testimony does not concede this. They rely wholly on the date of 
filing their application for patent as proof of the date of their invenfton. 
They rest upon this artificial and tecbnical evidence, without sbowing 
anything of the history or circumstances of the development of their 
invention. It appears that Chapman, assuming that evidence would be 
produced by the patentees to substantiate tbe date of invention alleged 
in their preliminary statement, omitted to put in certain important evi- 
dence as direct testimony, and reserved it for rebuttal. The failure of 
the patentees to produce any such evidence has the effect to cut off all 
testimony on the part of Chapman unless it can be admitted in rebuttal 
of the evidence made by the record on which they rely. Here it must 
be observed that a record is conclusive evidence only of itself, and not 
of any extrinsic fact which it may be relied on to establish. The same 
presumption should obtain here, in favor of the validity of a patent, .so 
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feir as it may affect a qaestion of priority of invention, that obtaiijl in a 
«nit in oeart for infiringement, where only one of the parties is a patentee. 
Bnt that pressraption of validity Is not conolasivey as bearing upon a 
^qtiestion of priority of invention, any more here than it is in eoort. One 
of the essential requisites of saeh a presumption of validity is the faot 
<ihat the appUoants are really the first and true inventors. Before there 
€an be any dale of an invention there must have aetuMly been an inven- 
tion. If Oandee & Taylor rely on the date of filing their application as 
proving the date of their invention, they must also rely on the applica- 
tion itself, and the patent based upon it, as proof that they actually made 
that invention J and they certainly do carry that presumption, tbr the 
application must have the force to establish the invention in the party 
filing it before it can have the force to establish its date for him. Ohap^ 
man^s evidence haa been taken in due form and filed, and tends to show 
(hat the invention covered by their invention was never in fact made by 
Oandee & Taylor, but that it was discovered by them in the OoUinsville 
Works, where Chapman was testing it, and pirated. This evidence is 
presented by way of rebuttal firom that derived from the records of the 
OfBce, which prima fade establishes priority for the patentees, and it is 
objected to as not properly in rebattal, and therefore inadmissible. I 
am of opinion, however, that under the ciroamstances of this case it is 
proper evidence to be admitted in rebuttal. Oandee & Taylor have put 
in no other direct evidence of their invention and its date, except that 
of record, and if this cannot be rebutted so far as it establishes priority, 
tiien the rule at once becomes that the date of filing an application is 
4xmdu9ive of the date of invention. It is true Ohapman might have 
taken this testimony when taking his testimony in chief; but, it being 
in the nature of rebuttal, he was not bound to do so. He had reason to 
suppose that Oandee & Taylor would take testimony, and hence should 
not, by a mere trick, be debarred from its introduction. This rebutting 
evidence of Ohapman, if it does not prove that Oandee & Taylor pirated 
the invention in controversy, certainly does prove that they had an 
opportunity to do it, and the &ct that they do not appear as witnesses 
at all, but rest complacently, under all the attacks made upon them, upon 
purely technical evidence of their invention and its date, gives it much 
greater force than it would otherwise have, and it affords additional 
ground for a decision in this case in favor of Ohapman. 

The decision 'of the board is overruled and priority of invention 
awarded to Ohapman; 
13 o P 



194 DECmOVS OF CmOIISlflOHSE OF PATBMTS FOB 187tl 



HBNBY WAIEBHAN. 

IK THS MATTBB C^ TBE APPLIOATXON C9 HXNBT WATSBIUN FOB 
BXTBNBION OF PATENT NO. 21,288, ANI> BBlSStTBD Na 1,874^ FOR 
TBMPBBINO WIBB. 

(Decided Angast 20, 1872.) 
BmMmeratian. 



LBOOBTT9 

. The claim of tbe original pateot having been proBOODoed invalid Id 
court, that of the reiseoed patent, which is aoaght to be extended by 
this application, and which BuflOciently seta forth the invention, is afr 
follows : 

The proeetB, snbttaotially sneh a» herein deeeribed, of haideDioB steel wiie, or other 
thin steel, of any desired length, which prooess consists in drawing tne wire eontinuiillyy. 
while nnaer tension, through the heating medinm, and thenoe tbrongh the hardening^ 
liquid. 

The process previously employed was to wind the wire in a flat coil,, 
in the form of a volute, tie it with small wire^ and, after heating to the 
proper degree, to plunge it into the hardening liquid. Thie process* 
limited the length of the wire to be hardened, did not always harden it 
equally, and sometimes caused it to ^^ crinkle.'' Applicant's procesa 
cured all these defects, and at the same tinM» greatly reduced the expense 
of hardening, according to the evidence, to at least one-fourth the former 
cost. Besides, it produced a wire capable of many uses to which wire^ 
as before prepared, was not .adapted^ thus presenting every element of a 
meritorious invention. Through applicant's efforts,, which are shown to 
have been reasonably diligent, it soon went into extensive if not exdunve 
use, and has earned him, at a moderate charge for royalty, the net sank 
af $t>5,916.76.. The examiner reports the invention to have . been novel 
when patented, and the testimony of witnesses familiar with it^ and the 
business connected with it; with regard to its value and importance te 
the public, amply shows, by estimates from reasonable data, that proba- 
bly not less than a million dollars have actually been saved and gained 
for the public by it. Although no testimony has been ftTed in opposition 
to the grant of tbe extension, counsel appeared at the hearing and cited 
the English patent of Wm. Smith, No. 1,614 of 1855, in bar. I do not 
regard this patent as in any measure covering applicant's invention. It 
is for a materially different i>rocess of treating wire, for an altogether 
different purpose, viz., to soften and not to harden it, so that it may be 
. afterward drawn. But whether it covers the invention under consider- 
ation or not is immaterial, because applicant establishes his date of 
invention as prior to the date of the English patent. This patent waa 
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sealed January 15, 1858, and it is proved that appiioant completed Us 
inyention in 1855. 

The only question as to the propriety of graatfaig this extension is, as 
to whether the applicant has not already been adequately remnnerated. 
$66,000 is a large reward, but there is no de&nite standard of adequacy • 
Considering the important character of the invention, the advance it 
made in the art to which it appertains, the diligence of the inventor in 
introdocing it, and its great saving to the pnbUc, I am constrahMd to 
grant the e^easi<HL 



LBVI 0. OOODALB. 
AffedL 

APPEAL FROM THE BOARD OF EXAMINERS INOHIEF IN THE MATTER 
OF THE APPLICATION OF LEVI 0. OOODALE FOR LETTERS PATENT 
FOB IMPROVEMENT IN STOVE-PIPE ELBOWS. 

(Decided August 20, 1872.) 

An article of niAnafaotare ia order to be patentable as saob most be so diiferent fkom 
others as not only to be distingaishable bnt to indicate invention. 

Lbgkhbtt, Oammisnoner : 

The applicant seeks a patent on his device as a new article of manu- 
facture. It consists of a sheet-metal pipe-elbow, coated after constrac- 
tion with a suitable non-corrosive metal. In other words, he takes a 
stove-pipe elbow, after it has been finished, and dips it into a vat of 
molten solder. The device was rejected bj the examiner and by the 
board for the want of novelty. 

The references show that buckets, vats, cisterns, coffins, water-pipes, 
&c., have been similarly made for many years. 

The applicant, however, claims that his device is distinguishable in 
the market from any of those to which reference has been made, and 
that for this reason the same is patentable ais an article of manufacture. 
On this point there seems to be considerable misunderstanding upon 
the part of some inventors. The mere fact that an article in its present 
form cannot be met by an exact and identical reference, does not of 
necessity make it patentable. There must be between it and devices 
that have gone before a substantial difference— that is, a difference 
recognised by the patent law, in order to be patentable. The patent 
law demands that the novelty shall be something more than merely such 
a difference as that the article may be distinguishable in the market. 
It must be of a character to iodicate, at least in soihe degree, an exer- 
cise of inventive genius. 

!Fhe references show that buckets, water-pipes, &c., were before made 
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and piepttfed in ezMily fhe same nuuiner as applicantfii devioe is pie- 
pared. It ia piepoaterooe to eappoie that the mere application of this 
coating metal to an article aoanalo gone aa a aheetmetal stove-pipe pos- 
sesses any element of novelty or indicates any ezerdse of the inventive 
ftcnlty. One man discovers that he can take a water-pifiiey dip into 
molten solder, and thereby coat it and protect it from corrosion. He 
makes application and obtains a patent for the same. Another man 
makes a'stove-pipCi coats it in the same manner and by the same pro- 
cess, and claims a patent for the same. If this second patent can be 
granted^ then there is no reason why fifty thousand patents may not be 
granted for coating in the same manner fifty thousand different articles 
of mannfactnre. This simple aspect of the case is snfflcient to answer 
it withont ftirther examination^ 

It was never the design of the patent law to grant a separate patent 
on every possible application of a process. To do so woold be a fraud 
upon inventors and the public alike. 

The decision of the Bzaminers-ia-Ohief is affirmed. 



HALL AND HALL. 
AppeaL 

APFBAL FROM THE BOABI> OF BXAKINBBS-IN-0HIEF IN THB MATTER 
OF THB AFFUOATION OF HALL AlfD HAIX FOB PATENT FOB P1SB. 
FOBATBD SBBBT-MBTAL FIFE. 

(Decided August 23, 1872.) 

Applicstion rejected beoanee the ftUeged inyention exhibited only meehaDical ddll and 
JadgmeDt, and was not sniBoiently nseliil and important in view of the advanoed 
state of the art to wMch it pertained. 

Leooett, 0amm%98%aner : 

Applicants claim << a perforated sbeet-metal pipe, constructed substan- 
tially as^nd for the purpose described." This pipe is to be nsed^ in 
connection with manufacturing establishments, for the purpose of extin- 
guisbiug fires. It is extended along the ceiling of the factory, and water, 
being forced into it by suitable apparatus with which it is connected, 
makes its exit through the perforations, and is distributed beneath like 
rain or spray. 

This general device is old, as shown by the references. But, heretofore, 
so far as appears, cast-metal pipes have been employed, audit is alleged 
by applicants that the perforations in them, not having been smooth, 
have been liable to become closed by dust, lint, or other substances float, 
ing in the atmosphere, or contained in the water. The object of appli- 
cants' alleged invention is to obnate this di£Bculty, and they proceed to 
do it in the most natural and obvious way in the world, without the 
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necessity of any invention whatever, by simply making the perforatiims 
in their pipe smooth. They do not claim that they accomplish this by 
any new process, bnt they think it is of importance tiiat they sabstitate 
sheet for cast metal. If tiiey were the first to produce sheet-metal water- 
pipes, or if they were the first to make smooth holes in them, or if they 
had discovered a new process of making smooth holes, they wonld have 
good ground tor a patent. As it is they have no ground, for they have 
made no invention. They have, doubti^ss, been misled, by supposing 
that, in the process of manufacturing, the stage at which they make 
their holes, whether before or*after forming the pipe, has anything to 
do with conferring upon the pipe itself, as a finished article, the element 
of novelty. If the time of doing this has any bearing to confer patenta- 
bility, it relates to their process of making the pipe, and*not to the pipe 
itself which they claim; bnt I do not mean to suggest making a claim 
for Uie process. If nobody has produced precisely such a water-pipe— 
that is, of sheet metal with smooth holes in it — in view of the uses of 
sheet metal for water-pipes, and the knowledge which mechanics have 
had of making smooth holes in metal ever since the days of Tubal Gain, 
I do not fed justified in granting a patent. I cannot entirely disregard 
section 31 of the patent act, which requires that, on examination, the 
alleged new invention shall appear ^^ sufficiently useful and important "— 
not regarding it absolutely, of course, but with reference to tiie state of 
the art to which it pertains. 
The decision of the board is affirmed. 



OBOBOE H. SELLERS. 
AppedL 

▲PPBAL FBOM THE BOABD OF EXAMINEBS-IN-OHIBF IN THB MATTEB 
OF THE APPLICATION OF OEO. H. SELLERS FOB PATENT FOB BOLLED 
HOLLOW HEZA(H>NAL OOLUHN. 

(Decided August 26, 1872.) 
' Article of manit/nohtre. 

In detenninlng the patentabUity of an article, the process by which it is made is immi^ 
terial; the article is to be considered independently of the process and upon its own 
merits m to novelty. 

An '^artide of manofiietnie'' Is a devioe ooraplete in itself for some speoial use, and 
not to be applied to general purposes Uke pipes or tubes. 

Lbch^ett, OommUnomer : 

This application was filed July 10, 1868, and was rejected by the 
primary examiner, and, on appeal, by the board February 6, 1869. In 
May, 1870, amendments were filed with a view to change the application 
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into one tor a design patent Theee amendments were leftised. (See 
Uommiesionei^ Deoisionsy 1870, i». 68.) 

Benewed application was made Janoaiy 6, 1871, imder Bale 31, and 
speeial amendments submitted ; bat snlBoient reasons therefor not being 
sliown, the Aoting Gommissioner declined to admit them. TfaSs appeal, 
therefore, is npon the application as'rejeeted by the board. 

The daim is as follows : 

A» ft new ftrtiole qf miinftfltor», » hoHow oolamn of nnilbrni Hiieknan, hexagooal on 
bolh ito interior and exterior, nnd lolM ont ftom n aolid or welded pile or billet of iron 
or steel with a hexagonal opening through it, snbetantially as described and represented. 

It appears from the wording of this claim and from applicant's argn- 
ment that he understands that the fact that his tobe is rolled ont mate- 
rially aids to confer npon it patentable novelty. In this he is entirely in 
error. The process by which an article is constructed is a matter 
altogether distinct from the article itself, so &r as the question of the 
patentability of the article is concerned. The process may be patentable 
and the article not, and vice verwLj or both may be patentable. But 
each must be regarded independent of the other, and upon its own 
meritM as to its novelty. The fact that applicant's ^^ column " is produced 
by rolling may then be left ont of consideration altogeUier. The question 
is, Is applicant's hexagonal ^^ column " or tube new, without regard to 
his process of making itt I regard it as fairly anticipated by tike 
English patents cited, Nos. 9 of 1854, and 1Q2 of 1862. The former is 
circular within, but that is an immaterial matter. The form oi the space 
within the interior of a hollow tube can be, and is commonly, made in 
all machine-shops where such articles are produced of any shape desired, 
whether circular, triangular, octagonal, hexagonal or square, and a pipe 
of one form of interior might as well be claimed as another because 
made by a particular process. Besides, a pii^e, tube, or *^ column," of 
whatever form or by whatever process constructed, is not an article of 
manufacture in contemplation of the patent law. An article of manu- 
facture is a device complete in itself for some special use, and not to be 
applied to general purposes like pipes or tubes. This point has been 
heretofore fully discussed. (See Commissioner's Decisions, 1860, p. 74, 
C. n. Ackerson; and 1870, p. 50, W. R. Blanchard; and p. 123, L. E. 
Truesdell.) Nor does the fact that applicant employs the word " column " 
in his claim aid him at all. He does not produce and has not shown a 
column in any other sense than that a tube or pipe may be regarded as 
a column. The examiner's strictures upon the application of this term 
to this mere hexagonal tube were entirely proper. A column, in a 
technical sense as known to mechanics, is a very different thing ; and 
he was quite right in refusing to be blinded to the nature of the device 
before him, because it was — whether for the purpose of misleading him 
or not — called by a wrong name. 

Again — granting that the exact form of applicant's tube is not shown 
by the references— the mere change of form of a tube, or the mere 
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lyrodactioD dTa tabe of a pMrtkmlwrriiape eztonially and intemally, does 
not congtitHte invention. In a broad eenie, snch as is eontemplated bf 
the legal leqaisites of novelty and atility to distingoisb a patentable 
device, th^ti^ is no advantage in this particnlar twm of tnbe to give it 
the importance of invention. It is not stirenger, or better, or eheaper 
of prodaetion than a roand tabe. It is in no sense diflforent firom a 
ronnd tnbe exoept' merely in form ; and in whatev^ particnlar sitoations 
tnbes hexagonal in form may be desired, meohanies leadily make them* 
Applicant's invention is not in his ^^oolamn,'' bnt, if anywhere, in his 
process or machine, or perhaps in both. To grant him a patent covi^ring 
hexagonal tnbes would be a violation of the letter and spirit of the law 
The decision of the Board of Bxaminers-in-Ohief is affinned. 



JOHN K BIGELOW. 
AppeaL 

ITVBAL FB02C THB BOiAD OF BXIHIBBBS-IN-OHIKP IB THB MATTBB 
OF THB AFPLIOATIOB OF JOHK K. BIOXLOW FOB UPBOVBICBNT IB 



(Decided Angost 27, M72.) 

Where there is a different mode of operation prodaoed, and an iraprored resnlt accom- 
pliahed, Vy tbe salMtltation of one old ^evioe for — othegy a patent esay he granted. 

liEGaETT, Oammigrioner : 

The device sought to be patented in this ^^plication is designed to 
prevent damage to gearing in watches, caused by the recoil resulting 
from the breaking of mainsprings. It consists of an oblique groove or 
cam-slot, made in tbe surface of the hole or bore of tbe first pinion, ex- 
tending inward from one side ; and tbe conesponding fixed pin or stud 
prqjecting radially from the piuion-shaft. When the pinion is placed on 
the. shaft and turned in the proper direction, the pin catches into the 
groove and draws it (the pinion) laterally on its shaft into position to 
gear with the train. The length and obligoity of the groove are such 
that when the pinion shall have arrived in place, the pin will have reached 
its end and will {Present direct resistance to the further turning of the 
pinion. The mainspring acts upon the pinion in the same direction that 
it was turned to acyust it in position, and, as before, the pin prevents its 
turning, by direct-abutting contact with the end of the groove. But to 
its turning in the opposite direction it offers no resistance, and, eonse 
quently, when the mainspring breaks, the recoil, reversing the force ap- 
plied to the pinion, causes it to revolve in the opposite direction, .and 
the pin and groove operate instantly to move it laterally out of gear with 
the rest of the train of gearing, which is thus saved the shock and damage 
ofthexeeQiL 
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Heretofore thie result has been aocomplished, imiierfectly it ie alleged, 
hj proTiding the bore of the pinion with a ecrew-thread, fitting a screw 
on the shaft, by means of whieh the pinion was held in gesr by the main* 
Sluing, and unscrewed and thrown laterally oat of gear by the recoil when 
the spring broke. It would seem, upoo a cursory examination of these two 
plans, thatthey are thesamein principle, and that the devices le^MCtively 
employed are clearly mechanical equivalents, andmich the ezan»ner aod 
board have pronounced them. Screws are not better kno wn^ perhaps, or 
have not been longer employed, than fixed pins and oblique slots to cause 
lateral movement of a wheel or ether element of a machine. (See Fig. 362, 
Brown's Mechanical Motions.) And if the mere lateral movement of 
this pinion, to throw it out of gear, were all the service performed by 
applicant's pin and groove, they would correspond exactly in fiinetion and 
mode of operation with the screw, and nothing could be more appropriate 
than their rejection on the ground of want of invention, or that they 
were mere obvious substitutes and mechanical equivalents for the malb 
and female screws before employed for the same purpose. But a careful 
comparison of the devices,, upon a clear and full comprehension of them 
and their mode of operation, in this instance, shows that there is an im- 
portant difference between them. In the patent dted, where screws are 
employed, the pinion most be screwed down against a shoulder on the 
arbor until the compression and friction are sufficient to hold it in place. 
The force of the mainspring presses in the same direction, and the con- 
sequent friction, which is increased after long contact of the parts by 
the well-known property of adhesion, becomes such that when the spring 
breaks the recoil is not sufficient to release the pinion and unscrew it» 
Applicant's device is designed to, and obviously does, fully overcome 
this difficulty. His groove is of such length, and his pin is so adjusted^ 
as already stated, that the latter strikes tbe end of the former when the 
pinion is in place, and the use of friction between the end of the pinion 
and a shoulder against which it has heretofore been pressed to bold it 
in place is dispensed with, and the direct resistance of the pin alone is 
substituted. The consequence is, that when the recoil occurs there is 
no resistance of friction between the end of the pinion and the shoulder 
to be overcome, and the pinion will be thrown out of gear with ease and 
certainty. With the old device, fh)m the very nature of it, failure must 
often result. With applicants it would seem that success cannot but 
be uniform. Its merits are substantiated by affidavits, which, however, 
as they are altogether expartey ought to have very little if any weight, 
and I am not sure I would ever allow them to change my judgment 
formed upon the merits of a device by inspection. , But it is clear in this 
case that applicant has done more than to merely substitute a mechani- 
cal equivalent. He has, in my opinion, made a substantial and patent- 
able improvement in waUdies, and the decision of the board is therefore 
overruled. 
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D. E. AlEJES. 
AgpedL 

APPBAL FBOH THB BOABD OF BXAHIIfBBSIRKJHnBF IN THE NLATTBB 
OF THB APPLICATION OF D. E. ADCBN FOB PATENT FOB MODE OF 
DBAWmO SODA-WATEB. 

(Decided Angaat 28, 1872.) 

A distinctiaii to be obaerrAd Mid mftintftined between himMm jMid aMtf . 
Legobtt, Oammiistimer : 

Applicant daiins, first, a discharge-tabe for aoda-fonnts of saffldent 
length to reach the bottom of the glaee used, and with a bore or dis- 
oharge-apertnre not less than one-sixteenth of an inch in diameter ; and, 
second, the method of drawing soda by means of tiiis tabe, when it is 
held on, or immediately contigaons to, the bottom of the glass antil the 
glass is folL It is alleged, and substantiated, so far as they go, by sot- 
eral certificates from druggists, that the result of the employment 6f this 
tube in this manner, in drawing soda, is that the oarbonic-add gas is 
longer retained in the liquid, that it does not so rapidly efbrvesce firom 
the glass, and therefore the delicious beverage may be drunk leisurdy, 
its quality unimpaired, instead of having to be tipped off in the wink of 
an eye, with such unbecoming haste as is now necessary. Besides the 
soda-water itself is improved, (though it is not daimed,) its virtues are 
rendered less fleeting and ephemeral, and the gustatory satisfoction to 
be obtained from each glass is indefinitely prolonged. Thus, it is stren- 
uoudy urged, the requisites of a valid invention are a)l presented. Ho 
references are made to any patents by the examiner, because there are 
none, and he merdy cites the nozzles or tubes in common use upon soda- 
founts, as shown by the catalogue of A. J. Morse & Sons, Boston. These 
are, many of them, of suflBcient length to reach the bottom of an ordinary 
drinking-glass^ and their bore is about one-dxteeuth of an inch in diam- 
eter. However, as remarked by the examiner, the size of the bore 
required would probably depend somewhat upon the head or pressure 
of the fount I regard these references as pertinent and sufficient But 
there is a fhrther and incontestable answer to this application, upon 
which I should rest even without the references. Whatever length of 
tube or size of bore is best, or whatever position is most suitable for the 
nozzle in drawing soda-water is a matter to be determined by judgment 
done, and does not involve invention. Therefore the reasoning and 
authorities cited in argument do not apply. If applicant had discovered 
by experiment the best size and wdght, and the precise degree of elasti* 
city for a base-ball, in order that it should most perfectly answer dl its 
purposes, he would have made no invention, dthough he would have 
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met a pablio demand now as great, and probably quite as important, as 
the one fimning the basis of this applioation. Again, if he had, by ex- 
pending a foirtane and half a life-time in meritorions experiments, oor- 
leetly aseertained and jwoved by resnlts the exact gage Ibr railroad- 
tracks best adq^ted for all uses, most eoonomioal of oonstmetion, having, 
in view the mnltitndinoos necessities pertaining to the requirements of 
both travel and traffic npon the sfune line, he wonld still have made no 
invention and conld obtain no patent, althoogh he woold be as much a 
public benefiustor, perhaps, as any inventor. These instances might be 
continued indeflnitely. They show that the law requires and rewards 
invention simply, and not mere skill or Judgment Hie line between 
them is not always easily drawn, Irot nevertheless it subsists, and when 
as palpable as in this case must not be lost sight of. 

Applicant makes a tube of the sise and uses it in the manner which 
experience has shown him is best in drawing soda-water. In dioing thia 
he has only manifested the good judgment which all men are supposed, 
and have a right, to employ in their proper pursuits to aocom{i^ish tiie 
best results with the means they have. These results are often so 
improved by mere skill as to be as marked as the results of invention, 
but they do not thereby become evidence of invention. 

There is hot presented in this case either a newly«invmted article or 
process under the requirements of the patent law, and the dedsioa of the 
board is therefore aifirmed. 



WM. 0. DODGE. 
Appeal. 

APPEAL FBOK THE PBIMABY EXAMINER IN THE MATTES OF THE 
APPLICATION OF WILLIAM 0. BOBGE FOB PATENT FOB HINaSS. 

(Decided August 30, 1872.) 

All neeeflmy ftmendments of an application ahonld be oompletod before the claims are 
paaaed npon, bat if not then made, as, fat instance, when new olaams are recommended 
by the Examiner»-in-Chief, they should be required whenerer the occasion for them 
appears. 

No amendments should be allowed in original applications which change the character 
of the invention essentially. 

Amendments niay be made although more than two years have elapsed after the 
application was filed ; there is no limit as to the time. 

Claims filed after an appeal to the £xaminer8-in*Chief can be considered only when 
sanctioned .by the Commissioner. 

It is the duty of the Ezaminers-in-Chief to call attention to whatever they deem 
important to the Office or the applicant, although theit suggestions are not authori- 
tative. 

Leggett, OommUsioner: 

This application baa been appealed to tbe board, and the decision of 
the examiner oyerruled and two amended claims allowed. The ezami- 
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nw now reqairefl the s))6cifioatioii to be restrieted so m to confonn, 
according to his jadgiDenti with the claims. He also makes objectiou 
to the iutrodttctioQ of a figure of the drawing, and desorip^ve matter 
referring thereto, more than two years after the date of filing the appli- 
cation, becanse they present ^^ new matter," viz., wU of three hinges 
infitead of pairs, which are all that were shown dnring the first two years 
of the pending of the application in the Office. 
^ It is proper for the examiner to see that the specification is made to 
correspond with the claims in all cases. This should be done before 
passing apon the merits of the claims in the first instance. Bat if neg- 
lected then, as it ought never to be, it should be done afterward. It 
has happened that the board have had to remand applications for this 
purpose iq an examiner, and even, the board having failed to do this, 
that the Commissioner has been obliged to do it. The general rule, how- 
ever, is, that where the jurisdiction of the higher tribunal begins, that 
of the examiner ends. But when claims are suggested as allowable by 
th^ board which were not appealed from the primary examiner, and 
which have not been submitted to his scrutiny, it becomes his duty, if 
their incorporation into the case has been authorized, to see that the 
statement of the invention corresponds with them before considering 
them upon their merits. This was the duty of the examiner in the 
present instance. But the rule is always to be observed that only the 
Commissioner in person can authorize the consideration of any claim not 
appealed from the examiner. The authority of the board extends to 
passing upon the merits of claims merely as they come from him. It is 
proper also for them to make suggestions of alterations in either of the 
specifications or claims, or with reference to other matters which may 
appear to them to be of importance, either to the Office or to the appli- 
cant, and they would be derelict if they did not; but such suggestions 
have no binding force. They are to be considered but not necessarily 
adopted by the examiner. In this case I think the examiner errs in 
his requirements. I do not see, upon a careful reading, that the lines 
he requires to be stricken out are really any broader in their scope than 
the claims allowed by the board. It is a fact that applicant's pintles 
are and must be of unequal length, and he does not say that making 
them so is his invention. He merely says that he makes them so in 
securing the objects of his invention, and so they are specified in the 
claim. 

As to the objection that '^new matter cannot be introduced two years, 
more or less, after a case is filed," I am unable to quite understand it as 
put or to see any force in it. The words ^/ more or less" render it rather 
indefinite. But assuming it was meant to be said more than two years 
after an application is filed, I am not aware of any valid rule of practice 
of the nature indicated. The rule is that amendments should never be 
admitted in original applications to essentially change the character of 
the invention first presented for patent — ^that is, to make it another anr* 
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ft diibient fUng— bat tboe is no rale which exolades the filing of any 
amendment more than two yean after the filing of an application that 
wonM CTcr be admissible at alL There is no limit of time restricting 
amendments except that provided in the statate defining abandonment, 
and that has no relation to the character of the amendment or other 
matter presented. There is no other restriction of ^^ new matter'' as to 
pending applications than that above stated. As to reissues where the 
qnestion <^ new matter, as known in the practice of the Office, eidn- 
sively belongs, no new matter whatever should be admitted. They are 
wi gmmrUj however, and form no rale for the treatment of original appli- 
cations either directly or by analogy. 
The otti^^^^oA ^f ^ examiner are not sustained. 



ALLEK & MOODY YS. OILMAN. 
InterfereMe^ 

APPEAL PBOH THB BOARD OF BXAMOnfiBSIN OHIBF IN THE MATTBB 
OF THE INTBBFXBBNOS BETWBSST THE JOINT APPLIOATION OP 
NICHOLAS L ALLEN AND JA3CES a MOODY, AND THE PATENT OF 
ALBERT 0. 01LMAN, OBAltTED JUNE 14, 1870, FOB LOOd^-TSMPLB. 

^< Pnliminarff atatemmt ^-^Beatanahle dUigenee—Voluntarff abandonment 
of prior rights and iuhsequmt demand far ike g^^ 

(Decided September 4, 1872.) 

Perfaftpi nothing leas than fraud should he considered m suflleient oause for relasdng the 

rule that a party shall he hound hy the date of inyention set forth in his preliminary 

statement. 
The question of reasonable diligence only arises hetween applicants where one is first 

to coneeiYe the idea of the invention, and the other is first to perfioct it and reduce it 

to practice. 
Acknowledgment hy an inventor of the right to a patent to he in another, and assent 

to its grant to him — ^having been so decided hy the Supreme Court of the District of 

Columbia-^isnot, alter its grant, a bar to a subsequent grant of a patent for the 

same thing to the inventor. 

iMOimTSj Commissioner : 

The invention in controversy in this interference is a loom-temple, and 
a stand or dntch to support it. 

Oilman tiled his application January 16, 1870, and obtained his patent 
Jnne 14, 1870. In his preliminary statement he dates the conception of 
his invention in February, 1869, and says that in August or September 
following he gave orders to Allen & Moody to make the patterns for the 
temple. 

Allen & Moody filed their application January 22, 187L In their 
preliminary statement they date their invention of the temple in May, 
1860, and of the clutch in December, 1868. 
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dilmaOf by his own affidavit and those of his witnesses— Pony and 
bis brother, 8. G. Oilman — attempts to establish the date of his inven- 
tion prior to tliat fixed by his preliminary statement He has pat in 
Exhibit O, whieh is a sketch of his temple, and sweanh-*4ind is corrobor- 
ated more or less by the witnesses named — that it was made by him in 
the spring of 1868. Motion was made before the examiner and the 
board, and is renewed here, that Exhibit O and all the testimony relat- 
ing to. it| and tending to establish a date of Gilman's inveotion prior to 
that named by him in his preliminary statement, be ruled oat. The 
points involved in this motion, which mast be decided before the con- 
sideration of the main issue, have been sufficiently discussed iu Sokenck 
vs. BideTj Gommissioner's Decisions, 1870, p. 135, and Kmjfon vs. Westoiij 
1871, p. 91. The sole object of the rule requiring sworn preliiuiuary 
statements is to prevent all shuffling with regard to the date when a 
l>arty in interference made his invention. Perhaps, as long as the rule 
remains in force, nothing less than fraud practiced upon^ such a party 
should be considered sufficient to avail its binding requirement upon 
him to make his statement and abide by it. To admit this testimony 
would be virtually to abrogate the rule requiriog preliminary statements. 
This rule I found established by my predecessor, and up to this time I 
have not known it to work injur}' to anybody. On the contrary, it has 
greatly facilitated the business of the Office in interferences, and 1 be. 
lieve has promoted the ends of justice. I confess, however, t]^at I should 
be exceedingly rductant to hold a mere clerical error, clearly shown to 
be such, at so early a stage' of the proceedings as not to work injury to 
the other party, as sufficient to bar legitimate proof of priority and of 
the right of an inventor to a patent. But tbe grouud relied on by Qjl- 
man for contradicting his sworn preliminary statement — that it was writ- 
ten '« 1869^ instead of ^< 1868" by mistake— is far from established in 
this case. His affidavit alleging the mistake sets forth that it was his 
attorney's error, made in drawing up the preliminary statement. But, 
unfortunately, the preliminary statement is in Oilman's own handwrit- 
ing. Thus, this mistaken affidavit, to prove a mistake in a former one, 
only proves at most that Oilman is very careless about what he swears 
to. Furtherodiore, it was not filed in the Office until after the hearing 
before the primary examiner. The testimony referred to, therefore, 
will not be considered in determining the question of priority of inven- 
tion between the parties. I have, however, taken the pains to ex- 
amine it iu connection with the other testimony, and, if I were to admit 
it, it would not altw my decision upon the question of priority. I am 
fully convinced that Oilman is not the first inventor, even if he is an 
inventor at all, of the device in controversy. The sketch, *^ Ex. O," said to 
have been made in the spring of 1868 and altered by Perry — whicli alleged 
alteration, however, is not altogether confirmed by inspection of the 
sketch — was not shown to Allen & Moody, as Oilman admits, but was 
kept ^^ somewhat secret '^ for nearly two years before he met them, and 
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absolutely 80, so flir m appears, between that time and the institatioii 
of this interference. Now it suddenly tarns up, after Gilman had writ- 
ten with his own hand and sworn that he made his invention in 1809, 
with Just enough proof of exhibition in 1868 to antedate, if genuine, the 
date of invention established by Allen & Moody. They both swear as 
against Oilman — and I see no reason wliy either of them is not as credi- 
ble as he— that they eommunioated the knowledge of the temple and 
clutch to him at their meeting in Brunswick in ttie Ml of 1869, instead 
of his communicating it to them ; and he admits that they suggested 
the latter. Luther swears that Oilman exhibited the temple to him in 
December, 1870, in his counting-room, and called in Allen and intro- 
duced him as its inventor. These matters, to my mind, together with the 
delay that intervened between the alleged making of ^< Ex. O" and sub. 
sequent steps not taken by Oilman with reference to the invention until 
after going to see Allen & Moody, are suflBcient to overcome the farce of 
*< Ex. O " as proof of Oilman's invention in the spring of 1888. 

It is clearly established that Allen & Moody had completed and prac- 
tically tested both the temple and dutch at the Oobot Mills in Bruns- 
wick as early as May, 1869, long before they had ever seen Oilman. 
This is attested by their own a£Bdavit8 and those of Brown, Beneway, 
and Merrill, employes in the mills at that time, and is not disputed by 
any testimony presented in behalf of Oilman. On the part of Allen & 
Moody it is set up— and the preponderance of testimony supports the 
statement — that when Oilman met them at Brunswick in the foil of 
1869 it was agreed that a patent should be taken out in his name, and 
the expenses be paid by him, and that he should assign a half interest 
in Jit to Allen & Moody. This is denied by Oilman, and Allen & Moody 
are alleged to have been merely his employes to ^' work out" the inven- 
tion upon his suggestions. They were not, however, engaged in making 
patterns and castings as a business, but were employed, respectively, as 
first and second hands in the weaving department of the Oobot Mills. 
All the parties had theretofore made inventions and obtained patents, 
and what led to their original meeting was a desire of Oilman to pur- 
chase — which he afterward did — one of Allen & Moody's inventions. 
In support of Oilrafan's statement there are several admissions of Allen 
proved, to the etfect that he and Moody were merely employed, to make 
patterns, &c., by Oilman ; and there is much to give color to this claim 
on the part of Oilman in some of the testimony and exhibits. The most 
important of these admissions is '^ Exhibit 1," which is a sworn iicknowl- 
edgment, dated November 2, 1870, and signed by Allen, setting forth 
that Oilman is the real inventor of the temple and clutch, then already 
patented to liim. Oilman procured and paid an attorney to prepare 
this paper. Allen's explanation is that he sigodd it upon a promise 
from Oilman that he would make the assignment of the half interest in 
the patent to Allen & Moody originally agreed upon, which he had tailed 
to make. However this may be, the fact that Oilman desired such a 
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documeDt is stroog evidence that he had . need of it to fortify his right 
to tiie patent. His effort to obtain from Moody a still stronger one, an 
actnal assignment — ^ Ex. 7 " — makes against him in the same way. 

In this connection, too, it is to be observed — Bzhibits 15, 16, 17, and 
18— that Gilman was exceedingly anxions to sell the entire interest in 
his patent The questions of abandonment and forfeiture by laches 
have been raised against Allen & Moody, and numeroos and somewhat 
conflicting authorities cited by opposing counsel. In order to dispose 
of these questions it is necessary to recur to the facts in proof, that Allen 
& Moody not only first conceived the idea of the invention, but actually 
reduced it to practice in the Oobot Mills in May, 1869. This was to all 
intents and purposes a public me; so that from that date there was no 
way in which they could be barred a patent except b]^ express abandon* 
ment or by more than two years' public use, unless their assent to the 
graiit of the patent to Gilman has that effect, which will be considered 
presently. Two years' public use did not intervene, for they made their 
application for patent January 22, 1871. 

As to the matter of forfeiture by laches, it is plain that question is 
not involveil here. If anything is clear in the statute and emphasized 
by the courts, it is that a man being the first to conceive the idea, and 
haying first completed, perfected, and practically applied an invention 
iu public — in other words the original .and first inventor — cannot tbrfeit 
his right to a patent by any delay whatever to apply for it, provided more 
than two years' public use have not in the mean time barred him. If 
the evidence iu this case merely showed that Allen & Moody were the 
first to conceive the idea of the invention, then the question whether 
they had exercised reasonable diligence iu completing and reduciu^ it 
to practice, as against one subsequent to conceive, but prior to complete 
and reduce his invention to practice, would have to be settled. It is 
only in such a case that the question of diligence arises between appli- 
cants. In this case it doi^s not arise, and Allen & Moody might delay 
making their application for any time not exceeding two ^ears with per- 
fect impunity. I do not see the pertinency of tbe doctrines of the ducis- 
iona cited, {Oray vs. Hale and Monce vs. AdaniSj) to the effect that a 
*^ negligent postponement of one's claims may, under some circumstances, 
work a forfeiture of his rigbt to a patent, even iu tbe actual absence of 
any intention to relinquish it, or of any public use of the invention 
known and assented to," and am not entirely prepared to subscribe to 
such doctrine even if applicable. 

It only remains to consider the efi*ect of the assent of Allen & Moody 
to their inventions being patented by Gilman. Any discussion of tbis 
question is unnecessary, from the fact that iu tbe case of J. \\\ Cochran 
(Decisions, 1871, p. 7ti^ an instance of relinquishment of rigbt to a pat- 
ent and assent to its grant to another was presented much more conclu- 
sive of forfeiture than the present, in which tbe Commissioner, having 
decided the applicant not entitled to a patent, was overruled by the 
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Sapreme Ooort of the Diatrict of Oolambia and a patent ordered to 
issue. That4eci8ion is applicable and biDding dow. Upon the evidence 
adduced I am clear in the opinion that there has been no abandonment 
or forfeiture on the part of Allen & Moody, and that priority of inven- 
tion mnet be awarded to them. 
The decision of the board is reversed. 



WM. BROWNLIB, 
AppeaL 

APPEAL FBOM THE BOABB OF EXAHINEBSINOHIEF IN THE ICATTEB 
OF THE APPUOATION OF WK. BEOWNLIB FOE PATENT FOB MANTT- 
FAOTDBB OF SHOW-TABLETS, FILED APBIL 26, 1871. 

(Decided September 6, 1872.) 

A o)»iiD for ''the ooottniotliig of ahow-tablets in the mMiner datoribed" is really for 
the method, and sot liar the act of oonstraoting ae the laognage indicatesi aad the 
tme object ahoald be pieeented in direct terms, without any soeh ambignity. 

The decision of the Examiners-in-Ohief sostaining the action of the examiner affirmed, 
although founded upon a reference not given by him, but described in an application 
which he had cited. 

Btrictores upon the practice of giving numerous references bear more or less directly on 
the ease, instead of citing those only which aie pertinent to the claim. 

Leogbtt. Oammigfioner : 

Applicant claims ^^ the coostracting of show-tablets in the manner here 
inbefore described, or any mere modification thereof." It would have 
been proper for the examiner to have objected to this form of the claim- 
Its effect is to cover the method presented merely, and not the act of 
constmcting in the manner, &c., as the language indicates. Therefore 
it should be required to accomplish that object directly and perspicuously, 
and not in the roundabout way adopted. It would be much better if it 
read, the method of construeiing show-tablets herein described. Applieant's 
method is, however, fully met in the patent of A. O. Dayton, March 12, 
1850, indirectly referred to by the examiner. Dayton applies a photo- 
graph to glass by a proper adhesive substance, varnishes it to render it 
transparent, and then paints the back of the paper as does applicant. 
He describes soaking the paper previous to sticking it to the glass, and 
also rubbing it off before coloring with paint; but he adds, ^^ If the paper 
be very thin, the soaking and rubbing may be dispensed with." So with 
that qualification his process is precisely applicant's. This case presents 
an irregularity of practice which should not occur, and it is altogether 
chargeable to the examiner. None of the references he has cited are at all 
pertinent; but one of them— the application of Humphrey— contains a 
reference to the patent of Dayton in the body of the specification, and a 
partial description of his process of treating photographs, to which tLo 
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board have alladed and which cannot be ignored. This patent ahonld have 
been expressly cited. In other words, a more oarefal examination shoald 
have been made, and sach matter, and snch only, as is in point shoald 
have been brought into the case. It is vexations to fdl concerned to^cite a 
number of random references, all different from each ottier, and for that 
reason impossible to apply to meet a spedflc claim* 
The decision of the board is affirmed. 



BANSOME, BESSEMEB & BANSOME T&. BIOHABI> NOBBIS^ Jb. 

Intevferenee. 

APPBAI4 PBOM THB BOABD OF EtAMINBBff-Iir-pRIBF Bl THS ICATTBB 
OF THE rNTBBFEBENOE BETWEEN THB APPUOATION OF BAKSOHB^ 
BESSEMER & BANSOME, AND THE PATENTS OF BICHABD NOBBI8) JB., 

NOS. 89,884 AND S2,345. 

(Decided September 9, 1872.) 
Patentable differenee* 

A patentable difference held to exist between two prooeasee when by one a aolntion 
might only be Ibroed into a body, and by the other it tonld be forced through it. 

Leggett, Oommiseianer : 

The application of Bansome. Bessemer & Bansome was filed November 
6, 1809, and covers the invention shown in their English patent No. 
3,193, sealed May 8, 1868, npon which they rest as proof of the date of 
their invention. The applications of Bichard Norris were both filed 
November 28, 1868, and his patents granted, respectively, May 11 and 
July 6, 1869. The invention in the former is defined to be an ^^Im- 
provement in Hardening and Washing ^Bansome's Concrete Stone,'" 
and that in the latter, << Improvements in the Manner of Hardening and 
Washing the ^ Bansome Concrete Stone.' " The earlier patent describes 
substantially the mechanism and process shown in the i)ending appli- 
cation of Bansome, Bessemer & Bansome, bnt claims only the former ; 
that of July 6 describes similar mechanism, and two processes, denomi- 
nated by connsel for applicants, respectively, the ^^exhanst" and *^ filter- 
ing" processes. The board have, I think, erred in deciding that this 
patent only describes the former, and therefore is not involved in this 
interference. Both processes are separately and distinctly described in 
detail in the spedficatioqi which also sets forth that ^^ both processes 
may be accomplished in the same apparatus ;" and the claim is so drawn 
as folly to include and cover them both. In fact it is with this patent 
that the most vital interference exists. The patent of May 11, covering 
merely the machinery employed, is of minor importance, and would be 
comparatively valueless to either party to this controversy without a 
14 P 
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monopoly of the process io dispute. But iiotwithitandiag the &ct seems 
apparent aud indisputable that there are two distinct processes set forth 
in the patent of ^uly 6, and now well known in the art of making artL 
flcial stone, it is strenuonsly mantained by counsel for Korris that they 
are identical in priiicipley and mere immaterial and unpatentable modi- 
fications one of the other. It is important that this qnestton, if it is a 
question, be correctly determined, for it is proved that Norris had knowl- 
edge of what is designated the ^^ exhaust^ process before the date of the 
sealing of the English patent of the applicants. Both these alleged 
processes are designed to be employed in forming the Bansome concrete 
stone. This stone is a compound of silcx aud silicate of calcium ; but, 
the latter being insoluble, it is found impracticable to cause their direct 
admixture and union to form a solid. This is accomplished by first 
forming a plastic mixture of silex and soluble silicate of soda, and then 
permeating it with chloride of calcium. The effect is to form silicate of 
calcium aud harden the mixture, and at the same time leave a residanm 
of chloride of soda, which must be washed away. This effect was first 
accomplished, imperfectly it is said, by merely bathing the plastic 
mixture first formed in chloride of calcium, or by forcing the latter into 
the interstices of tlie former by pressure within an exhaustive receiver. 
(See English patent of Frederick Bansome, No. 877 of 1861.) This latter 
process of placing the plastic mixture in an exhausted air-tight vessel, 
and then admitting chloride of calcium and applying hydraulic or other 
pressure to it, is the one first described in the Norris patent of July 6. 
The one next described, which is alleged to be much superior, is that 
now in controversy, and consists in placing the plastic mixture described 
in a vessel having a perforated bottom inclosed by an air-tight chamber, 
which is connected by a pipe with an air-pump. Chloride of calcium is 
placed in the vessel over the mixture, and the air exhausted from beneath. 
Pressure from above other than that of the atmosphere may or may not 
be applied, at option, to drive the solution through the mass. After- 
ward water may t>e applied in the same manner to wash away the resid- 
uary chloride of soda. This is termed the ^^ filtering" process. It is 
evident to me that by the process first named, or the ^'exhaust" process, 
the chloride of calcium or water could only be forced into and not through 
the mass, as by the filtering process, which a£fords an opportunity for 
its escape. It is also evident and is in proof that the result of employing 
the filtering process would be a more perfect hardening of the stone in 
all its parts than could be accomplished by the exhaust process. I 
regard these processes, therefore, as materially different from each other. 
I agree with the board that the rebutting evidence put in by the appli- 
cants was properly admitted and considered by the primary examiner, 
and their decision, awarding priority to Bansome, Bessemer & Bansome, 
is affirmed. 
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J. S. JOHNSON & CO. 

iPPEAL FBOH THE EXAMINEE OF TBABE-HABKB IN THE MATTEB OF 
THE APPUGATION OF J. S. JOHNSON Ss CO. FOB THE BBOISTBATION 
OF OEBTAIN TBADE-MABKS. 

(Decided September 12, 1872.) 

Initial letters add no legal cbaraeter to a phrase which ia not a lawful trade-mark 
without them. Therefore, ''P. P. P.,". when used in connection with the words of 
which they are the initfalSi are as much desoriptlTe as the words themselves, and 
on that account are not a lawfbl trade-mark. 

Nor can the addition of a date help the matter ; wherefore such words and figures as 
'^ Established A. D. 1810'' do not constitnte an arbitrary distinguishing mark. 

Thaoheb, A^ing OammisHaner : 

Thig appeal covers two applications. 

The first is for the registration of the words and letters ^^ Parson's 
Pargative Pills, P. P. P.," as a trade-mark. The decision in Blake 
slee & Go., Commissioner's Decisions, 1871, p. 284, indicates the 
action that shonld be taken in this instance. In that case the Com- 
missioner held that the addition of the initials ^< 0. O." to << Oanda- 
rango Ointment" was not sufficient to entitle applicants to regis- 
tration. I am nnable to make any distinction between these two 
cases; they appear to be perfectly analogous. In both instances 
the letters themselves would probably be regarded as a legal trade- 
mark, but when used in connection with words of which they are the 
initials they lose the characteristics of an arbitrary device. Their pre- 
cise meaning becomes evident from the words which they accompany, 
and they are as much descriptive as the words themselves. Hence ini- 
tial letters can add nothing to a phrase which is not a lawful trade- 
mark without them. 

The second application asks for the registration of the words ^< John- 
son's American Anodyne Liniment, Established A. D. 1810." It is 
claimed that the phrase '^ Established A. D. 1810" is an arbitrary dis- 
tinguishing mark, and that by the addition thereof the whole is consti- 
tuted a legal trade-mark. This view of the case does not seem to be cor- 
rect The additional phrase indicates the date of the discovery of the 
liniment, or the commencement of its manufacture, and to this extent is 
descriptive in its nature. Any other person who made a similar liniment 
the same year would have asimuch right to use these particular words as 
the applicants in this case. It would be unjust to give one person or firm 
the monopoly of words used in a descriptive way, to which others might 
have the same right as descriptive matter. 

The decision of the examiner is affirmed in both applications. 
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BEISmOBB m OLABK. 

APPEAL FROM THE BOARD OF BXAMINEBS-IN-CHIEF IN THE ICATTEB 
OF THE INTEBFEBBNCE BETWEEN THE APPLICATION OF GEO. M. 
RSISIN0ER AND THE PATENT OF JOHN CLARK FOR PlSTON-PACKINa. 

(Decided September 24^ 1&72.) 



In determining the qneetion of leuonable diligenoe xegaxd mntt be hnd for the oironm- 
stances sarroanding the inventor. 

He who is first iu the conception of an inTention, and hae subsequently used reason- 
able diligence in adapting an^ perfecting it, ia held to be the prior inventor. 

Thacher, Acting Oammistianer ; 

The application of Clark wa^ filed Jaly 27 ^ and his patent granted 
September 12, 1871 ; that of Beisinger was filed October 18, 1871. Both 
the' parties are residents of Harrisbargh, and have bad business relations 
connected with this and a former inyention of Olark's upon which this 
is an improvement, Beisinger being foreman of the machine-shop where 
Clark has had work done. This is, therefore, one of those perplexing 
controversies in which the evidence is voluminous and conflicting; 
charges of pirating are mataal, and the difficulty of determining which 
of the parties is entitled to judgment of priority is exceedingly great. 
It is more agreeable to assume, when it can be done, that both parties 
are actual inventors, and upon this hypothesis simply determine from 
the evidence which is prior in time. The invention in dispute consists 
of a combination of parts composing a steam-tight piston-head or follower. 
An annular wedge or frustum is inclosed within an open ring having 
interior inclined ribs or projections, against which it i& held by confined 
spiral springs, so as to expand the open ring, which in turn expands the 
surrounding divided packing-rings of the follower, making it steam-tight 
within the cylinder. The object of the springs is to automatically 
increase the expansion of the follower as the parts in contact are worn 
away by friction. Clark invented a piston-packing patented May 17, 
1870, working on the same principle, except that set-screws were used 
instead of springs, and therefore it was not automatic iu its adjustment 
to correct the- effects of wearing away by friction. There was also a 
slight difference in the construction of the main expanding-ring. Its 
entire interior periphery was oblique to its axis, instead of being provided 
with inclined projections, as the present ring is, whereby it is rendered 
lighter and its frictional surface diminished. These differences, in my 
opinion, constitute the present packing a patentable improvement, and 
therefore the question raised by counsel as to that may be dismissied. 
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The invention is clearly defined; the only question is, which of the par- 
ties is the prior inventor. It is not a dednction to go entirely unchal- 
lenged, which the board hint at, that because Olark is the foundation 
inventor he is therefore more likely to be the inventor of this improve- 
ment Indeed, the history of many arts shows that the opposite is some- 
times the rule. Often the rude basis only has been developed by the 
pioneer, and others have made the improvements. The right course, no 
doubt, is to disregard all considerations of this character and rely wholly 
upon the evidence when that is sufficient. It is fully established by 
Beisinger that he made his invention, if he made it at all, in the summer 
of 1869, and in January, 1870, he applied it in the shop of which he was 
foreman. So &r as the reduction of the invention tq practice is con- 
cerned, Beisinger was ahead of Clark. But it has long been established 
that he who is first to conceive the idea of an invention, and uses reason- 
able diligence in reducing it to practice, must be regarded the prior 
inventor. Clark swears that, he conceived the invention and made a 
sketch of it— << Exhibit H"— in the early part of 1808. This sketch and 
others he alleges he exhibited to various parties, and a number of wit- 
nesses assert positively that Clark showed them sketches in pencil 
during the year 1808, exhibiting the invention in question, imd this 
testimony has not been shaken by any introduced in behalf of Beisinger. 
The history of his efforts since Aat date, in my opinion, shows reason- 
able diligence in adapting and perfecting it, and he was first to seek and 
procure a patent. He was not a manufacturer nor a man of wealth, or 
even intelligence, and therefore could not promptly undertake costly 
experiments.^ The best he could do for some time was to <^ talk up" his 
invention and bring it to the attention of those likely to be able to use 
it; and this it appears he did. Its application in Hickok's engine as 
" Clark's patent" — as he says by his consent, and certainly with his 
knowledge — and afterward in the Muhlenberg engine in the city water- 
woiks in May, 1870, may be regarded as such experimental tests as were 
jadidous before applying for patent 

These facts are decisive in Clark's favor, and priority of invention 
must be awarded to him. The decision of the boazd is affirmed. 
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JNO. FABBEL. 
Appeal* 

APPEAL FBOH THE BOABD OF EXAHINEBS-IN-GHIEF IN THE IIATTEB 
OF THE APPOOATION OF JNO. FABBEL FOB PATENT FOB BUBOLAB- 
PBOOF SAFES. 

(Decided September 24^ 1872.) 
Paientdble wmhinaHon. 

A novel relatiTe arnui|{em«nt of well-known parts whicli specially adapts them to 
co-operate in prodoeing an improTed lesnlt, eyinces inyention and oonstitatea a 
patentable combination. 

Thaohbb, Acting Oammwi4>ner : 
Applicant claims — 

The combination, with a mass of franklinite or other like metsl, of the enter protect- 
ing lamiusb of high and low steel or their equivalent, and the inner backing or snpport 
of neavy wrought iron, substantially as described. 

He provides fojr safe- walls a thick layer of franklinite, a strong inner 
packing of .wroagbt iron, and an enter tovering of alternate laminsB of 
high .and low steel. This arrangement of parts is alleged to be snch as 
to obetarnct the operations of the bnrglar whether he employs the blow- 
pipe and drill or breaking implements, or both. In the first place the 
thick (body of franklinite preyents, by its conducting powers, snch ready 
heating as to draw the temper and fit the high steel for the drill within 
a burglar's time, and the low steel and wronght-iroii backing prevent 
the fcanklinite, which cannot be drilled, f^om being broken by blows. 

There is no snch arrangement of parts shown in lany of the references, 
and :thi8 seems to be an improvement in constmction upon what they 
show. Paige has the plates and Floyd the franklinite. Bnt neither of 
them shows the two united together, or with a third element, as appli- 
cant does, in snch a way as to fully secure the benefit of the properties 
of each, and to cause them to co-operate to the best advantage to resist 
all the means known to burglars for entering safes through their walls. 
Applicant's present application has already been held, on appeal to the 
Oommissioner, to be so different firom his former application that it could 
not be regarded as a renewal of the former application. As applicant's 
claim is a limited one, covering a special construction not shown before, 
and apparently well calculated to subserve the end sought, I think it 
may properly be allowed, and the decision of the board is therefore 
overruled. 
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PfiBBY O. GABDNEB. 
Hxieniion. 

IN THE HATTBB OF THB iPPLIGATION OF PEBRT O. OABDNBB FOB 
THE EXTENSION OF THB PATENT FOB CAB SPBXNOS, DATED SEP- 
TEMBEB 28, 1858. 

(Decided September 27, 1872.) 

Charackr and wfficimusj^ of ^'statement of aocounU.^ 

The reatriotion of the right to mannfkotare a machine to companiee in which the pat- 
entee is a stockholder^ is perfectly right on his part, if he so eleoti bnt is equivalent 
to keeping tibe working of -the invention within his own hands, and he will he held 
to a stricter aoconnt of receipts. 

A general statement that a patentee has expended upward of snch a sum, giving par 
tlcnlars as to only one two-hnndredth part of the said snm, is not a sufficient state- 
ment. 

A statement that the "companies" have paid him nothing ibr the invention is too 
vague, in view of his reticence as to the value of the stock he owns, and whether he 
received it in lien of purchase-money for the use of his patent. 

The statement that the companies have paid no dividends does not fulfill the legal 
requirement, as it does not appear but the dividends are converted into stock and 
axe devoted to the enlargement of the works. 

Upon the order of the GommissioDer, as provided in section 10 of tbe 
patent law, this case was heard by the Examiners-in-Chief, who reported 
upon the application as follows: 

'* United States Patent Office, 

" Septe^nher 26, 1872. 

"The novelty of the invention is established by the report of the 
examiner. The doabt expressed by him as to tbe sufficiency of the 
evidence respecting its value has been entirely answered by a supple- 
mentary statement, which, on unexceptionable grounds, places it very 
high. 

"The invention has gone into extensive use under the auspices of the 
applicant. He has, however, restricted the use of it to three mannfac- 
taring companies, in twoof which, if not in all three, he had an interest asa 
stockholder. He gives a reason for doing this that, after having licensed 
tbose three companies, it would have been dealing unfairly with them 
to give their rivals in the manufacture the same facilities. His right to 
dp this is not questioned ; but it clearly places him in the category of 
those patentees who retain the working of their inventions in their own 
hands, and he should be held, therefore, to a stricter account of his 
receipts, if, indeed^ he should not be charged with all he has made, 
without deducting manufacturers' profits. (Letcis MiUefs ca^e, Official 
Gaiette, vol. 1, p. 431.) 
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^* The accounts are by no means satisfactory. The examiner's report 
•contains one error on this point which requires correction. The appli- 
cant expresses the ntmost oertaintyi though he has no accounts to appeal 
to| that he has expended upward of one hundred thousand dollars in his 
experiments, not on this invention alone, but on this together with a num- 
ber of others upon which he has obtained patents. When it comes to this 
patent he furnishes no particulars, but makes a gross charge in these 
terms : < To cash paid, expense^ of patent, construction of models, and 
professional services, $500.' This is all that be professes he can furnish, 
< so far as he is able to give actual and positive accounts in figures.' if 
he has any actual account in figures he could undoubtedly have supplied 
the Oommissioner with particulars upon which he could have relied with 
more confideuce. ^here is a reticence in this mode of complying with 
the rule which is highly objectionable. 

^^ The statements as to receipts are still, more defective, and ought to 
be condemned. He has never received anything from the three com- 
panies on account of the invention, as he says, nor has he over realized 
any benefit from his patent < excepting incidentally from his being inter- 
ested in, and employed by, said companies.' This implies that his 
employment by them has been due in greater or less measure to his 
allowing them the use of the patent; but we have not the slightest 
means of estiuiatiug how great the advantages resulting from this have 
been. He further says that two of the companies have never made any 
dividends, and he has received nothing on account of his stock. As to 
the third he says nothing on this point, but leaves it doubtful whether 
he received stock for the license he gave them, or whether he gave it to 
them without compensation, and merely because they, had bought 
another patent of him. Of the value of the stock which he owns in two 
or all of the companies he says not a word. Now nothing is more com- 
mon among manufacturing companies than to withhold all dividends, 
even while they are making enormous profits, and devote them to the 
enlargement and improvement of their works; so that, while the share- 
holders are receiving nothing directly from their investments, the 
enhanced value of their stock is abundantly satisfactory to them. There 
is no pretense that these companies are not doing a profitable business; 
the presumption is that they are. The Office cannot but infer that here 
is a source from which the patentee has received a large remuneration 
for his invention, respecting which he withholds all information. 

<' We consider this an insurmountable objection to the allowance of 
this application, and recommend that it be denied. 

« 8. H. HODGES, 
"ELLIS SPBAB, 
" ExaminerS'in-Ohief.^ 
Thagheb, Acting CammisHoner: 

The reasons assigned in the above report for denying the petition of 
applicant in this case are approved, and, accordingly^ the extension is 
refused. 
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H. W. OOLLBNDEB. 
AfpeaiL 

APFBAIi FROM THB BOIBD OF BXAIONEBS-IN-OHIXF IN THB ICATTBB 
OF TAR APPLICATION OF H. W. OOLLBNDBB FOB PATENT FOB BIL- 
UABD-TABLB, FILBD JANUABY 6, 1870. 

(Decided October 2, 1872.) 
Patents far design and far structure. 

A pfttent for dmigu and one for tlmctwv OMiaol both be graated for the Mme sabjeot- 
mslter. A tingle device, however, may embrace snbjeot-matter for both classes of 
patenta— that for one being a particular conflgnration or ornamentation, and that for 
the other the stmeture of. the device, involving its mechanical uses and adaptation. 

Thacheb, Acting Oammissianer : 

Applicant claims << a billiard-table formed with beveled side rails^ or 
with the sides of its body beveled under." 

The object of beveling the sides of the frame under the table is alleged 
to be so to change the form of the frame as to make room for the leg of 
a player when it becomes necessary for him to ^<hug" the table cfosely, 
and bend forward, in order to strike the cue-ball at the greatest distance 
without using the bridge, which it is desirable to avoid. This is the 
theoiy advanced ; but the &ct is, this construction will not enable the 
player to strike his cue ball at any greater distance from the cushion 
than the old one would. On the contrary, the rule of the game being, 
as I am informed, that only one foot tnust necessarily be kept upon the 
floor while making a shot, a player cannot reach so &r with his leg 
under the table as he can when it is.not under the table. The common 
practice, which is in accordance with the rules of the game, is, in mak- 
ing a long shot without the bridge, to rest the weight on one foot or on 
the ball of the foot, beyond or outside the space covered by the table- 
top, and lean forward against the cushion-rail. The distance reached 
depends upon how tall the player is, and how long his arms are, and 
not in the least upon this particular construction of the table-frame 
beneath the top. The truth of this may be verified by observation of a 
game between experts, and by reference to the rules of the game. So 
this basis of the utility of these beveled sides vanishes at once. They 
do not possess the practical utility alleged. 

Nevertheless I do not doubt that they do possess a peculiar practical 
ntility^ not in connection, as alleged, with the long shots in which the 
bridge is ordinarily used, so that they operate to dispense with its use, 
but rather in connection with ordinary shots, or shots where the cue-ball 
rests at only a moderate distance from the cushion, and it is desirable 
to have the weight of the body supported by the foot advanced 
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than by the bridge-band. The beveled oonstnictioD of the frame will al. 
low the foot to be advanced and the body sapported steadily to nfake shots 
Jost so mnch fhrther from the coshion, in this advantageous position, 
than can be made on the old tables, as there is space gained by the 
beveling. This is an improvement, therefore, which will be valued by. 
billiard-players, as is evident from the fact that beveled tables are now 
tot superseding the old square-framed tables, and billiard-saloon pro- 
prietors are compelled by the public preference to supply them. 

The only question, therefore, as to the patentability of this improve- 
ment, upon a proper speciflcatioii, is raised by the fact that applicant 
has already taken out a design patent showing and covering, as a 
design, the identical form of table now presented. Its effect, however, 
is merely to secure to him the particular configuration shown. 01aim« 
ing to be the inventor of the usefiil plan of construction embodying 
broadly the beveled frame as well as of the configuration adopted, he 
now seeks protection for said beveled frame without regard to configu- 
ration. 

The case of Bareu>Umeu> (0. D. 1871, p. 298) is precisely in point. 
In that case a design patent was granted for a particular conformatioii 
of a rubber eraser possessing the sBsthetic utility and novelty required 
for a design patent, and afterwards a patent was granted covering the 
plan of construction, which possessed the elements to support the grant 
of a mechanical patent At the same time the rule was not violated 
that a mechanieal patent and a design patent should not be granted for 
the same subfeet-matter. The subject-matter was essentially difPerenti 
although found in the same device. The same difference exists in the case 
under consideration. The definite ornamental configuration presented is 
already secured by patent, and now the plan of construction — which may 
be of varied design, and which relates exclusively to utility, except when 
applied in connection with some pai^icular embodiment of form which it 
is made to assume for SBsthetic effect as well as for utility— is proper, 
because different, subject-matter for patent. 

' The decision of the board is reversed, and the application is remanded 
to the examiner, who will require the specification to be amended in 
accordance with the above suggestions, when an interference may be 
necessary before ordering a patent to issue. 
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JOHN P. TOLLE. 
Trade-Mark. — Appeal. 

APPEAL FBOM THE XXAMINEB OF TBADE-MABEB IN THE MATTEB OF 
THE APPLICATION OF JOHN F. TOLLS FOB THE BBOISTBATION OF 
A TBADE-MABK FOB FLOUB-BABBELS. 

(Decided October 3, 1872.) 

As the name of a locality is not the property of the applicant, and he has no exdndTS 
right to the production on which the mark is to be applied, that portion of the mark 
** Cherry-St. Mills," (or Market-St MUls,) has been refused registration. 

It is not CYory emblem or device that can be deemed to be, or that can be conTerted 
into a lawful trade-mark. 

The Masonic emblem of the square and compass cannot be diyested of its ordinary sig- 
nifioatioD, and, therefore, as a trade-mark would be either descriptive or deceptiTe, 
and in eitiher esse could not beoome a legal trade-mark. 

Thacheb, Acting Commissioner : 

Applicant is a manufacturer and vendor of flour in tbe city of St. 
Louis, Missouri. He has two establishments upon different streets, and 
he seeks to register, as trade-marks to be used upon the barrels con- 
taining his flour, the words <<Gherry-St. Mills" in one case, and ^< Market- 
St. Mills" in the.other, combined respectively with a well-known Masonic 
emblem, the square and compass. These combinations of words and 
symbols, it is strenuously maintained, embrace all the requisites and 
come within none of the negative exceptions or limitations of the law 
defining a legal trade-mark. 

Applying the comprehe;isive test laid down by the Commissioner in 
Ex parte Dawes & Fanning^ (Official Gazette, vol. 1, p. 27,) it is said that 
neither of the combinations claimed is the name of a person, Arm, or 
corporation, or is calculated to deceive the public as to the true origin 
or character of the article to which it is applied, or is generic, or descrip- 
tive of quality ; and, finally, it is asserted that each, when applied to 
the commodities for which it is adopted as a trade-mark, will distinguish 
them from others of the same class. The essence of these alleged trade- 
marks is the Masonic symbol, the square and compass. It h^ already 
been determined that the words alone do not possess the characteristics 
of a legal trade-mark, and, in order to make it appear that the addition of 
the square and compass do confer these characteristics, it is also insisted 
that this Masonic symbol is not used with its ordinary signification. 

If this emblem were something other than precisely what it is, either 
less known, less significant, or fully and universally understood, all this 
might readily be admitted. But considering its peculiar character and 
relation to the public, an anomalous question is presented. There can 
be no doubt that this de%ice, so commonly worn and employed by 
Masons, has an established mystic significance, universally recognized 
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as existing ; whether compreheuded by all or not is not material to this 
issae. In view of tke magnitade and extent of the Masonic organiza- 
tion, it is impossible to divest its symbols, or at least this particular 
symbol, perhaps the best known of all, of its ordinary signiflcation 
wherever displayed, either as an arbitraiy character, or otherwise. It 
will be nniversidly understood, or' misunderstood, as having a Masonic 
significance, and therefore as a trade-mark must constantly work decep- 
tion. Nothing could be more mischievous than to create as a monopoly, 
and uphold by the power of law, anything so calculated, as applied to 
purposes of trade, to be misinterpreted, to mislead all classes, and to 
constantly foster suggestions of mystery in affairs of business. 

There was a time when the cross and crescent, and the red and white 
roses of the houses of York and Lancaster, possessed as symbols such a 
signiflcance, and occupied such a place in the public mind, in portions 
of the Old World, as would affect common affairs, and coold not prop- 
erly be disregarded under whatever circumstances they should appear. 
If they were now held in the same estimation in this country, who 
imagines that they could be divested of their general significance so 
that they could successfully be adopted to constitute trade-marks, or 
parts of trade-marks, and b^ displayed before the public in that capac- 
ity t The case of these Masonic ny mbols is in some respects different, 
to be sure, yet it is in important particulars similar, and the same objec- 
tions lie to their use in the manner proposed. 

I am clearly of opinion, therefore, that the proposed combinations 
cannot properly subserve the ends of a trade-mark. Among Masons^ 
with whom this token has a moral sigDificanoe, its use in that capacity 
would undoubtedly be regarded as a base prostitution of it to roerceaary 
purposes, while with others its mystic force would often dissipate its 
virtues as a trade-mark, and, perhaps, in some instances place the arti- 
cle it appeared upon under a ban. 

Thus, if these trade-marks coald be sanctioned, they would tend to 
defeat the fundamental object of the trade-mark law, which is an off- 
shoot of the ancient ^^law merchant," and, like that, designed to advance 
trade and manufactures. 

The decision of the Examiner of Trade-Marks must be affirmed. 
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JOHN SPERRT. 
JExteMum. 

m TH£ MATTER OF THE APPLICATION OF JOHN SPEBBY FOB EXTEN- 
SION OF PATENT NO. 21,782, FOB IMPBOTBICENT IN BOTABY 
PLANINO CUTTERS, GBANTED OCTOBEB 12, 1858. 

(Decided October 11, 1872.) 

Patentability — Value of the wards ^^stibstantidlly as and for the purpose 

set forth^ — Disclaimer before extension. 

Where the constniction of & derice is different ftom that of preceding ones, ftnd in 
its operation power is saved and better work done, its novel j and atUity are 
established. 

But the words ''substantially as and for the pnrpose set forth,'' as a limiting clause in 
^^ a claim, are ambiguous, unless so placed as to obtain special significance. 

sztension allowed upon filing a disclaimer limiting the claim to the special con^ 
etruction described. 

Thacheb, Acting Commissioner: 

This invention consists pf a gang of cutters of the shape of a eyma 
reversdj placed side by side on a shaft, at right angles to its axis, and 
held by jam-nuts. The object of this construction is, primarily, to 
enable the cutters to be placed with their edges out of line, so that the 
cutting'blow shall not meet with simultaneous resistance from all the 
cutting-teeth at once, but shall cause the teeth of the respective plates 
to cut successively, whereby, as is obvious, a smaller chip is made, less 
power is required, and, in many instances, better work can be done. 
A secondary advantage is alleged to be that the cuttkig-edges of the 
plates can all be placed and held, in a line parallel with the axis 
whenever it is desired to sharpen or reshape the gang, and the second 
claim covers a construction specially designed to facilitate this object. 

Ko objection is presented by the examiner to the grant of the exten- 
sion, except that a reference is cited which he regards as anticipating 
the invention. All the legal requisites for the grant of the application 
appear, were it not for this obstacle. 

The patent cited — English patent No. 7,926 of 1839 — shows a gang of 
circalar plates placed and held on a shaft precisely as applicant's are. 
There is no doubt these plates may be arranged with their teeth in line 
for sharpening or reforming, precisely as applicant's may, though for 
want of the construction covered by the second claim not with the same 
facility. For this reason I do not regard the reference as an answer to 
said second claim. 

Both gangs possess the same decided advantage over a solid plane— viz., 
that when a nick occurs a plate may be replaced, and the entire plane 
need not be thrown aside. But it is evident that the principal superiority 
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of applicants gang— to wit, the arrangement of the plates spirally 
abont the shaft so that the blows are given successively instead of simul- 
taneoosly, whereby power is saved and better work is done — does not 
appear in the reference. Such results cannot follow fh>m the use of 
circnlar plates provided with cntting-teeth or blades all around. With 
such a plane the whole resistance is practically to be overcome at every 
instant and eveiy point of the revolution. 

If the first claim was limited to the special device of applicant I 
should have no hesitation in extending the patent. Unfortunately this 
is not the case. The claim is for a series of plates of cyma reversa form 
placed side by side and secured by a screw-nut on a revolving shaft, 
^< substantially as and for the purpose set forth." The ambiguity and 
insufficiency of the limiting clause tacked on to the end of a claim, as 
in this instance, have been too frequently and thoroughly criticised by 
the Oommissioner to require farther consideration at this late day. It 
has become the settled practice of the Office to reject the clause as a 
limitation unless so placed as to obtain special significance. 

There is, then, no limitation to the spiral arrangement of the plates 
about the axis, and as there is nothing novel in their peculiar form the 
English patent must be regarded as an anticipation of the first claim. 

But in the light of the specification and drawing, which clearly set 
forth the peculiar construction and operation of the device, I think this 
claim may be saved by disclaimer limiting it to a plane with the blades 
arranged spirally around the shaft, as shown. 

Upon the filing of such disclaimer the patent will be extended. 



BOSS AND THOMAS WINANS. 

Exteiman. 

IN THE MATTER OF THE APPLICATION OP BOSS AND THOMAS WINANS 
FOR EXTENSIONS OF PATENT NO. 21,917, FOR IMPROVEMENT IN 
HULLS OF STEAMr VESSELS, GRANTED OGTQBER 26, 1858; REISSUED 

JANUARY 25j 1859, NO. 641. 

(D^ided October 12, 1872.) 

A patent extended where the demonstration of the practical utility of the invention 
has caused great outlay without any return, and public interests will be affected 
favorably thereby, although tlie invention is not yet in public as^ and its ascertained 
value is not definitely shown. 

Thacher, Acting Commimoner : 

This application relates to a novelty in ship-building, the annonnce- 
ment of which was a sensation, and the development of which has excited 
a widely-extended public interest. It has been generally known as 
.the ^^ cigar-ship," and the experiments testing its practicability, which 
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have been made from time to time in this eonntry and Bnrope, have been 
attentively watched by great nnmbers on both continents. 
The report of the examiner in the case is as follows : 

This inYention consists in a hall for vessels complete in itself,^ whose cross-section at 
any point shfUl be a perfect circle, aod whose longitudinal section is formed of segments 
of a circle, making the form of. the hnll that of an elongated spindle, for the purpose of 
diminishing the usual variation of resistance common to vessels of irregular confignra- 
ilon, by which the same are caused to roll, and also to diminish the resistance of a ves- 
sel of given tonnage in passing or being propelled through the water, while at the same 
time increased strength is obtained. 

The invention appears upon careful examination to have been new at the time the 
patent was granted, and the testimony of eminent experts indicates that it is valuable 
and important to the public. 

In any case the applicants have shown their own faith in the ultimate success of 
their attempt to promote the efficiency of ocean steam navigation by continuous and 
persistent efforts extending through the life of their patent, and by an expenditure 
daring that time of over a million dollars in money. 

The import-ance and valne to the public — ^although the amount in money is not cal- 
culated or approximately estimaled^may, without doubt, be considered as established. 
to what extent, however, is left entirely to conjecture : but the enormous outlay and 
the aniform testimony of the experts as to the results obtained indicate that the vidue 
is very great, and will be commensurate with the difficulties and expense already 
incaned. 

The applicanta show an expenditure of more than a million of dollars without any 
returns whatever. They therefore have not been adequately remunerated, notwith- 
standing they have been nnnsnally diligent, having been almost constantly engaged in 
the construction of vessels upon their plan daring the past fourteen years. - 

The granting of this application will doubtless have a beneficial effect upon the pub- 
lie interests, as no existing interest whatever can by auv possibility be prejudiced, and 
if the averments of the applicants and the testimony of their experts can be relied on, 
the success of the invention is assured, and its general adoption by the public is only a 
matter of time. 

If, however, the plan shall hereafter prove a failure, the applicants will be the only 
losers, while the public interests will have been subserved by the demonstration that 
more than a million dollars in money will have afforded. 

It is obvious that in a case of this nature '^ the ascertained value of 
the invention," required by the statute to be set forth, can only be ap- 
proximated. As yet it is much a matter of opinion, and, so far as expert 
testimony can establish the fact, its great value is proven. Therefore 
the rule requiring the best evidence of which the nature of the case 
admits is complied with. 

In my opinion this is a case in which the larirest liberality consistent 
with law should be exercised. If the invention in question shall ultimately 
be found to possess the amount of merit alleged for it, it will be of almost 
fabulous value, not only to the people of this country, but to all the world 
who ^<go down to the sea in ships." But much time, vast expenditure, 
and abundant proof of practical excellence will be required before the 
large sums necessary for its general adoption can be tempted from the 
secure channels of ordinary investment. It is understood that applicants 
are ready to contiDue their efforts and make further expenditure in the 
development of their invention if the protection of a patent can still be 
extended to them. It is seldom that the wealthy are found willing to 
lead and persevere in such important projects looking to the advance- 
ment of the useful arts and sciences, which necessarily involve vast outlay 
and partake largely, both financially and practically, of the nature of 
adventure. It is usually left for the indigent devotee of ^<one idea" to 
straggle up to th^ positive development ot mechanical success before tlia* 
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impulse of charity or the hope of gaio opens ffae hand and impels the 
aid of oonsenratiye <q;mlence. When so honorable an exception occnrs 
as is here presented, the pnblic interest is appealed to, and the pnblic 
welihre demiuids that no ordinal obstacle be permitted to intervene, 
and that snch enconragement as the i»otection of a patent may afford 
should be nnhesitatingly granted. 
The patent will be extended. 



THOMAS J. CHUBB. 
Appeal. 

m THE MATTBB OF THB IFPLIOATION OF THOMAS J. CHUBB FOB- 
PATBNTF OB HBATmO APPABATdS, FILED OOIOBEB 2, 1872. — 
APPEAL FBOM PBDCABY EXAMINBB. 

pedded October 15, 1872.) 

A eayeat should not be oiled in a ipeoifieatioii, in mi application for patent, beeaose it 
pertains to tlie kMor^ rather than the ietoripHon of an inyention. 

A patent may properly he referred to in a speciftcation for the porpoee <tf olearly distin- 
gnishing an invention pending an application for patent. 

Legoett, Cammi$ii4mer : 

Applicant says, in his statement of the nature of his invention : << My 
invention is set forth and shown in a caveat filed by me in the PatM[it 
Office of the United States June 29, 1854 f and he makes several alla- 
sions to this caveat in the body of his specification. The examiner 
requires all reference to the caveat to be expunged f upon which ruling an 
issue is made and this appeal is taken. The statute requires that before a 
patent shall issue for an invention the applicant ^^ shall file in the Patent 
Office a written description of the same, • • • in such full, 
clear, concise, and exact terms * • • ^g ^ enable any per- 
son skilled in the art to make, construct, compound, and use the same.'' 
The character and the object of the description required are thus defi- 
nitely specified, A reference to a caveat concerns the history, and not 
the description, of an invention, and is for that reason excluded by the 
language quoted. Besides, a caveat is required to be filed <4n the con- 
fidential archives of the Office and preserved in secrecy.'' It could there- 
fore furnish no information to the public descriptive of an invention, even 
though it were in its nature calculated to do this. But it is not. It is a 
special instrument for a distinct and peculiar purpose. It proceeds upon 
the theory that an invention is not yet completed, and it has no place, 
by reference or otherwise, in a specification for patent There cui be no 
legitimate object in its incorporation there. If admitted while operative, 
it would be divested of its secret character, which is its chief excellence for 
the ends it is designed to subserve, and in case of an interference the ad- 
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Terse party woald be entitled to inspect it or demand a copy. Bnt so far 
as applicant is concerned, its legitimate benefit to him is reserved, not- 
withstanding this adverse action, becaase he can in any event only prop- 
erly use it as evidence. To be sare, applicant has made his caveat public, 
to some extent, in this case, by filing a copy of it with this application. 
But the Office cannot properly go so fiir as to indorse it in advance as 
bearing npon the date and identity of subject matter of the invention 
now sought to be patented. This record most be made full and complete 
in itself as to date and description, and all extrinsic matters may 
be shown elsewhere. They are simply surplnsage here, as they wonld be 
in pleadings — evidence of facts, but not the facts themselves, which are 
required. It is urged in argument to sustain this motion that reference 
in a specification to a preceding patent is sometimes sanctioned. This 
is only the case, however, ^hen it is made for the pnrpoito of aiding 
description, by distinguishing more clearly an invention pending an 
application for patent. Such reference is never sanctioned for the pur- 
pose here sought to be accomplished, of showing identity and of estab- 
lishing date. 
The action of the examiner is sustained and the motion reftised. 



W. T. GAEBATT VS. N. 8IBBEET. 

APPBAIi FROM THE BOARD OF EXAMINSRS-IN-OHIBF IN THE MATTER OF 
THE INTERFERENOB BETWEEN THE APPLIOATION OF WM. T. OAR- 
SATT, FILED OCTOBER 7, 1871, AlO) THE PATENT OF NICHOLAS SIE- 
BERT, GRANTED FEBRUARY 14, 1871, FOR LUBRICATORS. 

(Decided October 21, 1872.) 

The one first to iiiTeiit a newanduBefiil device ii entitled to the protection of a patent 
even if its production was accidental and not appreciated at the time. 

liEGOETT, Commis9ianer : 

The testimony in behalf of Siebert fixes the date of his invention in 
May or Jane, 1870. Oarratt has introdaoed in evidence a drawing — 
** Exhibit A ''— representing devices attached by him to the lubricator 
described in the patent of James Boscoe, December 23, 1862, upon an 
engine in the San Francisco water- works in October, 1869. The torn- 
ing question is whether ^* Exhibit A ^ embodies the invention in contro- 
versy. The Boscoe lubricator was designed specially to be employed 
apon locomotives, and to use tallow as a lubricant It consists of a 
vessel, to be nearly filled with tallow and closed steam-tight, connected 
with the steam-cylinder by a pipe entering its upper part above the 
tallow, and is provided with an air-vessel within and a cock at its bot- 
16 P 
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torn for drawing off the surplas wator of oondensation. The steam heats 
and melts the tallow, and at each stroke of the piston conveys particles 
of it, with the water of condensation, into thecylinder. When the sieam 
is cnt off, as in descending a long grade, the expansion of the heated 
and compressed air witbin the air-vessel canses an overflow of the tallow 
and the continued lubrication of the machinery. This device proving 
iuefflcient, as applied by Garrett to the water- works engine, he connected 
a vertical pipe with the lower portion of the tallow-vessel and the steam- 
pipe, and provided it with two cocks near its npper and lower ends. 
This conuectiug-pipe extended above the top of the tallow-veasel, and 
the consequence was, whether foreseen or not is immaterial, that the 
steam in the counectingpipe became condensed and filled it more or less 
with water. As there, were now two steam connections communicating^, 
respectively, with the upper and lower parts of the tallow-vessel, and 
proper valves for regulating the admission of steam and water in 
the new connecting-pipe, and the steam-pressure was equal in both 
pipes, there was practically only the weight of the water left to force up 
the lubricant, which, even in the original Boscoe cup, was always in a 
molten state; otherwise the air-vessel could be of no service. This coa- 
stittttes precisely the device in controversy. There is much to indicate 
that, as at present understood, it was a mere accident on the part ot 
Garratt. The evidence goes to show that he merely intended to intro- 
dnce steam into the lower part of the tallow-vessel. His connecting- 
pipe was not enlarged specially to form a condenser such as is shown ia 
the two cases under consideration. Nevertheless, he presented all the 
elements of these cases in a practical device, which, according to the 
testimony, *' worked well." The law does not contemplate inquiry into 
the intentions which prompt the construction of mechanical devices. It 
is only proper to consider what is actually produced, and that, with all 
its incidental advantages, the inventor or discoverer is entitled to, 
whether he knows what he has done or not. 

I agree with the board that abandonment is not proved against Oar- 
ratt, and their decision awarding priority to him is affirmed. 



DB WITT 0. BAXTER. 
Appeal, 

APPEAL FROM THE BOARD OF EXAMINEBS-IN-GHIEF IN THE HATTER 
OF THE APPLICATION OF DB WITT O. BAXTER FOR PATENT FOR 
PORTABLE FORGE. 

(Decided October 21, 1872.) 
Prdctice — Invention, 

Irregnlarities in practice disapproved. 

Instauces of aDalogous use of tubular supports are in point as references to a claim 
for wrought-iron tubular legs to support the hearth-plate of a portable fiiniaoe. 
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Lbg^btT| OiMnmUiianer : 

Maay irregularities appear ia this case. la the first action ef the 
examiner, November 8, 1871, the first claim is rejected npon a reference 
and no objection is made to the others. In the second action, Decem- 
ber 6th, the examiner says he does not fnlly understand ^* what is in 
tended by the first clause of claim,*^ and reqnires ^^ a more particular 
specification of inventi&n in this particular." In the third action the 
first and second claims are rejected upon references, additional ones be- 
ing cited to meet the first claim. In this condition the case was ap- 
pealed to the board. An amendment was then submitted, which has 
not been entered, withdrawing the second claim, and the first was re- 
jected. No authority appears to have been given for this amendment 
presented after the case prematurely left the jurisdiction of the ezam- 
ner. 
The claim on which the appeal was taken is as follows: 

The eombinatioii of the hearth-plate of a portable fhrnaoe with wroaght-iron tubnlsr 
legs connected together, aU Babatantially as set forth. 

The improvement which applicant has made in portable furnaces^— 
jtnd I have no doubt he has made one— consists in supporting them 
upon hollow wrought-iron legs, whereby sufficient strength is obtained 
in the legs and at the same time they are rendered lighter than those 
heretofore made of solid cast iron. But the difficulty is, as the exam- 
iner says, that the improvement '* does not indicate in any degree in- 
vention.^ It is simply the result of the eiEercise of that Judgment and 
the application of that icnowledge— in view of the fact that wrought 
hollow tubes are used in so many analogous situations where strength, 
lightness, and economy of material are requisite-^which is expected of 
every competent mechanic. In a less developed state of the art of 
making and applying tubular legs and supports it is possible a patent, 
such as applicant seeks, might be legally granted, but not now. The 
. references cited by the examiner are in point as showing the various 
applications of tubular supports analogous to applicant's, and exhibit- 
ing his as barren of invention. 

The decision of the board is affirmed. 
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PETBB OAMPBELK 
AppeaL 

APPSAL FBOX THE BOABI> OF EXAMINEBSIN-OHIEF m THE XATTEB OF 
TPS APPLIOATION OF PETEIt OAMPBBLL FOB LATENT FOB LOOKINO- 
NUTS, FILED XABOH 21, 1872. 

(Decided October 26, 1872.) 

Ad orfiele of mmMffmefiiim mutt Im a eomfdate devioei rattdy for use or Ibr side in the 

HiArket* 
A not-look whioh. most be oonetmoted by the mechanio blmaelf every time lie desires 

to employ it is not a patentable orMe ofmann^aeiiwren 
Such a case presents only a process by which an tittkiU may be made. 

LB00ETT, Comminioner: 
Applicant fally sets forth his alleged inventioD in his claim, which 



A nnt-loek, composed of a portion of the metal of the nnt, prelecting into a recess 
in one of the threads of the bolt, said recess being formed,, and the metal Ibroed into 
it, at one operation. 

It is obvious, upon a mere inspection of this claim, that it does not 
cover a patentable invention* Applicant cannot make such a nut-lock 
as he describes so as to be ready for use or sale in the market. The 
<^lock'' consists in the punched portion of the nut and the corresponding 
indientation or recess in the screw-thread. If he produces a nut and 
bolt secured together by this ^Mock," they cannot be applied, and are 
useless until wrenched apart, and the ^Mock" destroyed* They might 
as well be soldered together. Applicant's model illustrates this. His 
invention, then, is not a device or article that he can offer to the public 
as complete for their use. It is only a process that he presents, which 
every man must apply himself, to secure the result contemplated. In 
other words, every man must make his own fastening, uiM>n the plan 
proposed, every time he wishes to employ it. The process merely is all 
there is in the case, and that, as shown by the reference cited — patent 
of A. D. Smith, Ko. 78,899 — ^is old. As set forth in that patent, it con- 
sists in punching or setting a portion of the nut against one side of the 
bolt, which is cut away to leave a flat, unthreaded surface. The process 
of fastening is the same, whether the setting is done against one portion,, 
or one form of bolt or another. There is nothing new or patentable in 
this application in view of the reference^ and the decision of the board 
is, therefore, affirmed* 
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SAMUEL D. HOVBT vs. PHILIP HUFBLAND BT AL. 

Interferenee. 

APPEAL FBOM THB BOABD OF EXAHINEBS-IN-OHISF IN THE .MATTER 
OF THE INTEBFBSEMCS BETWEEN THE APPLIOATIONS OF SAMUEL 
D. HOVET, JOSEPH ILLFELDEB, PHILIP HUFELAND, J. BBCEENDOB- 
FEB, AND T. H. XULLEB FOB LETTEBS PATENT FOB AN IMPB07X- 
ICENT IN EBASEB ATTACHMENTS TO LEAD-PENCILS. 

(Decided October 28, 1872.) 

Claims limited to invention^ — Testimony eonetmed by preliminary etate- 
metU-^Foreign inventions-^Praetioe in interferenoee. 

Where tikere is Teaaon to doubt whether the only inventioa to which the taooeM- 
fiil party in an interference is found to be entitled is new, has application should ba 
referred back to the examiner to investigate the question. 

The testimony in interference eases should be so construed as to conform to the pre- 
liminary statement of the party producing it; and snch as is inconsistent with it 
shoold be disregarded. 

The date of an inyention originated abroad can be carried back no Ihrther than the 
time when specimens embodying it are shown, on aatisfiMitory evidence^ to h»Te 
reached this country. 

Thacheb, Aetinff Oommiseioner : 

Beckendorfer has withdrawn his application, acknowledging priority 
of invention to nifelder, and Mailer was correctly held by the Exami- 
ner of Interferences to have been improperly joined in interference, his 
invention not being identical with that of the other parties. 

A question as to the identity of the inventions covered by the remain • 
ing three applications has been raised by connsel for Hnfeland and HI- 
felder. In declaring the interference the examiner states that the sub- 
ject-matter involved ^^ consists in attaching a slender rubber-eraser to a 
wooden lead-pencil by a ferrule constructed of a material which can be 
readily cut by a knife, and which, at the same time, extends over the 
inbber and forms a protector and stiffener for if It is alleged that 
Hovey has done no more than to unite the eraser with the end of the 
pencil by a paper tube or ferrule, while the other parties have done that, 
and have sAso incased the rubber its entire length within the tube, in- 
tending that the latter shall be cut away to expose the end of the rubb^ 
as it wears off. 

Upon a careful examination of the two devices as described and^ rep- 
resented, I am satisfied that this point is well taken. Hovey shows a 
shorter rubber than the other applicants, and yet it projects from the 
tube nearly half its length, while their tubes cover the rubber to its 
outer end and must be cut away slightly before the eraser can be used. 
Berides, the main portion of his tube is shown covering his pencil, while 
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the other applicants aae the greater part of their tubes to indoee and 
protect the robber, which is an important object Again, Hovey shows 
his robber secured by a nail in the ferrate. Although he does not coa* 
fine himself to this means of fastening, the fact that he employs it at all 
shows that he did not contemplate the advantage of extending his fer- 
role so as to indose and support an elongated eraser and be cat away 
to accommodate itsirif to the wear of the latter. In (iAct, the constrac- 
tion he presents precludes this advantage. His robber and ferrole are 
both so short that the latter merely firoms a Joint connection, and cannot 
be cut away without detaching the form w. That its only function is to 
form an attachment, appeam also fh>m his testimony that the pencils he 
manu&ctured and sold, as set forth in bis preliminary statement, all had 
the paper ferrule and robber inclosed by a ^ large sliding sted tube to 
keep the robber dean." (Hovey, Gross. Int. 19.) They were all of the 
pattero shown in Fig. 3 of his drawing. 

A much slighter dilference in constroction than appears between these 
cases was recognized as distinguishing a device from others that had 
preceded it, and conferring patentability, in the case of W. K Bartholo- 
mew, (Oommissioner's Decisions 1871, p. 2^) There was about the same 
In the extent of the tubing between the well-known rectangular eraser, 
with the middle part incased in wood, and the Bartholomew eraser, that 
there is- between the alleged invention of Hovey and that of the others. 
It was also shown that artists' stubs had been wrapped with paper 
throughout their entire length. Yet, because the eraser was incased its 
entire length, so as to be cut away for use, and the paper wrapping was 
secured with glue, thereby giving a peculiar stiffness and rigidity to the 
cylinder of rubber, it was decided that Bartholomew wa^ entitled to a 
patent. Following the analogy between the cases, I must hold that 
there is a patentable difference between the invention shown by Hufe- 
land and Illfelder and that exhibited by. Hovey. 

The* claims, it is trae, by their terms appear to conflict, and there is 
no way to compel their respective limitation or alteration e»^pt by 
showing a reference other than the cases in interference. If they do in 
fact conflict, this interference mnst determine whoisentitled toa patent 
upon them as presented. But considering the actual difference between 
the devices, as shown and described, is there really any conflict ; and, 
if so, to what extent t 

A claim is to be constraed in the light of the specification which it 
accompanies and supplements. Under this rule, which is of universal 
application, Hovey's claim will only secure to him the uniting of the 
eraser and pencil by a paper ferrule, for this is all his specification com- 
prehends ; and he claims the combination of these three parts '^ sub- 
stantially as set forth.^ To this extent, then, the question of priority 
must be actjudicated, because the device in this state of development is 
covered by all the applications. In the language of the boiurd, <<A11 
the parties embrace in their claims a lead-pencil and an India-robber 
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eraser of a corresponding form, which are united end to end by a paper 
aleeve." Hafeland and Illfelder, it is tme, go farther than this, and 
show the sleeve extended so as to whoUy.envelop, stiffen, and fally pro* 
tect the eraser, of whatever length it may be ; bat it is evident that 
they also exhibit the elements of the broader claim of Hovey. If Hovey 
18 the prior inventor, so far as the eraser and pencil meretg united by a 
paper fermle is concerned, and the invention thus broadly stated is pat- 
entable, then, in my opinion, he may with propriety be allowed his 
claim ; and by incorporating' a proper. disclaimer, dearly limiting the 
invention to what is shown beyond that which appears in Hovey's case, 
one of the other parties may also be allowed his claim. 

Hnfeland^s application was filed May 3d, Illfeldet'ii Jaly 24th, and 
Hovey's August 18th, 1871. If Illfelder's testimony is sufficient and is 
to be believed, there is no question but that he is entitled to Judgment 
of priority of invention. It sets forth that he made the invention in 
question some time in the summer of 1869, in Burope, and shipped sam- 
ples from Furth, Bavaria, which arrived in New York the last of July 
of that year. But, upon a careful examination of this evidence, I am 
anable to find sufficient proof that the samples alleged to have been 
shipped ever arrived in this country. No correspondence or other doc- 
omentarj evidence of their reception is produced ; on the contrary, the 
invoice from the New York custom-house, which, according to the tes- 
timony of Beckendorfer, should show a record of these samples, goes to 
•how that they were not received. None of* the alleged samples are 
produced, nor is their disappearance satisfactorily accounted for. To 
my min<|, as it seems also to have appeared to the minds of the exam- 
iner and board, the evidence seems entirely insufficient, and, in seme 
respects, incredible } and I cannot regard Illfelder as having proved any 
invention in this country at all. 

Hafeland alleges in his preliminary statement that he *^ made experi- 
ments in making paper tubes, or receptacles for holding rubber erasers,'' 
about the middle of the year 1869. But this does not comprehend the 
invention in controversy. From that date he did nothing ^^ until about 
February, 1871," when he <' formed other tubes of paper so that they 
could be attached to the ends of lead-pencils ;" and be at that time ex- 
hibited some of these rubber erasers and tubes applied to lead-pencils. 

According to this statetneut he neither conceived nor completed the 
invention in question until February, 1871, and to this he must be held. 
It is to be presumed that a preliminary statement will be as favorable 
and contain as much for a party in interference as is consistent with the 
facts in his case. It must, therefore, be strictly construed and the proof 
held to conform with it in all essential particulars. A date, referring to 
aomething else than the invention, cannot be used to let in testimony 
conflicting with the sworn statement of the date of the invention. (Al 
len db Moody vs. Oilman^ Official Gazette, vol. 2, No. 12.) Such of Hufe- 
land^s testimony, therefore, as tends to prove his invention of an earlier 
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dale than that given by him in his preliniinary statement, most be 
disregarded. This statement, however, is ftdly corroborated by anqaea- 
tioned testimony, and, without doabt, Hafeland had the completed in- 
vention as early as February, 1871. 

It is proven that Hovey made his invention, if it is an invention, in 
July or Aagnst, 1809. In the fall of that year he took steps to secure 
a patent, and before May, 1870, he had manu&otured and sucoessfoUy 
introduced his alleged invention on a large scale. He is clearly, in my 
opinion, entitled to judgment of priority upon what he has shown^ and 
to that extent the decision of the board is affirmed, fint as the exam- 
iner, in his declaration of the interference, seems not to have observed 
the difference between Hovey's device and that of the other applicanta, 
and as his statements in treating the applications of Hufeland and 
Beckendorfer lead me to suspect that the state of the art may be such 
as to preclude the grant of a patent for this alleged invention, Hovey'a 
application is remanded to the primary examiner for further investiga- 
tion as to the patentability of the device therein described and claimed. 

From the preceding discussion of the question of priority it follows 
that, so far as the specific invention by lUfelder and Hufeland is con- 
cerned, judgment must be given in favor of Hufeland. 

As already intimated, however, his claim is somewhat indefinite and 
ambiguous. Upon amending this claim, so as to restrict his invention 
to the device described, he may be allowed a patent. 



BATES TS. SEEGEB & BOTD. 
Jnta/ereace. 

▲PPBAL FROM THE BOABB OF EXAMINSBS-INOHIBF IN THE MATTER OF 
THE INTEBFEBENOE BETWEEN THE APPLICATION OF BENJAHIN 
BATES AND THE PATENT OF SEEGEB A? BOYD FOB AN IMPBOYSBCENTL 
IN PBEBBBVINa HOPS. 

(Decided October 29, 1872.) 
PatentaMlity, 

To pack goods of Tarions kinds la bottles or oases, made air-tight in order to presenre 
tbeir contents more effectually, lias been common from time immemorial, and eanaot 
be monopolized under a patent. 

The allowance of patents for derices so well known and so wanting in inYention cills 
for marked censure. 

Thaoheb, Acting Cammi8ii4m$r : 

The patent was granted to Seeger & Boyd December 12, 1871, appli- 
cation therefor having been filed the 20th of October preceding. 
The application of Bates was filed January 13, 1872. 
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The patent contains two claims. The first is in interference, and is 
follows, viz: 

As a new Article of mumfiMtore and trade, hope ground or pnlTeriied and incased 
in air-tight packages, as and for the purpose set forth. 

The claim of Bates is identically the same, except that it does not 
specify that the vessels or packages shall be air-tight In the specifica- 
tion, however, it is stated that the ground material is to be pnt up in 
air-tight packages, and, as the claim is always to be interpreted by the 
specification, the claim of Bates may be fairly construed the same as 
that of the patent 

The gist of the invention is the air-tight package. Neither party 
claims here the article itself, and, in fact, there is proof in the case that 
it is entirely destitute of novelty. But it is asserted that by sealing 
the packages the hops may be preserved in fiill strongth for an indefinite 
period. 

Bates's evidence proves conclusively that up to the date of filing his 
application he never had this specific invention. His packages were 
cans with common covers, and bottles corked in the usual way. 

It may be said that the diflerence is so slight as to make a patentable 
distinction impossible. I confess to some embarrassment on this account; 
but, upon a careful consideration of the case, I have reached the con* 
dnsion that if there is anything at all patentable it must be found in 
packages sealed so as to exclude all air, thereby preventing the hops 
firom deterioration. I can find nothing whatever patentable in what 
Bates has done. Oovei^ cans and boxes, and corked botties, are the 
most common devices in the world for securely keeping solids and 
liquids of every description. There is no more reason for granting a 
patent for a bottle or can of ground hops than of ground pepper, ground 
spice, or any other pulverized substance. 

It will undoubtedly be said that objections of this nature apply with 
equal force to what is called an invention in the patent of Seeger So 
Boyd. I freely admit it. Why such a patent should ever have been 
allowed is beyond my comprehension. It has been the practice to her- 
metically seal cans, bottles, and packages of every description firom time 
immemorial, and for the purpose of preserving their contents in their 
original coudition. The result in this case is precisely what every one 
would have expected ; there is no new discovery whatever. Not even 
tpeeialfhUl is required to practice the wonderful. art described; much 
less is there the least demand for the exercise of inventive geniu»» A 
mere child can put ground hops into a bottle and cover the cork with 
sealing-wax. 

The grant of such patents, for what is utterly unworthy to be called 
invention, is a ftaud upon the public, and is to be condemned in the 
strongest terms. 

The recent decision of the circuit court in Bawyer vs. Biai^ A Tueketf 
(Official Gazette, vol. 1, No. 8,) is directly in point, and should have a 
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wholesome inflaenoe in oheoking the issae of patents of this description, 
the number of which has been steadily increasing. 

Unfortunately the patent of Seeger ft Boyd is beyond the control of 
the Gommissioner, and it therefore becomes necessary to formally pass 
upon the question of priority. 

Judgment on this point must be given in favor of the patentees. 



G. 0. PBBEINS. 
Appeal 

APPEAL FROM THE BOABD OF EXAMINEB8-IN0HIEF IN THE MATTEB 
OF THE APPLICATION OF GEO. C. PEBKINS FOB PATENT FOB WOVEN- 
WIBE ICATTBESSESy FILED MABCH 1$, 1872. 

(Dedded October 29, 1872.) 

Heie duplioation is not inveiitioo. 

Lboobtt, 0<mmi99Umer : 
Applicant claims — 

1. A wire mattrefls or oashion baying a web of coiled springs linked (ogetber in pairs, 
■absiantially as described, 

8. A wire mattress or oosbion baying a web of colled springs linked togetber in sets 
of tbree or more, substantially as described. 

3. A fobric of spiral- wire springs interlocked two and two or three and three^ sob- 
•taatially in the manner herein describod. 

The references show, in the case of Bouillion, a mattress made by 
placing one coiled coshion, composed of single- wire coils, over another 
similar one and interlocking the two; and in the case of Leemann a mat- 
tress composed on the margin of donble-coiled wires and in the middle 
of single-coiled wires. This plan it was supposed wonld give sufficient 
strength and save the extra material and cost of making the whole mat- 
tress of double-wire coils. If it did not, as a matter of course the 
donble coils wonld be further employed, either to wholly or in part 
compose tbe center of the cushion. Once the plan being adopted of 
employing double coils in the manner shown, to give additional strength, 
how many or how few to use becomes simply a matter of judgment. 
The same of the nuijiber of wires employed in each coiL After two 
have been used, and a third can be employed in the same manner by 
simply adding it to the strand, there is no more invention involved in 
so adding it and forming a stronger cushion than there is in driving an 
additional nail where there are no difficulties in the way and two are not 
sufficient to hold. Applicant has invented nothing. He has done noth- 
ing more than to make a stronger mattress than Leemann did by employ- 
ing more double coils than he did precisely as he did, there being no 
difficulty to overcome in so doing. 

The decision of the board is affirmed. 
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OALISTA E. COX, EXECUTRIX. 

Extenrian. 

IN THE MATTEB OF THE APPLICATION OF OALISTA B. OOX, EXECUTBIX 
OF THE ESTATE OF HAB7ET W. SABIN, FOB EXTENSION OF PATENT 
NO. 7,813, FOB IMPBOVEMENT IN HOBSB-BAKES, ChBANTED DEOEKBEB 

3, 1860. 

(Decided November 1, 1872.) 

Navdtjf^^Praof of vaiw^Ptnoer of attorney. 

m 

A bone-nke in which the teeth are raised and dropped hy meohanism that is actuated 
by the draft of the team, and thrown into gear at the will of the operator, is not 
antieipated hy a horse-rake in whioh snoh mechanism raises and drops the teeth 
Mitomatioaliy, and is not always at the control of the operator. 

In determining whether the alleged InTention is new npon an application for an exten- 
sion under a special act of Congress, the consideration that the patent has been reis- 
sued, has been once extended already,, and has been sustained in litigation, is of 
especial, weight. 

The value of the luTention in snoh a case may be established by the evidence adduced 
on the former extension. 

An attorney appointed under an irrevocable power, coupled with an interest, and 
Authorizing him to sell an invention at his discretion, is not a purchaser but an 
agent, bound to act for the interest of his principal, and to account to her for the 
proceeds of his sales. 

The execntion of snoh a power will not prevent the principal from obtaining an exten- 
sion of the patent. 

Thacheb, Acting OommisHaner : 

An extensioa of the patent which i8 the subject of this application was 
granted December 3, 1864, and it was afterward assigned, and reissued 
by assignees in four divisions— Nos. 1,912, 1,913, 1,914, and 1,915— three 
of which, it appears from documents filed as evidence, have been liti- 
gated and sustained by the courts. The original patent is now sought 
to be again extended, under authority of the ibUowing special act of 
CSongress, entitled <<An act for the relief of Oalista B. Cox," approved 
June 8, 1872 : 

Be it enacted hy the Senate and Hou^e ef EepreeentaUvee qf the United Statee of America 
la Congreee aesembledf That the CommiBsioner of Patents, upon due application made 
to him therefor, and upon the same evidence and rules of law as in orainary extension 
cases, be, and hereby is, authorized to extend the patent of Harvey W. Sabin, late of 
Canandaigua, New York, deceased, for improvement in horse hay-rakes, issued to him 
December 3, 1850, extended by the Commissioner of Patents for seven years from the 
3d day of December, 1864, and reissued by his assignees in four divisions March 28, 
1865, for the further term of seven years from and after the passage of this act : 
Providedf however ^ That said extended term shall inure to the sole oenent of Calista £. 
Cox, widow of the said Harvey W. Sabin, her heirs and assigns: And provided further, 
That no person shall be liable for infringing such extended patent by reason of any 
manu£iu$tnre, use, or siJe subsequent -to the 3d day of December, 1871, and prior to the 
passage of tills act. 

The invention embraced in the original patent consists in an improved 
horse hayrake, belonging to the class known as oscillating rakes, 
in which the teeth are lifted to discharge the gathered load, pass over 
it, and descend before it to begin work again. The main object sought 



w 



DBCflSIOHS OF COMMISSIONEB OF PATENTS FOR 1878. 

by the iDventor wm to aooompliah this operation — ^whfeh had pievioasly 
been performed by the driver or atteodant using a hand or foot lever- 
by the draft of the team. The elaim allowed opon his device and now 
ander consideration is aH follows : 

The d«Tioe fn nliing the te«Ui tlmiiltsoeooaly to eleu thsm of the hay. and drop- 
thorn again hy moau of tbo apparatiWi rabatantiaUy at detoribed, being wurked 
draft of tiie team when thrown into gear, at the will of the operator. 

ThA draft power had before been otilised for discharging the gathered 
load, in sliding and in revolving rakes, (see patent of M. & 8. Pennock, 
Febmary 17, 1827, and H. 8. JDoolittle, Angnst 22, 1846,) and its atili- 
cation had also been attempted in at least one instance, in connection 
with oscillating hand-rakes, as shown by the Bnglish patent of Henry 
Smith, No. 10,241 of 1844. The former cases are in a different class of 
rakes, provided with different mechanism, and operating very differ- 
ently. They show no anticipation whatever of the invention claimed 
by Sabin, and may be dismissed witboat farther comment. That the 
attempt in the latter case was practically a failare is apparent trom on 
inspection of the drawing, in connection with the specifkMition, of this 
patent Not only is the particular device shown wholly different in 
oonstmction flrom that of Sabin and defective in its operation, bat the 
plan npon which it is constructed is wholly impracticable. The featare 
of vital importance to the practical worth of this class of rakes is that 
the teeth shall be raised at the mil of tft# aperai&r. In the patent referred 
to cams are shown attached to the wheel-hubs, and hinged bent arms 
are moved over them by means of a lever. As the cams revolve they 
raise the bent arms, which in turn elevate the teeth. It is obvious that 
it is only daring certain portions of the revolution of these cams that 
the bent arms, can be thrown over them, and therefore the discharge of 
the load is not subject to the will of the opera1x>r. Besides, the wheela 
revolve independently, and, therefore, in turning comers or working^ 
upon uneven ground the cams would soon get out of line with each 
other and fbil to work together. I do not regard this patent as de- 
tracting in the least ttom the scope or merit of the invention of Sabin. 
It merely exhibits an attempt and failure to utilize the draft power 
which the latter successfhlly accomplished. I therefore find no objec- 
tion to the grant of this extension so far as the question of novelty is 
concerned. In the prodoction of a useful practically operative rake of 
this class, Sabin was unquestionably the foundation inventor, and the 
subsequent progress of this art shows that he left but narrow scope for 
improvement 

Aside fh>m the present carefbl scrutiny of this application the pre- 
ceding history of the invention, since its original presentation to the 
Office for patent, would seem to be almost conclusive of its novelty and 
utility. Prior to this time it has had three examinations in the Office, 
and been patented, extended, reissaed, and litigated. 

Its value and importance to the public are amply proved — ^in fact, it 

perhaps, safe to say that it is one of the most important inventions. 
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referring to thiA class of implements, ever prodacecL The point is made 
by the opposition that the testimony last filed for the pnrpose of show- 
ing its ascertained value proceeds upon an erroneous basis of calcula- 
tion. I do not think it does; but if it did, the testimony in the first ap- 
plication for extension is filed, and that alone, as record evidence, would 
be sufficient. Indeed, all the questions involved in this application 
should, perhaps, be regarded as'retf o^^tidicato, except as they arise with 
reft^rence to the period subsequent to the date of the extension. 

The remuneration derived by the inventor and his legal representa- 
tives previous to that grant was trivial, and has only been slightly in- 
creased since. The extended interest was assigned for only about five 
hundred dollars, but it was under pressure of extreme poverty, and upon 
advice of counsel, tiiat nothing better could be done. This assignment 
does not, under the drcumstauoes, evince a £fttal want of diligence, 
especially as the invention has gone into v^ry extensive public use, and 
the assignees have not been able to secure any profitable return upon 
their investment. 

. Gounsd opposing this extension have maintained with great vigor 
that the beneficial interest, if granted, will not be in the inventor's 
widow, Mrs. Oalista E. Oox, for whose special rdief the act of Oongreps 
above quoted was passed. She has granted a power of attorney, made 
expressly irrevocable, and also coupled with an interest, to a Mr. Will* 
ianis, eanatitating him her sole agent for the transaction of all business 
relating to the procurement of this extenaton, undw which he has se- 
cured the passage of the act of Congress, and now appears in the prose- 
cution of this application. He is to furnish the necessary means to 
meet all ex|)ense8, and is authorised to sell and convey the whole inter- 
est in tke extended term for such snui as he shall deem advisable, and 
to pay all charges and expenses ilicurred in obtaining the extension ; pro- 
vided there shall remain of the proceeds of such sale over and above what 
is required for these purposes not less than eight hundred dollars for 
Mrs. Cox. This power, coupled with an interest, constitutes only a 
contract of agency, and not a sale. It does not pass the title, nor even 
necessarily a principal t>eneflcial interest in the extended term. It 
serves as security for Williams, and nothing more. Under it he is 
required by law to exercise ordinary diligence and reasonable skill in 
the sale, as well as in procuring the extension of the pateut, and to 
render an account to his principal. I am unable to conceive how an 
elderly woman, without means or business experience, could take a bet- 
ter course to secure and protect her interest in a matter of this kind. 
Although there should be careful scrutiny on the part of the Office to 
see that the transaction is in good faith, and what it purports to be, I 
see no objection to it as bearing upon the question of title. 

All the legal requisites to warrant the grant of an extension, there- 
fore, appear, and the patent will accordingly be extended ibr the term 
of seven years from June 8, 1872, in accordance with the provisions of 
the acflt of Congress already quoted. 



288 DECISIONS OF COtOaSSIOMER OF PATENTS FOR IHn. 



GOGHBANy MoLEAN & GO. 
AppedL 

APPEAL FBOM THE EXAKINEB OF TBADB-MABKS IN THE HATTEB OF 
COOHBAN, X^AN U 00., FOB THE BEGISTBY OF A TBADE-ICABK, 
FILED OOTOBEB 5, 1872. 

(Decided November 4, 1872.) 
Oath-^Notarial seal 

The Jnrat'aDnezed to an application for a trade-mark it raiBoient, although the seal of 
the notary who signed it la not attaohed, if that formality is not required by the law 
where the oath was administered. 



Thaoheb, AoHng 

This application is sospcrnded by the Bxaminer of Trade-Marks on 
the groand that it is informal and inadmissible, in that the oath has not 
attached to it the official seal of the notary before whom it was sab- 
scribed. It appears, however, as stated by the examiner, that a nota- 
rial seal is not essential in such cases nuder the laws of the State of 
New York, where the applicants reside and where this oath was ex- 
ecuted. This fact, however, he holds, cannot give validity to an affi- 
davit without a seal in a foreign jurisdiction. ELere^ I think, he errs. 
Story (Conflict of Laws, p. 823) says : 

There are certain formalities of proof which are required by the laws of foreign 
GonntrieSi in regard to contracts, instruments^ and other acts, which are indispeuaable 
to their validitv there ; and these are. therefore, held to be of universal obligation, 
and must be duly proved in every foreign tribunal in which they are in litigation, 
before any right can be founded on them. * * And if the proofs are given in the 
mode which the local law requires, there is some difficulty in asserting that such proofs 
ought not to be deemed everywhere a full authentication of the instrument. 

It is an established rale of law that the lex loci governs in determin- 
ing the validity of an act done or, an instranient execnted relating to 
personalty, in a foreign jurisdiction. (Bou. L. D., vol. 2, p. 35, and cc»es 
cited.) The act of 1870, (sec. 77,) relating to trade-marks, simply re- 
quires that a declaration '^ under oath " shall be filed with an application 
for registry. But the act of September 16, 1850, (U. S. Statutes at 
Large, vol. 9, p. 458,) relied on by the examiner is in point. 

It does not, however, by its terms, require a seal in all cases in which 
affidavits are made before notaries. It first proceeds to enact, for the 
general convenience of the public, that oaths, affirmations, and acknowl- 
edgments may be made before notaries, throughout the United States 
and Territories, the same as before justices of the peace. Then follows 
the declaration that "when certified under the hand and official seal" 
of a notary they shall have effect, and the converse of this is not to be 
implied, because it would obstruct the operation of the law in States 
where >seals are not required. This language is not mandatory as to the 
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act) bat only as to the eflPect of the act. It does not require that an 
affidavit shall be certified ander an official notarial seal, bat that when 
so certified it <* shall have" effect Thas applied, it operates beneficially, 
as intended, throaghoat the country ; because in States where no seals 
are required, and where scrolls are held as equivalent, (of which there 
are a uumber--Hsee Kent's Oom., p. 453 and notes,) the rule of comity 
admitting the lex hci to govern is not excluded, affidavits without seals 
can be admitted, and the important statutory ftinctions of notaries can 
be universally employed. 

The importance of seals, both official and private, has much dimin- 
ished during the last half century in this country, (1 McL., 462 ;) and in 
matters not reaching to the validity of title or transfer, or involving 
the disbursement of public funds, I see no reason for strict construction 
to save them ; especially when in certain States it must work inconven- 
ience both to the Office and to applicants. 

Under the laws of Kew York a notarial seal is not essjential. (Acts 
April 15, 1859, and May 7, 1863.) This affidavit would be sufficient as 
to matter of form there, and I think it should be regarded as sufficient 
here. 

The decision of the Examiner of Tr^ide-Marks is therefore overruled. 



JAMES A. TAYLOR AND E. A. BANKS. 

Appeal: 

APPEAL FROM THE BOABD OP BXAMINBBSIN-CHIEP IN THE HATTBB OP 
THE APPLICATION OP JAHES A. TAYLOB AND EDWIN A. BANKS FOB 
LETTEBS PATENT FOB AN IMPBOYBMENT IN LEVEI^. 

(Decided November 11, 1872.) 
Published descriptions— Affidavits of experts. 

A published descriptioii of an aUeged inyention held to be sufficient notwithstanding 
the affidavits of two experts that a mechanic conld not construct the instrument 
from it. 

Strictures upon the practice of introducing the affidavits of experts. 

Thagheb, Acting Oommissianer : 

The oijy reference in this ease is an English provisional specification. 
It is asserted by appellants that the description contained therein is not 
sufficient to enable a mechanic to constrnct the instrument, and, to sup- 
port the averment, affidavits of two mechanics have been filed. 

Notwithstanding these statements I am of the opinion that any work- 
man, with ordinary skill in the art, would find no difficulty in making 
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the instrament, and that when completed it would anticipate the alleged 
invention of i4>pellanta in every particalar. 

This case affords a good example of the general unreliability of ex- 
parte affidavits, iutrodoced, as in this instance, for the pnrpose of influ- 
encing the decision of the Office. The facility with which they are 
obtained is well known, and, from the nature of the case, they do not 
and cannot have weight in determining the action that should be taken 
on the application. . The practice of introdudng such affidavits should 
be discouraged, except for the purpose of supplying information sought 
by the Office. 

The decision of the Bxaminers-in-Ghief is affirmed* 



PEASLEE. 
AppeaL 



APPEAL FBOM THE BOABD OF EXAMINEBS-IK-CHnEF IN THE XATTEB OF 
THE APPLICATION OF BENJ. F. PEASLEE FOB BEISSUE OF PATENT NO. 
63,746, FOB SNITTINOMAOiEIINE NEEDLES. 

(Decided November 12, 1872.) 
Invention — Double u$e. 

To spread apart the sides of the slot in a knitting-machiQe needle so as to insert the 
]atch Tvith its Journals (all made in ope piece) in their place, and then close the sides 
so as to hold it, is but the doable nse of a well-known mechanical expedient, and 
cannot be appropriated as an invention by any one exclnsively. 

Legk^ett, Commissioner : 

This invention consists of a latch of a knitting-machine needle, liaving 
its journals made of one piece with it or fixedly attached to it. To in- 
sert and secdre this latch in position in the needle-slot the walls of 
the slot are spread apart, the pivotjoarnals of the latch placed be-, 
tween them, and then they are compressed against the latch and 
aronnd its journals. The latch with these fixed journals is held to be 
patentable. The claim of the original patent covered it, and the first 
claim of this application covering it has properly been allowed by the 
examiner. The second claim, upon which this issue arises, seeks to 
secure the method of introducing and fastening the latch in place in 
the needle-slot, as above described. In rejecting this claim the exam- 
iner states that the method '4s one commonly employed in various 
branches of mechanics," and, as presented in this application and applied 
to the device under consideration, is regarded as showing merely a 
double or analogous use. As an example of its previous existence and 
employment HoltzapffePs Turning and Mechanical Manipulations (vol. 
1, p. 234) is cited, which shows that in constructing pliers, in which one 
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jaw 18 inaerted ia a dot throogh the oOier and pivoted, *^ the aperture 
is saffloiently bulged oat to allow the middle joiat to be passed throagh, 
after which the ootsides are dosed upon the center." This process is 
said to be applicable to ^ the smallest kinds espedaUy." It is precisely 
the process here claimed, except that the jaws of pliers, being forged 
from iron and not from qiring-wire, and tiie dot-walls to be ^< bulged 
oat ^ being probably thicker than those of needle4dots, the metal for 
these reasons mast be heated. This is merely inddent to the material 
operated npon. Springing oat the ddes of sted-needle dots is also 
merdy inddental, and is not a sabstantial modification of the process. 
The sort of latch here shown being once constraoted, the method of in- 
serting it in place follows from knowledge of the material employed, and 
the nae of the method in other instances sadi as dted* It is not the 
resnlt of any contrivance or invention whatever. When applicant de- 
vised this iatdi and ascertained that it was superior to others he in* 
vented it ; bat when be secared it in place by a method wdl known for 
securing other artides pivoted within a dot, he merdy oiopM, he did 
not invmiy the method. The nse of this method in connection with this 
particular device affords no ground for a patent. 
The decidon of the board is affirmed. 



CONKLIN & STAFFORD. 
AfpeaL 

APPEAL FROM THE BOABD OF EXA3CINSBS-IN-CHIEF IN THE liATTEB 
OF THE APPLICATION OF E. S. CONKUN AND JOSEPH STAFFOBD, AS- 
SIGNEES OF DANIEL 8. STAFFOBD| DECEASED, FILED MIBCH 16, 1871, 
FOB BEISStJE OF PATENT NO. 31,133, OBANTED JANUABY 15, 1861» 
FOB CX7LTIVAT0BS. 

(Decided November 12, 1872.) 
ilftandonmen^— J.&andkmiiMiif afUr date of patent 

It cannot be objected to claims presented npon a reissne for tibe first time, that the in- 
Tentions specified hare been abandoned since the date of the original patent in con- 
sequence of their not haying been nrged before, and having gone into extensive 



The inventions for which claims were made for the first time upon a xeissiie were held 
upon the evidence to have been abandoned previous to the original application ; and 
this condnsion was confirmed by the recognition in said application of the previous 
existence of machines necessarily embodying every element thus claimed. 

Leogett, Cammi89ianer : 

This application is a division of one filed September 13, 1870, for re- 
issae of patent ITo. 31,133, granted to Daniel S* Stafford January 16, 
1861, for improvements, in the Iragnage of the inventor, relating <^ to 
16 OP 
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that kind of eoltiTator that can be raised or lowered, or turned to the 
right or left, by the operator from his seat on the machine, so as to 
adapt the machine for passing over or turning to one side of an obstmc- 
tton, or to cause it to follow the crooks in the rows of plants." In other 
words, the inrention rdates to what may be called wheeled straddle-row 
cultivators, which are usually drawn by two horses, and are provided 
with a seat upon which the driver rides. The patent granted Stafford 
embraced three daims, two of which were of limited scope, relating to 
and covering the peculiar construction and combination of certain parts 
of the device for enabling the driver to guide and control it, and the 
third covering the peculiar *^ long bent share-blades or cutters ^ which 
were attached to the machine, on each side, f6r throwing the loosened 
SOU toward the row of plants. The reissue application first filed em- 
braced seven daims, five of which were allowed by the examiner, and 
two of wUeh were adjudged to interfere with certain patents, five in 
number, and a pending application, and were, at the suggestion of the ' 
Office, presented in this division. These claims are as follows : 

The oombinfttiony in a ttnddle-TOW oaltiTator, of two wheels, B, frame A, and series 
of plows G, airanged in two ffuin with a eentiral spaoe between the gangs, so as to 
till or cultivate the soil on both sides of a single row of plants dmoltaneoasly, as set 
forth* 

Also, the eombination, in a straddle-row cnltivator, of two wheels, B, an axle; C, 
frame A, series of plows O, arranged in two gangs with a' central space between the 
gangs, and a seat, £, for the driver, for the porposes set forth. 

It is obvious at a glance that the scope of these claims is sufficiently 
broad to render subordinate and tributary every practicable cultivator 
and improvement in cultivators of this class that has yet been devised. 
They embrace the primary and indispensable elements of all wheeled 
straddle-row cultiv'ators. The monopoly they will confer, if allowed, 
upon the assignees of the deceased inventor for the remainder of 
the term of the patent, and upon his representatives for seven years 
thereafter, if extended, is of such an important nature, as affecting 
established manufacturing interests, that a close scrutiny of the right 
of the applicants to their allowance under the law is especially demanded* 
In the interference which has been adjudicated, Stafford was, upon the 
evidence, awarded priority of invention, both by the examiner and the 
board, respecting the subject-matter of these claims. It was adjudged 
that he completed and reduced his invention to practice in 1842. Ba 
it was held that by his laches it afterward went into public use, and 
became, in contemplation of law, abandoned to the public. The inter- 
ference was dissolved, and the primary examiner finally rejected the 
application upon this ground. This action is affirmed by the boards 
and they argue that the assignees have forfeited their right to secure 
so much of Stafford's invention as is comprehended in this application, 
by their delay in not making application therefor earlier in the term of 
the patent. Upon this point I only desire to say that I am fully 
convinced there might with propriety be a statute of limitations 
applying to reissue applications. But under the present law there is, 
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in my opinioD, no gioond for implying a role of that kind. The dictum 
of Jadge Story in the equity stiit ( Wyefh vs. BUme, 1 Story, 273) cited 
by the board, by no means supports such a rule of practice for this Office, 
in view of the statute providing for reissues. Stafford being adjudged 
the original and first invmtor of the combinations here claimed, the 
only question as to their allowance now is, whether he had abandoned 
their subject-matter to the public prior to his original application for a 
patent. 

He made and used this invention in 1842. He, however, added 
improvements to it from time, to perfect its operation, and finally, in 
1860, after the lapse of eighteen years, he made application for a patent. 
JQ the mean time Dundas and Marsh had produced and operated machines 
of this class in 1851, and applied for patents, (which the former 
obtained in 1859,) and four other persons, parties to this controversy, 
had obtained patents, all showing the devices now claimed. These 
facts would raise a strong presumption of public use and abandonment 
were the proof wanting. . Bat it is not. The testimony of Marsh and 
Weaver in Sayka vs. Sapgood et ol., which has been admitted by 
agreement in this case, as hdd by the board in their decision of the 
interference^ shows public use. (Ex. No. 1, p. 155, Def t's Test, and 
pages 104, 114, and 116 SayUa vs. Hapgood.) In view of the long delay 
between Stafford's original invention and his application for a patents 
the patents granted in the mean time showing the invention now daimed, 
and the proof of public use of the invention several years previous to 
1860, the statement in his patent that his invention related ^< to that 
kind of cultivator," &c, when taken in connection with the fact that he 
voluntarily confined himself to claims of limited scope, covering special 
devices, the result of his later improvements must be regarded as an 
admission that he knew of the public use of the cultivator, so far as its 
simple fundamental elements were concerned, as now claimed, and that, 
even if he did actually invent them eighteen years befbre, they had 
become public property, and were no longer subject to monopoly by 
patent. 

The affidavits filed in support of this case prove nothing, except that the 
affiants did not know that straddle-row cultivators had been made and 
used in public prior to the date of Stafford's patent, and that they believe 
they were not in general use among farmers before that time, which is no 
doubt the fact But that they were actually used in public years 
before, and in construction comprehended all that is embraced in these 
claims and more, is proved, and no amount of testimony to ignorance 
of the fiicts can idter their legal effect. 

The decision of the board is affirmed. 
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JOHN F. SHEPABD. 
AppedL 

iJPPBAL FBOK THE FBINOIPAL BXAMINSB IN THE liATTBB OF THE 
JkFPLIOATION OF JOHN F. BHBFABD FOB UBTTBBS PATENT FOB A 
SLIOINOy OBATlNOi AND 8IFTINO XAOHINE. 

(Decided November 16, 1872.) 

A patent may be granted Ibr a mechanism so constnioted that it may be osed for sereral 
purposes by havisg dlihrent derioes connected with it, each adapted to one of those 
pmrposss. 

Snob a patent mayt it sesmsy inolode also a daim Ibr tiie priaoipal mechanism in 
combination with any one of the acy onot deriees. 

If a pecnliar oonstmction of the adlJnnct derice is necessary to effect the combination, 
it may also be claimed in the same patent. 

But a patent will not be granted fot a oombinatlon of the principal mechanism with all 
tiie adynnot deriees with whioh it may be thus eonneetedi the eomUnatlon with each 
derice constitnting a distinet maehine, and requiring a separate patent. 

Thaoheb, Acting OommiuiwMf: 

Applicant mounts a hopper upon a rack or frkme, to which may be 
applied a dicer, a grater, or a sieve, the throe being so constrocted as to 
be interchangeable. 

The claims are as follows: 

1. The oonstmction of the rack A and hopper B, and their combination and arrange 
ment with a slicer, grater, or seiye, snbstantudl^r as and Ibr the porposes set forth. 

S. The slioerC. composed of the frame <v hnife ^, slides ik k, and plates ii, combined 
and arranged substantially as and f ^r the purposes shown. 

3. The trap e e, in connection wl :ih a grater, substantially as and for the purpose 
shown. 

The principal examiner requires a division of the application, stating 
that it embraces ^^ throe different inventions for three different purposes.^ 
From this decision applicant 'ippei^ to the Commissioner. 

The objection of the examiner is well taken. The question of joinder 
of inventions has been iscnssed by the OiHnmissioner so frequently 
and fully in decisions hev^fore published, that the established practice 
of the Office ought by th^s time to be geneorally known. (Linus Yale, 0. 
D., 1869, 110 ; Leopold Lehman, 0. D., 1870, 70 ; and Abel Oombs, 0. D., 
1871, 209. 

The decision in the case of Lehman is especially applicable to the one 
now under consideration. 

Shepard first claims the rack and hopper in combination with a slicer- 
grater, and sieve, and then the specific construction of the slicer and 
grater separately. The first is improper because it is in effiBct a claim 
for three distinct and independent machines. When the slicer is removed, 
and either the grater or sieve substituted, a new machine is produced, 
having new functions and a different operation. To all intents and pur- 
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poses, each is an independent macliine« and as sach oonstitittesthe subject- 
matter for a separate application. 

The same objection lies to the second and third daims. The ccmstnic- 
tion of the grater is wholly independent of the dicer, as wdl as of the 
combination of the latter, or the sieve, with the rack and hopper. 

What ap^icant may probably daim in one application is the construe- 
tion of the rack and hopper, which enables him to nse them in connection 
with either the slicer, grater, or deve, and the combination of one of the 
latter devices with the two former. If a peculiar construction of the 
a^unct device is necessary to eflbct the comUnation with the main 
portion of the machine, it may also be daimed in the same application. 

This is the utmost liberality that can be shown applicant. In its 
present form, his daim clearly contains sulirject-matter for several sppli- 
cations. The deddon of the examiner requiring amendment befcnre 
further action is ccmsequently alfirmed. 

Ifj however, the claim diould be amended as suggested above, there 
would seem to be no otgection to retaining all the figures of the drawing, 
and the description thereof in the body of the specification, unless other 
applications are to be made on this subjec^matter• 



MAESH vs. DODGE. 
Inietferenee. 

AFPKiL FBOM THE BOABD OF EXAMINEBS-IN-CHIEF IN THE MATTBB 
OF THE INTEBFEBENCE BETWEEN THE APPLICATION OF JAMES L. 
MABSH, FILED FEBBUABT 26, 1868, AND THE BEISSUE PATENT OF 
JOHN A. DODOE, GBANTED MABCH 20^ 1868. SUBJECT, BEAPINGh 
MACHINES. 

(Decided STovember 21, 1872.) 
IrreguktriHei of practice commented upon. 

The declnration of a new interference between the same parties, and relating to the 
same snbject-matter, ie governed by mles of law regulating new trials. 

Leggbtt, Cpmmiseioner : 

Marsh patented a rake applied to a single- wheeled fi*ont-cat reaper in 
1863, which, with some modifications, is presented in the present appli- 
cation and patent as applied to a two- wheeled rear-cnt reaper, and cer- 
tain combinations of parts to effect the adaptation are claimed as the 
indentions of the parties respectively. These parties were joined in an 
interference involving the same general device, which was decided on 
appeal to Jndge Fisher, of the Supreme Oonrt, District of Columbia, in 
favor of Dodge, Febrnary 16, 1868. Now, the controversy is based 
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npon a divisioii of the reismied patent obtained by Dodge upon that 
a^jndication, and an application snbseqaently filed by Marsh. It pre- 
sents great irregnlarity of practice. The interference was declared in 
Febmary, 1871, in contravention, so fitf as appears from the record, of 
Bnle 60, requiring special authorization from the Oommissioner in person 
in cases of this kind. The Bzaminer of Interferences took notice of 
this error and dissolved the interference, holding, very properly, that in 
the absence of anthority from the Oommissioner In person to declare 
the interferrace the snbject-matter involyed must be regarded by him 
as r€$ oi^udimiA. From this decision an appeal only lay to the Oom- 
missioner in person, under Bnle 44. One was taken, however, to the 
board, who erroneously entertained and decided it Had the Examiner 
of Interferences decided the case upon its merits, the board might then 
have properly presumed that the interference had been duly declared, 
and proceeded accordingly. But the interference having been dissolved 
by him their jurisdiction was wholly precluded, and their action is, 
therefore, mtirdy nugatory. The case is now presented here as if on 
its merits, on appeal from their decision. It cannot be so regarded, 
however. The only action in order is an appeal from the decision of 
the examiner to the Oommissioner. As there has already been con- 
siderable delay in the case,- tiie formality of returning it to the exami- 
ner, to be brought up on regular appeal upon the interlocutory question 
involved, will be dispensed with, and I will regard the appeal to the 
board as if to the Oommissioner, and decide the issue thereby pre- 
sented. I have no doubt the primary examiner declared the inter- 
ference erroneously and without authority, as the subject-matter in- 
volved was unquestionably comprehended in the former interference 
between the parties. The Examiner of Interferences was, therefore, 
right in his action and must be sustained. The question whether the 
interference should be authorized or not by the Oommissioner is not 
directiy involved in this appeal, but I am disposed to consider all the 
aspects of the case now, and I have accordingly examined the evidence 
presented by Marsh, and while I find that it tends to confirm the cor- 
rectness of the former Office decision in his favor, it does not, in my 
judgment, warrant the rehearing of the controversy which an inter- 
ference upon the basis here laid would virtually be. The law governing^ 
the grant of new trials is applicable here just as it is in courts, and the 
practice of courts is not such as to sanction the rehearing now sought 
upon the evidence presented. Although this evidence might perhaps 
have had the force to alter the decision of the learned judge, yet there 
appears no sufficient reason, in fact no reason at all, why it should not 
have been put in the case originally, so as to have come before him. It 
is in no sense newly-discovered testimony — ^the occasion for it only^ 
found in the adverse opinion of the court, is of that character. 
The decision of the Examiner of Interferences is sustained. 
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JOSEPH L. PBJmOCK. 
Appeal. 

APPEAL FBOK THE BOABD OF EXAMINEB8-IN-0HIBF IN THE liATTBB 
OF THE APPUOATION OF JOSEPH L. PENNOOK, FILED OOTOBEE 23, 
1871, FOB PATENT FOB IMPB07EHENT IN BOLLIN0-MILLS. 

(Decided November 22, 1872.) 
PaieiUable novMjf. 

A broad daim refbaed becanae , in yiew of the state of the art, the aoope of the iaven- 
tion aetaally extended only to the apeeifio devicea iffeeented. 

Leggett, Cammiisumer : 

The object of applicant's invention is to convey a pile from the bed 
of 8 heating f ornaoe to the rolls of a rolling-mill. He accomplishes it 
by means of power-driven hauling mechanism, which withdraws the 
heated pile from the flimace and deposits it on a platform of a crane 
that swings it ronnd and delivers it to the rolls. It is shown by the 
examiner and illnstrated in applicant's argnment, that similar mechan- 
ism has been employed to drag the pile from the fhmace onto a plat- 
form of a truck which delivers it to the rolls. Applicant has substi- 
tuted a crane for the truck in this case. But, as is well known, cranes 
are in common use for conveying heated piles to be forged and rolled. 
In substituting a crane apidicant has effected a saving, and in the de- 
taOs of his device has exhibited invention. It is not, however, of a 
very comprehensive character, in view of the references, and I think 
does notjustify a claim so broad as the one] under consideration. It 
is, in my opinion, fldly comprehended in the second claim, which has 
been allowed. This claim is more specific in terms and limited in scope, 
and I think is all that is wurranted by what applicant has done. The 
daim sought would, if valid, give a monopdy of the combination of 
hauling-mechanism and a crane for transferring a pile in a rolling-mill, 
to produce which combination involved only the substitution of a crane 
for a truck, and, in view of the like use of cranes, does not amount to 
invention. I have no doubt the combination is legitimate, so fiur as the 
co-operation of the parts is concerned, but it only required the applica- 
tion of mechanical skill to produce it in the present state of the art 

The decision of the board is affirmed. 
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JOHN L. MASON. 

a THB liATTBB OF THB AFPUOATIOH OF JOHN L. MASON FOB BX- 
TENSION OF PAXENTS NO. 22,129, OBANTED NOYEMBEB 23, 1858, AND 
NO.. 22,186, OBANTED NOYEMBEB 30, 18S8, FOB IMPB0TBMENT8 IN 
BOTTLES AND BOTTLE-MOLDS, BESPBOTIYBLT. 

(Decided November 25, 1872.) 

An inooiD]|^ete and pxnotically inopeimtlYe deriee does not f Ornish tnffident gronnd for 
xcjaeting the prodvet of an op«r»tiTe one, thongh the two devioee may have some 
featnree in eommon* 

Extension granted npon the filing of a disclaimer. 

Lbgoett, Comminumer : 

The iipplicationg under consideratioa being, from the nature of the 
deyioes covered by the respectiye patents, intimately' connected, have 
been presented and heard together, and will be bo decided. The limited 
period between the hearing* and the date of expiration <tf one of the 
patents prevents as foil a discassion of tiie cases as their importance, 
and the ability and zeal' with which tiiey have been contested by the 
respective coansel, demand ; but it has not prevented a carefnl consid- 
eration of the nnmerons points involved. 

Patent No. 22,129 covers certain improvements in molds for blowing 
screw-necked bottles, which consist of two hinged parts or jaws and a 
bed or base-plate. When the jaws are closed the glass is blown through 
an orifice at the top and forms a bottle on the interior sur&oe of the 
mold. The screw upon the neck portion of the mold is of pecoliar 
formation, having Y-shaped recesses, each provided with an air-vent be- 
tween its projections, and its thread ^* vanishing ^ at its ends into the 
surface of the mold, lliere is a rim above and below it, and a ^ blow- 
over'' above the neck portion surrounded by a flange. This mdd ibrms 
the screw-necked bottle which embraces the subject-matter of patent 
No. 22,186. It is obvious that a botUe blown in such a mold would 
have a ^< vanishing'' screw-thread upon its neck between two plain por- 
tions above and below, the latter forming a groove between the screw- 
thread and the shoulder of the jar adapted to receive a rubber gasket. 

The third and fourth claims of patent No. 22,129, covering the blow- 
over and its flange, are, in my opinion, perfectly anticipated by the 
French patent of Yssartier of November 5, 1855, and must be diwl^med. 
The drawing of this patent shows an devation of one-half of a mold 
and blow-over, inclosing one-half of a bottle exhibited in vertical cross- 
section. I do not regard the evidence introduced to prove that the date 
of Mason's invention was prior to this patent as sufficient for that pur- 
pose. In his sworn statement he deliberately declared the date to be 
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1856, and his contradiction bears obvious marks of prevaricationi and 
vas plainly enongh indaced by the discovery of Yssartier's patent. 

It has already appeared before the Office in other instances that the 
obligation of an oath rests very loosely npon him in matters where the 
truth conflicts with what he supposes to be his interest. The rather 
hesitating corroboration of this after-thought by his witness is alto- 
gether too weak under the circumstances to induce rational belief. The 
first and second claims of this patent are as follows : 

The combinatioii of the screw-thread with the rim/, and also its combination with 
the rim r', for the purposes herein set forth. 

The combination of the grooves in the female screw of the mold with the air-passages 
through the mold, for the pniposes set forth. 

The novelty and utility of the subject-matter of the second claim are 
unquestionable. The first would seem to be precisely met by the En- 
glish patent of Wilson, Ko. 808, of 1862, except that the screw-thread 
there shown is not such a ^^ vanishing" thread as shown by DIason. I 
hare hesitated somewhat in coming to the conclusion that there is a 
substantial difference between these screws, which are certainly both 
<< Tunishing ^ screws, but upon a very carefkil consideration of the mat^ 
ter I am <tf opinion tiiat such a difference exists and is represented in 
the drawing and model. It is questionable to my mind whether the En- 
glish patent referred to should be regarded as an answer to tiiis claim in 
any event, because as shown and described it is extremely probable 
that it does not present a mold that could be successfully operated. It 
is not provided either with vents for the escape of air from the screw- 
threads or a blow-over, both of which, notwithstanding the testimony 
in behalf of the remonstrants, I believe to be quite essential, if not 
absolutely indispensable. For this reason I do not regard the novelty 
of the first claim of patent No. 22,186 as shaken by this patent, and all 
the other patents are clearly not in point. 

As to novelty and utility none of the claims of either patent can 
justly be regarded as impeached, except the two anticipated by the 
French patent of Yssartier. 

I am thoroughly satisfied of the great value and importance of Ma- 
son's inventions. Although he is not the foundation inventor, he is 
undoubtedly entitled to be regarded as the first, by means of his inven- 
tions, to render this branch of manufacture a practical success, and his 
remuneration ought justly to be considerable. I am inclined to look 
with suspicion upon his account of receipts, but it is in due form and is 
not invalidated by proof, and in view of the undoubted merit of his in* 
ventions I should not be justifiable in refusing the extensions. 

They will accordingly be granted upon filing a disclaimer as above 
indicated. 
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S. PEBEBDY. 
JExtension. 

IN THB MATTEB OF THS APPLICATION OF 8AHUEL PBBEBDY FOB 
EXTENSION OF PATENT NO. 23,197, OBANTED NOVEHBEB 30, 183S, 
FOB LADIES' HOOP-BKIBTS. 

(Decided November 27, 1872.) 

ExtensioiixefiiMd where only five per oeot. of the net profits to arise from the extended 
term were to go to the inventor, and ninety-five per cent, to assiicneee. 

Leggett, Oommiui&ner : 

The inrention soaght to be extended by this application consists of a 
hoop-skirt formed of a single wire, or. other suitable material, coiled 
spirally and combined with the fabric which it supports. This spiral 
frame-work was designed to take the place of the separate ring hoops 
or ribs which had previously been used, and it was new and usefhl when 
patented. It is, as appears from the testimony, to a considerable extent, 
valuable and important to the public, and the inventor has derived little 
or no profit from it He was diligent in manufacturing and introducing 
it during the first three years of the term of the patent, but finding the 
business unprofitable, and being pressed by poverty, he assigned his 
entire right, title, and interest in the patent to a Mr. Bradley, in 1861 , 
for $40. It does not appear from the evidence that Bradley engaged in 
the manufacture of this skirt at all. fie held the patent till 1867, when 
he assigned his entire interest in it to a Mr. Lockwood. It does not ap- 
pear that Lockwood engaged in manuflEtcturing, or made any eflEbrts to 
introduce the invention. It had begun to be appreciated, however, and 
suit was brought by him against manufacturers who were pirating it. 
Lockwood supports this application, under an agreement with the pat- 
entee that he (Lockwood) shall pay the expenses of procuring the exten- 
sion, and shall have all the proceeds arising during the extended term, 
except five per cent, of the net profits, which is to be paid to the inven- 
tor. The only obstacle to the grant of this extension appears here. 
The law contemplates the grant of extensions for the benefit of inven- 
tors and not of assignees and speculators. They are designed to reward 
those who, without default, have failed to obtain, during the life of their 
patents, an adequate remuneration for the benefit they have conferred 
upon the public by making and promulgating useful inventions. I can- 
not regard five per cent of the net profits to be derived from this exten- 
sion as promising a sufficient reward to the inventor, or as a justifica- 
tion for mulcting the public to the extent of ninety-five per cent for the 
benefit of a speculator who appears to have done nothing to introduce 
the invention. To grant this extension upon the evidence presented 
would be a direct violation of the policy of the law and vexatious to 
the public, and it must be refused. 
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THE COLLINS COMPANY, ASSIGNEES. 

Appeal. 

APPEAL FSOH THE BOABD OF EXAHINSB8*IN-0HISF IN THE ICATTSB 
OF THE APPLICATION OF THE COLLINS COMPANY, ASSIONEBS, TOE 
THE BEISSUE OF PATENT OF JOBDAN Sg SMITH FOB WBENCHES, 
OBANTED OCTOBEB 10, 1865 ; BEISSUEI) FEBBUABT 23, 1870. 

(Decided November 29, 1872.) 

The use of the words '' sabetantially m described'' is not objectionable; bat they 
should not be relied npon by the Offiee to render a claim valid which wiUiont them 
woold be invalid. 

liEGQfETTj Commisiianer : 

The issue in this appeal is confined to the first claim, which is as fol- 
lows : 

The fixed removable step combined with the bar, and supported thereby aoainst back 
prewoie at the immediate point of connection therewith, sabstantiaUy as described. 

The examiner says : 

It is a claim for an invention which can only be distincuished from those referred to 
by the oonstmotion to be given to the words '* sabstantUbUy as described." 

It is admitted that the device differs from the references cited, and 
the applicant maintains that the words ^< substantially as described" 
snffidently indicate the difference and define and limit the invention in- 
tended to be secured by this claim. These words should be regarded pre- 
cisely as other words should be— that is, as having their ordinary mean- 
ing — when used in a claim, as elsewhere, and nothing more. There is 
no arUfldal significance to be set up for them by which they are to be 
considered eiiher as desirable or dangerous. There is no objection what- 
ever to their use where they make sense ; but they have no legal effect 
eiiher to enlarge or limit a claim properly drawn, and, so fiEur as the 
grant of a patent is concerned, they should have no influence one way 
or the other. The claim should be sufficient in its terms either with or 
without them, because, either with or without them, its meaning and 
effect are to be determined in the courts by the light of the specifica- 
tion* The real issue in this case is whether the claim presented is met 
by the references cited. Otherwise an appeal to the board would not 
hare been in order. I think that as drawn it is met It should be lim- 
ited by including the nut F, or otherwise, to clearly distinguish the in- 
vention from the references, and then the words << substantially as de- 
scribed ^ may or may not be used ; but, as they serve to well roand a 
claim, I would rather favor their employment than otherwise. 

The decision of the board is affirmed. 
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B. GRAHAM. 
Tirade-Mark. 

APPEAL FBOX THE EXAldlfEB OF TSABE-liAEXS IN THE aCATTEB OF 
THE APPLICATION OF BTBON OBAHAH FOB THE BBaiBTBATION OF 
A TBABE-XABK FOB HABYE8TEB8. 

(Decided November 30, 1872.) 

^' Manny," as applied to harretten, ia a genecio and deaeriptiTe name, and is eommon 
property as snota. The word "New'' as a qoalifler of '* Manny" is held to be eqnir- 
alent to impr9v$df as such as is desoriptlTe. 

Snch a mark (The New Manny) oannot distinguish a maohine fnm those of other 
mannfaetmers of ** Manny " machines with improvements. 

Thacheb, Acting Commiataner : 

Applicant seeks to register the words ^^The Few Manny'' as a trade- 
mark for a harvesting-machine manufactured by a company of which 
he is a member. 

There is no claim of any right to the term <^ Manny." In fiacty ibis 
word has become a generic nam^, applied for a long number of years past 
to a large class of machines in general use throughout the country, and 
is probably common property. If the proposed trade-mark is lawful it is 
because of the qualifying word ^< Few." Hence it becomes necessary to 
determine what is its effect in the proposed combination. It is evid^t 
that the word is not used as a mere arbitrary term, but as a qualifier of 
^^ Manny." I think it would be understood by every one to mean about 
the same thing as ^^mproved," and to a certain extent, therefore, it is 
descriptive in nature, implying a change in the construction of the old 
machine, whereby a new and better one* is produced. Applicant can- 
not arrogate the exclusive right to use a term of this description. It is 
the common property of all the improvers of the Manny machines, and 
may be appropriated with equal propriety by any manufacturer of the 
old Manny machines with imioovements. 

There is nothing in the mark to distinguish the machines of applicant 
from those having similar characteristics, but manufiMtured by others. 
The law expresdy prohibits the registration of ^^The name of a person, 
firm, or corporation only, unaccompanied by a mark sufficient to distin- 
guidi it from the same name when used by other persons." By parity 
of reasoning it would seem that the same requirements should be made 
when a generic term only is used. If such a test is applied to the present 
case it will be found to be utterly destitute of the characteristics of a 
lawful trade-mark. {DtHoea db Fanningj Official Gazette, vol. 1, p. 27, 
sec. 3, and cases cited thereunder.) 

As the only essential portion of the proposed trade-mark is descrip- 
tive and not distinguishing, I am of the opinion that registration should 
be denied. 

The decision of the Examiner of Trade-Marks is accordingly affirmed. 
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LLOYD m ENOEMAN. 
Interference. 

IK THE MATTEB OF THE DfTEBFEBENCE BETWEEN THE APPLIOATIONS 
OF MONTOOMEBY LLOTB, FILED NOTBMBEB 17, 1871, ANB OHAS. ENGE- 
XANy FILED AUGUST 3, 1872, FOB COMBINED GLEYI8-PIN AND WBENCH. 

(Decided December 3, 1872.) 
Practice in inter/erencei. 

A eaae may be veftmd to the Commi«iener in penon wlieD, in the Judgment of the 
ExHBiner of Intnfeienoesy the intnfeienoe hie been impn^^ly deelared, and the 
eaae has pasted beyond the joiisdiction of the primary examiner. 

The mere ezehange of a fbatare of a device for a different but not novel one of the 
same kind, to be nsed in the same way, does not indicate invention. 

LEGH3ETTy OommiiiUmer : 

The Examioer of Interferences presents this case for the decision of 
the Commissioner opon the question whether the alleged invention in- 
Tolyed is not met by the references appearing in the record, as dted by 
the primary examiner, in anticipation of the device as presented by 
one of the parties, and ho submits his opinion that it is. This course 1 
have autiiorized him to take whenever it shall appear manifest to him 
in any case that a mistake has been made in the declaration of an inter- 
ference where no patentable snbject-matter is involved. Such cases are 
not likdy to often happen, but if they do it is necessary that they be 
taken notice of and that the proceedings be stopped. 

The alleged invention consists in a clevis-pin provided with an ad- 
justable wrench-headj and it is claimed as a new article of manufacture. 
The wrench-head itsck is old, as shown by the patent of W. C. Noyes 
of May 31, 1864, and clevis-pins with wrench-heads not adjustable have 
been in common use perhaps from times of antiquity, and one is cited 
as shown but not claimed in the patent of P. Gallagher, November 26, 
1846. What applicants have done is merely to substitute an adjustable 
wrench-head, which was old, for the old one not adjustable, upon a 
clevis-pin, and they thereupon daim, as a new article of mannftcture, a 
oambined devis-pin and plow-wrench with adjustable jaws. There was 
no new conception necessary, no obstacle to overcome, no invmtion re- 
qaured to accomplish this, and therefore they have not, in the sense con- 
templated by the law, produced a new artide of mannfiacture. There 
have been examples in which a transfer of a feature of one artide to 
another and different artide has produced a new device and exhibited 
invention, as, for instance, the gimle^pointed screw now in such exten- 
sive use. So the man who originally put a wrench-head upon a devis- 
pin undoubtedly made an invention. The difference between these and 
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like examples and the present one is not that an existing featare was 
exchanged for a different and old one of the same kind, but that an 
abaolntdy new featare was added. Pointed screws and wrench-headed 
clevis-pins were before unknown, and their conception was the work of 
inventive genius. But as wrench-headed clevis-pins are now old, in 
order to produce a new article of IMs kind, in the eye of the law, a new 
wrench or other feature must be invented and added, and not merely 
on old one substituted. 

The interference is suspended for the time being, and the cases will 
be returned to the examiner for farther examination, in view of the 
strictures herein made. The usual time allowed for appeal from the 
decision of the Examiner of Interferences will be granted from the time 
that the question herein raised is finally settled, provided it is then de- 
termined that the applications contain xmtentable matter. 



GOODMAK vs. SCBIBNEB. 

APPEAL FBOM THE BOABD OF EXAHINEBS-IN-OHIEF IN THE MATTEB OF 
THE INTEBFEBENGB BETWEEN THE APPLICATION OF HORATIO N. 
GOODMAN, FILED APBIL 2, 1870, AND PATENT NO. 104,653, GRANTED 
TO GEORGE W. SGRIBNER, JUNE 21, 1870, FOR REED-ORGANS. 

(Decided December 7, 1872.) 

In an interference between an application and a patent, where i't appeared that the 
patent had been gnuited daring the pendency of the application without an inter- 
ierence : HM^ that the parties ahonld be treated aa if both were applicants. 

Leggett, 0(mim%%UyMr: 

The subject-matter of this interference is embraced in the following 
claim presented by Goodman : 

The combination in a reed or cabinet orsan <tf an exhanat^chamber (in which the 
air is rarefied by the action of an exhaost-beUows) with a series of reeds Tibratod by 
a current of air produced by suction, and a series of irraduated resonant pipes or tubes 
for increasing the Tolume and modifying the qnaQty of the tone prtMuced by the 
reeds, substantially asset forth. 

This sabject-matter is shown bat not claimed in the patent of Sorib- 
ner. At the date of the grant of that patent it appears that Goodman 
had claims pending which should have prevented its grant withoat an 
interference. This fact, which appears to have escaped the notice of 
the board, I think onght to place the parties on an equal footing— that 
is, they should be regarded precisely as if they wtt« both applicants for 
patent. Such conclusive proof of priority of iuventiony therefore, as, 
the board Justly remarked, should be required to warrant the Office in 
granting a patent to an applicant, after having granted one for the same 
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inveution to a prior applicanti is not to be exacted. Instead ot tbat^ 
simply the weight of eyidenoe, altbongh nicely balanced, shoold be suf- 
ficient to torn the scale. The board have observedi even, while demand- 
ing conclusive proof from Gkx>dman such as to overthrow a patent, that 
the question of priority, upon the testimony presented, is left in great 
doubt. But stripping Scribner of this undue advantage, the doubt is 
readily dissipated. It is proved that Ooodman was the first to conceive 
the invention. He, however, quit the organ business for four years 
after he had begun experiments and made some progress toward its 
completion, during which time he gave no attention to it But it was 
not till after he had resumed this business again, and renewed his ex- 
periments, that Scribner conceived the invention. From that time to 
the date of their respective applications there appears to have been 
aboot equal diligence, but not equal merit, so far as the actual produc- 
tion of organs embracing the invention in question is concerned. It is 
not in proof that Scribner has ever made such an organ, ^or does the 
merit of being first to apply for a patent referring to this invention 
justly belong to him. The records of the OfBLce show that Goodman 
filed an application embracing the gist and foundation of it February 
27, 1870. The board have evidently reversed the dedsion of the Exam- 
iner of Interferences in this instance with much hesitation, chiefly 
because impelled* by the presumption in fAvor of the validi^ of the 
patent already granted to Scribner. Begarding the parties as on an 
equal footing, however, I cannot hesitate, upon the evidence, to pro- 
nounce in favor of Goodman. The decision of the board is therefore 
reversed. 



L. C. PATTBB. 
Interference. 

APPEAL FBOM TEE BOARD OF EXAMINEBS-IN-CHIEF IN THE MATTES 
OF THE INTBBFEBENOE BETWEEN THE APPLICATION OF LEWIS C. 
PATTEE FOB BEISSUE OF PATENT NO. 121,466, GBANTBD DECEHBEB 
5, ld71, AND THE PATENT NO. 121,664, OBANTED TO TITUS H. BUS- 
SELL, SAME DATE, FOB SAW-HOLL OABBIAOES. 

(Decided December 9, 1872.) 

A rehearing in a case of interference will only be granted on saoh a showing of merits 

as woald entitle a mover to a new trial in a sait at law. 

Thacheb, Acting CammisHcner : 

This case, having been heard and decided by the Examiner of Inter- 
ferences and th^'Board of Ezaminers-in-Ghief in favor of Pattee, Bassell 
now moves for a rehearing, and rests his motion npon alleged newljr- 
discovered evidence. In his own affidavit he says *^ That since the tes* 
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timony was taken he has diseov Med new and important testimony on Ids 
own behalf; that the said testiniony is not merely cnmnlatiTe, and is to 
theeflbctthatoneofhisagents— AbyahW. Halliof Northftdd, Yermont— 
deseribed his (BnssdFs) invention now in eontroven^ to tiie said Pat- 
tee, the eontestant, in the year 1868, before Mr. Pattee daims to have 
made the inventkm; also, to the effiset that Mr. Lnman F. Brooks, of 
Lebanon, New Hampshire, heard Mr. Hall describe the said inventioa 
so that he fiilly nnderstood it in the year 1888; and, in substance, that 
some two years afterward the said Brooks saw in operation in Mr. Pat- 
tee^s saw-mill at Lebanon, New Hampshire, substantially the same 
device, and was then and there informed by Pattee that it was BnsselFs 
invention.'^ 

The affldavits of Hall and Brooks, embracing the above statements, 
are also presented. 

On the other hand, in behalf Jt Pattee, aiftdavits are filed setting forth 
that Brooks was present at the time of the taking of the testimony of 
Bnssdl, and at his request, as a witness in his behalf, but was not exam- 
ined ; and that during that time Bnssell was also repeatedly in personal 
communication with Hall, and engaged in conversation respecting the 
invention involved in the pending interference. 

The law relating to the grant of new trials most dictate the decision 
of this motion. 

The general rule in relation to after-discovered evidence as affording 
ground for new trials is that it must be such as reasonable diligence 
could not have secured at the former trial ; and this, according to the 
general tenor of decisions, must appear affirmaUvdjf. (BiUiard on New 
TrialSy Ohap. XY., Newly-Discovered Evidence.) There are other essen- 
tial requisites, which, as they are well known, and as there is no ques- 
tion but that they appear in this proffered testimony, need not be stated ; 
but it is to be remarked that none of the legal requirements referring 
to such testimooy as is relied upon to sustain the grant of new trials can 
be dispensed witii, for the courts do not grant them except upon a clear 
and full showing of the justice and propriety of so doing. 

In Moore vs. The Phil. Bank it is said : ^'Motions of this kind are to 
be received with great caution, because there are few cases tried in 
which something new may not be hunted up, and because it tends very 
much to the introduction of perjury to admit new evidence after the 
party who has lost the verdict has had an opportunity of discovering 
the points both of his adversary's strength and his own weakness." (See 
also Aubes vs. J^aZer, 2 Binney, 582 ; and State vs. Eardingj 2 Bay, 267.) 

A fiEttal defect as regards the grant of this motion, it appears to me, 
is presented in this testimony in two particulars, referring to diligence : 
First, Bnssell himself designates Hall, who is his prindpal wituMS, as 
<< one of his agents.'' Second, it appears that he was in company with 
both Hall and Brooks ; that they were cognizant of this interference, 
tod conversed with him respecting the invention in controversy during 
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the time that testimoDy was being taken. It is not easy to believe that 
he conid not have availed himself of all they knew by the exercise of 
ordinary diligenoe, especially as Hall was or had been his agent 

This point might be ampMed and the defect as to diligence shown by 
a multitude of citations ; but I do not regard it as necessary, as the 
facts bring the case plainly within the simple elementary rale upon the 
X>oint. 

I have no doubti after an examination of authorities, that in a parallel 
case a new trial would be unhesitatingly refhsed before the conrts, and 
it must be here. 

The motion is denied. 



AMOS M. SMITH. 
AppeaL 

APPHiiL FROM THE BOARD OF EXAMINEBS-IN-CHIEF IN THE MATTEB 
OF THE APPLICATION OF AMOS M. SMITH FOB USTTESS PATiiNT 
FOB AN ALLEGED IMPBOVEMENT IN BEFBESHMENT CABS. 

(Decided December 11, 1872.) 
Patentability — ^^Arrangement^— ^Invention — MecJianlcal sJcill 

An ammgement of rooma in a dwelling, railway car, or other stmotare is not a proper 

rabject for patent ; aneh arrangement does not QouBtitnte pakntahU noTelly. 
In considering as precedents the decisions on appeals of the indiyidoal Judges of the 

Supreme Conrt of the District of Colnmbiay regard mast be had to the regular court 

decisions bearing upon like questions. 
The requirements of compactness and convenience incident to the arrangement of the 

apartments in a railway car call for judgment and taste in the architect, but not 

that inventlTe skill which it is the policy of the Goyemment to protect by patent. 
The policy of grantiug patents is founded upon considerations of the promotion of the 

pablic good; the.grant is exceptional, and should only inure to the benefit of an la- 

vmUar, as the word is Judicially construed. 
Ib determining the question ofinventorihip the public has rights, and discretion should 

be exercised to preTont the placing of unnecessary restrictions upon artisans in a 

Intimate use of their fmechaniotU skill and ingenuity. 

Thacheb, Acting Oommissione)' : 

For reatons which do not fally appear upon the record, the decision 
of this appeal case has been -postponed from time to time since 1867. 
A request for a decision, filed some time since, has been overlooked 
heretofore, and unnecessary delay occasioned thereby. As no reason 
appears for further postponement, the appeal is now taken up for final 
determination. 

The following is the claim as amended : 

I olaim the combination and arrangement of the side passage B, the saloon H, store- 
room G, counter D, passage £, and ojten space C, substantially as and for the purposes 
specified and shown. 

17 C ^ 
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The general arrangement of side passage and apartments is fnlly de- 
scribed in the Bailroad Jonmal, cited as a reference. No mention is 
madCi however, of a counter with open space in front, and to this ex- 
tent tiie arrangement of the interior of a car may be new with applicant. 
This has been held by the examiner and Examiners-in-Ghief not to con- 
stitute patentable novelty— in fieu^t the board go further and say, ^^ We 
cannot perceive any patentable novelty in the arrangement of the rooms, 
whether in a dwelling, raiboad car, or other structure.^ 

Applicant is probably correct in the statement that a modi&eation of 
this ruling seems to have subsequently prevailed in the practice of the 
Office. Under the system of appeals as it formerly existed a patent for 
an invention in cars of similar nature was issued by order of one of the 
judges of the Supreme Court of the District of Columbia, since which 
several of like description have been allowed by the Office. But as it is 
now generally understood that these decisions of individual judges have 
noithe sanction of regular court decisions, it is believed that this prece- 
dent should not be regarded as going to the extent of creating a gen- 
eral rule to be followed by the Office, in view of the contrary tenor of 
many other decisions involving the same principle. 

The position taken by the Board of Appeals appears to be the correct 
one. I do not see on what ground a distinction can be made between 
cars and other structures. The same question arises in each case, 
whether the structure be a car, dwelling-house or building of any kind, 
to wit, what arrangement of apartments, &c., will be most convenient, 
and utilize to the best advantage the space at command f 

It may be said that in the case of railroad cars this must be done 
within certain fixed limitations. This is also true with all structures, 
though it may not be so immediately apparent in all. Kow, the arrange- 
ment of the rooms in a house has always been held to be a matter of 
judgment and taste, ^o higher order of talent appears to be required 
for the arrangement of apartments and other well-known conveniences 
in a railroad car, such, for instance, as is shown in this*application. 

The grant of patents for improvements of this class can operate only 
as an unwarrantable and vexatious restriction upon architects and build- 
ers in the practice of their respective vocations. It is not believed that 
the spirit of our patent system encourages the imposition of such restric- 
tions. While great liberality should be shown in the grant of patents 
for improvements which manifestly tend to promote science, art, or 
manufactures, it is also important that a wise discretion should be exer- 
cised to prevent the placing of unnecessary restrictions upon the artisans 
in a legitimate use of their mechanical skill and ingenuity. Due regard 
must be had for the rights of all parties in the consideration of questions 
affecting the right to a patent, and that policy should be adopted which 
seems most favorable to the promotion of the public good. In my opin- 
ion sound policy demands the refusal of all patents for snlgect-matter 
such as is contained in the present application. 
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This seems also to be the opinion o^ Commissioner Leggett, as inti- 
mated in hisdedsioa of Angast 26, 1872, xeftising a patent to John 
Ckitas fixr an alleged improvement in steamboats, and the decision of this 
ease is nndearstood to accord* with the spirit of the opinion therein 
annoonced* 

The decision tif the Examiners-in-Ghief is affirmed. 



KEISTDALL & TBESTED m SCBYMGEOUJ& 

Interference. 

APBEAL FBOM THE BOASD OF EXlHINEnS-nf-OHIEF IN THE MATTER 
OF THE INTEBFBBENCB BETWEEN THE APPLICATION OF KENDALL 
AND TBESTED, AND THE PATENT OF DAYID SGBTMGEOtTB, OBANTED 
BBOEMBEB 6, 1871, FOB IMPBOYEMENT IN HATS AND BONNETS. 

(Decided December 27^ 1872.) 

A ease where an exhibit, relied upon by one party to prove an iuTention as haying 
been made at a eeprtain prerions time, fidle to ehoir the feature of the invention at 
ipeeiSeally d e a cri b ed in and Mmitod by the elaima of each of the parties litigant. 

Ahat made eim pieee of shaped ftbrie ooTsted with a llhn of palp and then pressed so 
that tte materials are Ultimately nnited, diifersessentiaUy fromoae in which a pieee 
of woTsn &brie has been placed as a lining within a palp hat preTioosly formed. 

THA0HEB, AeUnf Oimmiseianer : 

Tile invention in co n tr ov ersy consists of a hat or bonnet composed 
of paper pnlp and fabric nnited, and in the process by which the hat or 
bonnet is made. 

The process is as follows : A piece of light woven fabric, nsnally 
backram, of suitable mze, is saturated with an adhesive liquid, struck 
up hy dies intcan approximate form of a hat, placed on a block, cov- 
ered with a thin film of moist paper pulp, and the two are then pressed 
together with great power, so that the pulp and buckram become prac- 
tically a single fobric. 

The parties were intimately associated as employer and employ^ in 
the business of experimenting upon and making hats during the incep- 
tion and development of the invention, and it appears are relatives. 
Their individual testimony, which is the principal evidence, is, in every 
important particular, conflicting. Their intimate connection, and their 
agreement upon some indifFerent points, render it extremely difficult, 
from a mere reading of the affidavits, to determine in behalf of which 
party appears the greater probability of truth. Scrymgeour has been 
most diligent, for he sought and obtained a patent before EendaU and 
Trested made iq>plication for one. The burden of proof is, therefore, 
upon them. A damaging defect has been pointed out by the board in ap- 
plicants? '< Exhibit No. 3," upon which their proof essentially turns. Thia 
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exhibit is identified by Treated as having been made by them in the 
fhU of 1870, and is ptcsented as an exemplification of the completed 
invention. If it were in fiict it wonid go fiur toward establishing their 
right to a patent In argnment they admit that the whole qaestion now 
is: << Is Exhibit 8 the invention in dispatef Upon this exhibit the 
board remark as follows : 

<*The hat. Exhibit 8, said by Trested to have been made in 1870, is 
referred to by Scrymgeonr, in answers to Int 44 and 45, who says that 
it may have been made in 1870, bat not in its presentform ; that the woven 
fabric most have been snbseqnently added. TSo notice is taken of this 
statement by Trested and Kendall, and it is corroborated by the ap- 
pearance of the exhibit itself. It is that of an ordinary palp hat lined 
with pieces of very thin backram, imperfectly adhering to the palp in 
some places. There are flgares marked on the inside of the hat before 
the application of the backram. This is not the invention in dispate. 
Trested and Kendall were manafiictaring palp hats in large qaantities, 
and continaed to do so ; nor does it appear that they have ever made 
hats of palp and backram ia the manner described in the patent of 
Scrymgeonr. The latter alone has proceeded to manafactare this hat, 
having began early in 1872." 

It was nrged at the hearing, while admitting the accnracy of the 
statement of the board as to the constractioa of *< Exhibit 3,'' that it 
is still within the limitations of the invention claimed. This view of 
the case I cannot take. The description of both parties has so re* 
stricted the invention that the claim is limited to paper palp and &bric 
combined, so as to form an intimate anion between the two, a oonstrac. 
tion entirely wanting in ^^ Exhibit 3." 

I concar, therefore, with the board fally. The manifest iasaffidency 
of this exhibit more than offsets the discrepancies in the testimony of 
Scrymgeonr, and tarns the scale decidedly in his favor. 

The decision of the board is affirmed. 



J. G. AND J. S. AEMSTKONG. 

Appeal. 

APPEAL FBOM THE BOABB OF EXAKHTEBS-IN-GHIEF IN THE HATTEB 
OF THE APPLIOATION OF JOHN G. ANB JACOB 8. ABMSTBONa FOB 
PATENT FOE SPBING-SEATS FOB WAGONS, ETC., FILED AUGUST 17, 
1872. 

(Decided September 28, 1872.) 
Invention as distinguished from meehanicdl skill. 

That may be held to be tbe pTodnction of mechtMiodl ikiU wbieh a meobanic would be 
likely to bit upon as a modification of minor moment in the oonstrnction of a given 
tbing. 
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Wlwie pftrte an diipeiiMd with And otiier dflirioes employed in tbeir plnoes, rendering 
neeee eai y oertnin additlone to meet new aepeote of the ease : EM, thnt heie ie pfe- 
BiimptlTe proof of imwiniim^ as diatingoished from that foim of dM which manifests 
itself in a mere change of expedients, snch as the sabstitntion of mechanical 
equivalents. 

Lbogbtt, Cammitrioner : 

Applicant's wagon-seat, like the one shown in the patent of Steig- 
meyer and Beichert, granted July 16, 1872, rests on fonr coiled springs, 
one at each comer, which are snpported on two cross-pieces connecting 
the lower ends of braces resting on the sides of the wagon-box, and are 
attached at their upper ends to the middle of the seat. As the seat is 
depressed the apper ends of the braces are borne down, and being ae- 
cored at their lower ends to the sides of the wagon-box, some contrivance 
is necessary to prevent them from operating like a pair of toggle-levers 
to press out the box sides. In the patented seat this is accomplished by 
connecting the upper ends of the braces to a pair of links hinged to 
bearings on the middle of the seat bottom, which allow the braces 
lateral play. Applicant accomplished it by pivoting his braces direct 
to bearings in the same position, and terminating them below at their 
cross-pieces, and there forming a slide connection on the telescope prin. 
ciple, with end-pieces which rest on the box sides. 

The construction of the spring-seat claimed is manifestiy different from 
that shown in the patent cited, as is indicated by the claims themselves. 
Bat the two seats are constructed and operated upon the same general 
plan, and the examiner and a mfgority of the board hold that there is 
no patentable difTerence between them — ^in other words, that the differ- 
ences which exist are snch as a mechanic would naturally arrive at, 
through his skill and judgment «s a constructor, without that sort of 
original contrivance which proceeds in the mind when inventions are 
evolved. Whether or not this position is correct is easily tested. Sup- 
pose a mechanic were set to work to make the patented seat Would 
he be likely, as an indifferent matter, to hit upon the construction now 
claimed f Would he produce the applicant's rigid pivot-strip instead 
of the hinged links under the middle, and another device, in a different 
position, to dispense with them f If not, then the two constructions 
presented are not alternates or mechanical equivalents. 

When the idea of employing the pivot-strip and dispensing with the 
hinged links is conceived, another modification becomes necessary, for 
the compensating rods or braces must have lateral play by reason of 
their oscillations. Some cheap and convenient construction must be 
devised to accommodate this necessity. Bat the patented seat does not 
suggest it, and it must be created anew, so far as this device is con- 
cerned. 

Thus the points of difference of construction hardly appear to exhibit 
mechanical equivalents in this connection. When the completed seats 
are contemplated side by side, there are apparent distinctive character- 
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ittiet that ckidy oomaMnd the AppUeMilfs as an im pww aaMPti and I 
fldnk SQflh an improTement as maehanical ezpertiam alone woidd not 
reaohy by the light of the patent in qaeetion. 

Applicant's oonatraotion is simpler and probably cheaper. It ia Jnst 
MQOh dmplilj^lng modiflcations that caoae steady progress in all the arts, 
and fixr the pabUo good they should be reoogniied, enconragedi and le- 
-warded thxoogh the Patent Office. 

The claims presented are limited to the deyioe aa actaally prodneed, 
and may be allowed. 

The dedaion of the majority of the board is reversed. 



W. W. LYMAir. 

EximuiatL 

in THE MA.TTSE OF THE APPUGATION OF W. W. JLYXAH, FOE SZXBK- 
SION OF PATENT NO. 22,43S, FOE IMPBOYSICBNT IN FBUIX-OANBy 
GEANTED DBGEHBSE 28, 1858. 

BBISBUED JUNE 16| 186S. 

December 28, 1872.) 



An extension will be lefosed when the eLtAum nnder n leiaene nn palpnbly hfOAder 

than the real scope of the inTwtion. 
Tlie Commlwioner, nnder an auMoation fiir eztenaion, ianot oonehided aato tiik point 

hy the Ibnner nation of the CMloe in the grant of the leiMiia. 
The novelty of the original Inmwlian and thekgalii^ of the lelMMieeeiae ap for rnoon- 

•iderationy and may he traTefoed by the opponant in ojctonaion. 
When a patentee slept npon his right to snch an extent as to utterly disriigaid, finr ten 

years, the general infiingment of his claims : Held, that it eonstitnted financial 

laxity, and want of due diligence. 

Thaghes, Acting Ctomm iM ia wg r : 
In his original qpedfloatien the patentee eays: 

My indention consists in the manner in which I fonn a tight Joint between the ooTor 
and the Jar, by the nse of the mbher packing, but so that the metal is not required to 
slip on the rubber. 

The ^^ manner'' referred tOy as exhibited in the drawing and model, 
and set forth in the speeifieation, is as follows : A groove is formed iu 
the top of the jar-oeck, ipito which, or on the top of either of the walls 
of which, a rubber gac^et is placed. A flanged cover is thei laid on, 
and an inner flanged collar, which is provided with cam-dots into which 
stnds on the neck or on a neck-ring engage, is bronght down over Ibe 
neck and cover. As the collar is tnmed in the proper direction the 
mbber is clamped, by the operation of the stnds and cam-dots, between 
the flange of the cover and the groove or npper edge of the jar-ned:. 
Thus a tight joint is formed and the metal in tnming does not slip on 
the mbber. But Lyman was not the first to achieve this resnlL It was 
accomplished, with the same object in view, by B. W. Lewis, as shown 
by his patent of February 12, 1856, and by George EL Myers, as shown 
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in his rQjeeted appliCAtioa filed in 1856, and withdrawn in 1857. Their 
mmm were diffsrenti bat their jnineiple was the same. Lyman was not, 
therefore, a foondation inventor, nor does it appear ftom the evidence 
that the constmction of his devioe, as actnally shown and described in 
his original patent, has proyed more of a practical snccess'than that of 
Lewis. In this connection the scope of the reissned patent is a considera- 
tion of very great importance as bearing npon the propriety of granting 
the ertension sought, the equitable role of practice being, as laid down 
in H. L. Lipman, JSxteniionj Official Gazette, April 22, 1872, the 
pioneer inventors are regarded with finvor. In view of the fhct that 
Lyman was not a pioneer, and that he merely modified, and perhaps 
improved, an existing device operating npon the same principle, if his 
reissned patent is of broader scope than his invention, it would be uiy list 
to extend it 

The claim of that patent is as follows : 

CompresBing the cover and Jar together against an intervening elastic packing-ring, 
located between the lower edge of the flange of the cover and a teat formed below the 
lower end or edge of the neck or bodg of the Jar, snlMtantially as desorilied. 

The statement of the nature of the invention, which is not in the original 
patent, divides it into two distinct features as follows : 

The nature of this invention consists in providing a shoulder or seat to receive and 
sunport an elastic packin^^ upon the neck or hodjf or a Jar below its upper end or edge. 
It nirther consists in providing a rim upon the outer edge of the $kontaer or (stop) seat 
to foKin a groove or depression to receive an elastic paclung-riug. 

9%ese clauses are still further amplified by the remainder of the spe- 
ciioaition. It is obvious that the whole, including the claim, is in- 
geniously drawn to sweep the field of invention wherever the ^< prin- 
ciple' here involved is sought to be applied. I cannot recall a more 
glaring instance of tbe perversion of the just and beneficent provision 
of the law providing for reissues. I have no hesitancy in saying that 
this reissned patent should never have been granted,. and that it can- 
not properly be extended. The obstacles upon its face being insuper- 
able, it is hardly necessary to go iuto a discussion of the other consid- 
erations affecting tbe grant of an extension, which have been so ably 
presented by the respective counsel. But the poiut has been made that 
the Commissioner is concluded as to the validity of the reissued patent 
by the action of the Office in granting it. Neither the law nor the es- 
tablished practice of the Ofiice concedes this. The statute expressly 
requires a reconsideration, in the nature of a new trial, by the Commis- 
sioner, of tbe whole case in every application for extension, and it opens 
the door to and invites all proper opposition by requiring publication of 
notice. He is required to ** hear and decide upon tbe evidence pro- 
daced, both for and against tbe extension ;" and only when ^^ it shall 
appear to his satisfaction * * that it is just and proper" is he 
authorized to grajit tbe petition. Nowhere is the decision of the Office 
absolutely final as to the validity of a reissue. It must always be re- 
viewed in applications for extension, and it will be reviewed, and per- 
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haps reversed in some cases, by the coarts when the original patent is 
wholly onimpeachable. As to the effect of the decision of the Oommis- 
sioner, in granting a reissue, in the recent case of WtlU tb. OiU et oLj 
Official Gazette, vol. 2, p. 692, Mr. Justice Strong says : " It is settled 
that it is n6t re-ezaminable in the circuit court unless it is apparent 
upon the fiice of the patent that he has exceeded his authority, un- 
less there is such a departure of the new from the old patent that it 
must be held as a matter of legal construction that the new is for a dif- 
ferent invention." If the rule obtaining in the Office was precisely the 
same as before the courts, it would not avail in this case, fot the de- 
parture from the original patent is apparent upon the most casual com- 
parison with the reissue. 

Upon the point of diligence in obtainiog adequate remuneration, ap- 
plicant's case is, by his own showing, fatally defective. For nearly ten 
years, without any reason safflcient for his purpose now, he has practi- 
cally slept upon his alleged rights. It is true he continued in the fruit- 
can business, but it was in connection with other forms and patents 
which cannot be referred to this as their foundation. This form and 
this patent seem virtually to have been abandoned. While ^< millions " 
of infringementa of his ^* principle'' were going on he interposed no le- 
gal obstacle, and allowed other enterprises quite as difficult to absorb 
his attention. However commendable such forbearance may be from a 
moral stand-point, it constitutes such financial laxity as to vitiate any 
appeal for a longer term with a more secure opportunity to levy tribute 
frx)m the public, as an extension would go far to strengtbeu the pre- 
sumption of the validity of this reissued patent. 

I see no sufficient ground to support the grant of the extension 
sought, and it is therefore refused. 



JOHN E. WOOTEX. 
Appeal, 

APl'EAL FROM THE rUINCIPAL EXAMINER IN THE MATTES OP THE AP- 
PLICATION OF JOHN E. WOOTEN, FOB THE REISSUE IN TWO DIVISIONS 
OF LETTERS PATENT NO. 67,624, FOR IMPROVEMENTS IN RIVETS. 

(Decided December 28, 1872.) 

A patent for a process may be reissued with a claim for a part only of the process, if 

the same result may be obtained without employing the steps which are omitted 

from the claim. 
A patent for making tubular rivets by coiling a flat strip of iron, and welding it, may 

be reissued with a claim for coiling it alone, if the welding is found to be anneoes- 

sary. 
A daim for making rivets by coiling a flat strip of iron is something more than a claim 

for " a coil of strip iron. " 
A mere suggestion in the specification that the article monopolized may be used in a 

certain way, does not warrant the insertion in a reissue of a daim for a combination 

of the article with the mechanisms in connection with which it is to bo so osed. 



DECISIONS OF COMMISSIONER OF PATENTS FOB 1879. 265 

Thjlches, AeHmg Oammisihner : 

Applicant describes his inventioo in his patent as being a <^ tabular 
rivet made by coiling a strip of flat bar or plate iron, and then welding 
the same^" to which constmction the original claim is also limited ; but 
he has fonnd in practice that the welding may be dispensed with. He 
therefore seeks by reissue to obtain a patent withont this restriction, 
and in Division A has claimed the rivet, either welded or not. 

There is no force in the objection of the examiner that the claim is 
simply for a ^ coil of strip iron." The claim is to a ^< tubular rivet made 
by coiling a strip of iron, as set forth.'' This is snfSdently definite, if 
he is entitled to leave ont the welding. I think he is. If the inventor 
of a process finds that the same resalt can be obtained withont carrying 
ont the entire operation, he is entitled to the benefit thereof, and I can 
see no objection to his securing it, if he be a patentee, by reissne. 

The decision of the examiner in Division A is therefore overruled. 

In his patent Wooten states that this rivet is *^ especially applicable 
to the securing of rail-G^lices and other objects on railways." In Di- 
.vision B of his reissue application he makes this suggestion the basis of 
a claim to a specific combination of tubular rivets, splicing bars and 
rails, which he has now described and shown for the first time. The 
ruling of the examiner that this is matter foreign to the patent is un- 
doubtedly correct. The bare suggestion of one of the uses of an article 
afiFords no ground for a claim to the combination in which it is used, 
unless fully shown and described. Applicant would not have been 
allowed in his original patent the claim he now sets up, and he cannot 
have it now by reissue. 

The examiner is therefore sustained in his action on Division B of 
the application. 



CUTTING VS. KAYLOK. 
Interference. 

APPEAL FBOM THE BOABD OF EXAMINEBS-INOHIEF IN THE MATTER OF 
THE INTESFEBENGE BETWEEN THE APPLICATION OF LEWIS CUTTmO, 
FILED OGTOBEB 2, 1871, AND THE PATENT OF ISAAC KATLOR, GRANT- 
ED JUNE 6, 1871, FOR IMPROVEMENT IN SOLDERING APPARATUS. 

(Decided December 30, 1872.) 
Preliminary statement 

An aoMmdmetit to a preliaiinary statement, setting up an earlier date tban that origi- 

naAy stated and established, will not be regarded. 

liEGGETT, Commiisianer : 

The invention in dispnte consists of a heater for soldering cans, &c., 
having'an inclined upper surface for receiving them, and its lower part 
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made to protjeot into a heating flunaoei with wbioh the heater is claimed 
in oombination. The two devices presented are not predself alike in 
coBStmctioni bnt are the same in principle. The lower portion of Cat- 
ting's heater is solid, and has a receptacle in its apper part for holding 
sutaUe non«condacting materiaL Kaylor's heater is hollow thronghout, 
and he calls it a fine. Ontting relies on th^ conducting properties of the 
metal for heating the inclined apper sarftce, and Eaylor on the prodocts 
of oombastion passing through his flne. Bat these are minor matters y 
the inclined apper snrfhce is the gist of the invention. Upon this, when 
heated, acan tobe soldtfed is placed in snitable grooves or depressions, 
and solder is dropped into it Falling into the lowest part of tiie seam 
to be closed, it melts, the can is revolved in its place, and it rans into 
and closes the entire seam. It is a simple and admirable process as 
compared with the old one, in which a ring of solder was employed and 
an expert was reqaired to ase it 

The qaestion of priority of invention between the parties is an unasa- 
ally easy one, for while there is no doabt that both are original inventors, 
each has made the matter of date in his own behalf, by his proo^ clear 
and definite. In his preliminaiy statement, after referring to his for- 
mer invention, Ontting says: ''I finally, on or abont the 15th day of 
November, A. D. 1870, hit apon a plan of making the apper sorfiftce of 
the heater inclined. My first oiperiment in this directioa was made on 
said 15th day of November, A* B. 1870, by taking one of the heaters of 
a flimace made like that shown in my said patent and inserting it into 
the famace in an inclined position, so that the apper sorface shoald 
be at an angle with the horisontal." 

His proofs fdlly snstain this date. Attached to his prelimittary state- 
ment is a slip in the following words : 

^^I tried to make cans by setting them beveling on an incline, at my 

brother's in Boston, on a hot plate, not with a heater, two years ago 

this last November. 

" L. Cutting, 

'^ Deeember 5, 1871.^ 

This was npoa motion, and by couseut of Kaylor, admitted as a part 
of the preliminary statement, after the case had been decided by the 
Examiner of Interferences and the board, and it was then reviewed by 
the board and their former decision was very properly affirmed. In 
the light of the proofe this amendment could have no possible influence, 
except perhaps to cast a doubt upon Ontting's veracity. Kaylor presents 
^< Exhibit A," which fully exemplifies the invention, and he proves that 
it was made in December, 1869, and that several hundred cans were 
soldered on it He made cans in the same way in 1870, and in 1871 ob- 
tained his patent He is in my opinion clearly entitled to jadgment of 
priority of invention, and the decision, of the Board of 
Chief is affirmed. 
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F. A. SABBATOK. 

IN IBB MATTEM OP fKB APPUGAXEQN OF P. ▲• BIBBATOV FOR EX- 
TUami&K OF FAISKX Ha 22|614, ORAJITBD JAJIUART 4» 1869, FOR 

scaoBBimio or BiFxni0 bboybis. 

(Deddad Deoember SI, 1873.) 



FiTJiMMimi nftiwd fc^eMMettejilwit didactcmfamee an InvgntioiL 

Tha ■ulMliluliutt of wHwiMriwii cart inm for ifte wdittw^ ih— t-inetal UMiteriml does 



Lrocobix, CSiMmiiiMi0Mr ? 

It would be JiBFoaMMe to BJiweialaarly and fareih^y aet forth the rea- 
gen wlqr ttas exfeenrioii iSDnat be granted than to meidy qnote the eab- 
sta&oe of the epedficafdon of the jMlent. 

It sets finth that the inyentionoettnatB in^aiieir and neefidimFiove- 
mest in aiftbig or aeieeningdiovdfl, nnall^^D^oyed for shoveling and 
sifting eoal and ridding it of flie fimdnst of eoal and dirt in the act of 
iOMfnUng. • • « The sifting or soreeniiig shovels iiow in use are 
either made whoSly ef aheetor bar ironorin part of bothii andM these 
laaterials are flexible m their natare, thqr ase liable to bend and tiios 
liiee their fona, • « « in addition to the other defects of beUig ex- 
jpiensive to eopstraet, and efannqr, imwlddy, and fttigning to handle. 
JDhe lAseet of mj inveniSon is to make Ike shovel light, strongi and 
AoraUel^lbrniingtt of a material that shall combine these character* 
IhHqi^ • « • when tiie ban and Its otiier parts are cast linn, and 
tttiorebyenalde the same to withstand 13ie wear and tear that it is sab- 
joctedto. « « • To effect ibese objects J do aol ia oiqf sMMiiar ol^r 
Ae/wrm of ike skevd, and sjsgrfjf Fropose sialn^ ihe skovel in ike mmuU or 
moot tgfproveiforw^ ms rtgfreBeKtoi in tie drawing^ and of east iron prop- 
jorljf mmealed and made malteable in "Ae uaual meAodf ty wlUek meam it is 
laode a I^U, dtiraUfl, tlroa^ oad ehssp Aoari. • • « I daioif * * 
^ as an aitide^rf mannfiu^nze, a screening shovel composed Hat mal- 
leable cast iron, and otherwise made as herein shown and desciilied.'^ 

It is obvious at a glance that no invention ispresented in this device. 
It exhibits a mere snbstitntion «f one weiUaiown material for another 
-^maUeaM e iron for sheet or bar iron* That in one sense an in^roved 
actide xesnUbd I have no donbti bat it was due altogeliier to flm well- 
JksBown properties of the ma UeoMe mm used. Hot even mechanitel 
akin was invoked. A stiD better shovel might doubtless have been 
aeiade of ateei poeoperiy tempoEed and incfased. Insome zespeets, and 
foff some Fuposes, a wooden shovel woold be best A patent of this 
kfaidwoald, if vxQd, give a mwiopoly of the particolar malorial ad<yted 
and eaqployed fixr mski^ diovels. Us grant was in plain violation of 



268 DECISIOKS OF COMMI88IONEB OF PATENTS FOB 187S. 

the first principles of the patent law. It was to cat off Jost saeh odious 
monopolieSi devoid of inventioni that the first Bnj^ish statate relating 
to patents---21 James L— was enacted. Kever since that time has such 
a patent been legally snstained in this eonntryor in England. 

It is a matter of astonishment to me that the patent was ever granted, 
and of greater astonishment that the extension has been reported favor- 
ably npon by the examiner. 
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H'ORTHS YSA.R X87S. 



(A) lu genenJ. 

(B) Undor the atetnte. 



ABANDONMENT. 



(A) In generoL 



1. Here deUy will notprejadioe an inyentor'8 olaiiDe to a pateut wb^ ce no independ- 
ent inTentor interrenee. 

[Monee v$, Adams, 3; Page ot. BowerSi 110. 



2. HVhera tiie inVentor elaimed that a company who were selling the inyentlon were 

infringing on his rights, hnt told them he had no objection to their selling, since it 

wonld help his sales, and that he wonld make them no tronble—this was considered to 

be a license to the company to make and sell the invention and not an abandonment 

of it. 

[Page v$. Bowers, 110. 

3. It is no bar to an application that a patent for the invention had been granted 
to another party more than two years before it was tiled. 

[Page v9, Bowtts, 110. 

4. It cannot be objected to claims presented npon a reissue fbr the Jist time that 
the inventions specified have been abandoned since the dato of the original patent, in 
consequence of their not having been urged before and having gone into extensive use. 

[ConkUn & Sta£E6rd, 241. 

5. The inventions for which datms were made for the first time upon a reissue were 
held upon the evidence to have been abandoned previous to the original application, 
and this conclusion was confirmed by the recognition in said application of the previ- 
ous existence of machines necessarily embodying every element thus daimed. 

[Ck>nklin &. Stafford, 241. 

(See Practice, A, 6; Benewed Application, 2.) 
(B) Undar ike itiUiUe, 

1. An invention is not fbribited although it was put on sale more than two yearti be- 
foie the application was filed on which the patent was granted, if it was filed within 
two years after another q^plication was withdrawn which was filed in due season. 

[ Howes & Throop, 43. 

2. Where an inventor uses his device eleven years and makes no improvement in it, 
but it prodttoed satisfactory resnlte, he will not be considered as experimenting, al- 
though it was rude and imperfect, but he will be held to have abandoned it. 

[Dunlap va. Kinetree, 102. 



270 DIGEST OF ]>ECffiI(»rS. 

3. Whin aiiinY0nior gs^e hit danghtor » ipiwimwi of hi* inTwIion two jwtts and 
• kalf Wforo lie mgiplM. te » pttlenti and ahe had Mad it erar ainaa^ fha naa waa 
foQBd la be aoqwirimmital, and bo bar to a patantb 

[Pafa«iLBoii«% 110. 



4. Aaacnt waa aaiplojadhy tlia iiiTaiitar to auto aalaa of lanitarial ii|^ mdar 

ia patant he ahaady owaad, aod waa ftmilahad with aaaiplaa of the impantioii ia qpaa- 

tMMi OB the angpaaitioB that it waa aaibiaaad in tha pataBt: Aid that thia did 

not aBWBBt to B aala of tha iBraatioB, wtthovt praof at laaat that tha agaBt npio- 

aaatad that tha paHiBt oovatad it. 

[F^Sa at. Bow«t% 110. 
(Sea AhaBdOBBMnt^ A, 3.) 

ADMISSIOltB. 

1. Tha aaantof tha iaTOBtoia to tha gnat of a patant to tiiair ooaipatileg wiE not 
bar their dbtainiog a patant aftarward. 

[ AlkB Bad Maody va. CUmah, S04. 

AMENDMEMTS. 

1. Ho aoMBdmaBta oaa ba pararittad aftar taUBg aa appaal ta tiia ExBBmuaa-in- 
Clief, azeapt aapcoridadiB Bnla 81. 

[H. HaauHBd^ IM^ 
(Sea Fkaeftioa, A, 9; SpaeifiaBtiion% S.) 

APPEAL. 

1. Whan B eaaa baa been appealed to tiie EzaaBineEa-iB-Cbiaf tiie Priaeq^ Bzaaii- 
Byci baa BO joiiadietioB orer it ezoapt to follow tiieir deciiioii. 

[H. X Bmnnery tt.* 

2. TniaiBGlBimia r^tad opoB tiie gnmBd thst tiia e embia at i o B apeeided ia Bot 
legitlnuita^ and alao beaBoae it ia a aa weca d by reteanoaa^ the liiat o1](iaetioB ihoald be 
diapoaad of bj the CkMnnuaakmer belbie aa appaal npoa tiie otiber ia taken to the Ex- 
aBiiBefa->in-ChieL 

[DanialJ.XB Doe, im 

3. Wbeie aa appUeatioa ia vejeetad on itn nieritai and there ia no qneatioa otieina 
nor refaaal to aet^ the appeal liea to the' £zaminen-in-Chiel^ not to tiie Conuniaaioner. 

[Hearj K. Underwood^ 118. 

4. If an applicant Ib rqfected fo any eanae exoept ^at hia eompetitor in aa iatarler- 
enee is the prior inventor, be baa the aame right of appeal, wboeyer malcea the de- 
eision. 

[Weitling ef al. M. CabeU tioL, 185. 

5. No obatade will be interpoaed in tbe practice of the OfBce to an appeal fioat its 
deeisiona to tbe Snpreme Court npon any qoeaiionansiBg npon an inter&renoa^ ezeept 
that of priori^ of inrention. 

[Weitling ettO. «a. Cabell «IbL, 185. 

9, An appeal nmat not be allowed nntil all praliminaiy qneationa are aatlled laapact-' 
ing the form of tin application, and it is brongbt into aoeb b eonditioa that b patent, 
if granted, may iaane npon it without inrther amendment. 

TH. Mewa% 1«L 
(See Now Trials, 4 ; Praetiee, A, 4; Jnriadietion.) 

AT>iyi7T T ATI? TTTTVlVa 

(See Judicial Deoiaiona, 1.) 
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ABBANGEMENT. 

1. A novel amngement, in the walls of • safe, of layers of irsnkllnite, wioaght irsn, 
and bigh and low steel, presenting a more elKeotnal resistance to attempts at eatstiag, 
is patentable. 

[Jolm Fanel, 814. 

2. To arrange a gang of cntters npon a shaft, with their edges oat of line so as to 

cat in snceeesion, is a patentable improvement npon a similar gang of ontters with 

their edges in a line so that all cat at once. 

[John Specry, SSI. 

3. A claim for a series of snch cntters placed side by side on a i^ToIving shaft, ^ snb- 
stantially as and for the parposes set forth," does not sufficiently distingaish tiie im- 
proved machine from the old one. 

[John Sperry, SSI. 

4. If the machine covered by a patent differs from an old one only in tiM peoaliar 
manner in which oertun cntters are arranged on a shaft, and the claim speeiiles mnk 
placed side by side on a shaft, " sabstantially as and for the parposes set fwth,'' a pat- 
ent will be extended only npon filing a disclaimer limiting it to the new arrangement. 

[John Sperry, SSI. 
(See Constrnction of Claims.) 

ABTICLE OF MAKUFACTUBE. 

1. An article is not entitled to be patented as ''a new article of mana&otaie'' merely 
becaose nothing identical with it in material, form, and nse, has been known before. 

[J. P. Chatillon, lei. 

•S. The patentabQity of an article of mannfaotare depends entirely npon the merits 
it possesses when prodnced ; it Ib wholly immaterial by what process it is prodaoed. 

[George H. Sellers, 197. 

3. An article of manofactnre is something complete in itself for some speciid nse, 
and not intended for general parposes, like pipes or tabes. 

[George H. Sellers, 197. 

4. An article of mannfactare most not only be distinguishable from others in order 
to be patentable, bat most indicate invention. 

[L. C. Goodale, 195. 

5. An article of mannfactare most be complete in itself^ ready for nse or sale in the 
market, in order to be patented as snch. 

[Peter Campbell, SS8. 

6. A nut-lock which must be constructed every time it is nsed is not patentable as 
an article of manufacture, though the process may be novel. 

[Peter Campbell, SS8. 

ASSIGNEES. 

(See AssignmeDts, 1 ; Extension, A, 3 ; Trade-Mark, A, 4.) 

ASSIGNMENTS. 

1. Although a conveyance by the patentee of all his interest in the patent does not 
carry the extended term, yet it is embraced in a conveyance of "• all his right, title, and 
interest,'' executed by an assignee who owns it. 

[John L. Mason, €8» 

(See Extension, F, 2; Power of Attorney, 1, 2.) 



[Henry 11. Packer, 157. 
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ATTOBNET. 
(See Principal and Agent, 1.) 
CASES COMMENTED UPON. 
1. Potter Pf. Braiinsilorf, 7; Blatchf., 97. 

CHANGE OF FORM. 
(SeeNoyeltyD.) 

CHANGE OF MATERIAL. 
(See Novelty C.) 

CHANGE OF STRUCTURE. 

(See Novelty E.) 

CLAIMS. 

1. The iuventor of a tool or machine, by means of which aqoare-bottomed bags can 
be made, which had been made before only by hand, is entided to a patent with » 
claim for the tool or machine he has prodaced, but not to a broad claim for the use of 
tools or machines in the manofactore of such bags. 

[Arkell & Smith, 7. 

2. The inventor who disoovem how to make a sqnare-bottomed bag by means of » 
system of preliminary creases or guide-folds is entitled to a patent for his particnlar 
'method, but to that he must be restricted. 

[ArkeU 6l Smith, 7. 

3. Although the applicant proposes to use nothing less than the whole of the appa- 
ratus which he describes, he may have a claim for any part of it which is capable of 
useful operation by itself and is new. 

[James D. Stoigesy 36. 

4. A claim to parts of a machine is not to be rejected because it is intended to enable 
the applicant to lay under contribution other constructions embodying those parts 
rather than to protect him in the use of them, but its novelty should be scrutiniBed 
with exceptional care. 

[James D. Sturgei^ 36. 

5. A claim for ''preparing the end of the beam, as described, in a machine fitted'' 
and constructed as described, is for an act, and not for the means of accomplishing a 
result, and the rejection of it by the principal examiner was sustained. 

[John M. Cornell, 120. 

6. The public has a right to know the exact limits of a monopoly, and since it is lia- 
ble to be deceived and defrauded by descriptions and claims which are ambiguous, 
they should be drawn with clearness and accuracy. 

[John M. ComeU, 120. 

7. Loosely drawn claims should not be allowed, although the courts might construe 
them liberally, and sustain them in order to save the patent. 

[John M. Cornell, 120. 

8. A claim mdst be expressed iu terms which cover directly the intended device. 
It will not be allowed, if equivocal, although it covers the device indirectly, nor al- 
though the courts might sustain it. 

[T. C. Hopper, V5fk 
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9. Althoogh ft deTioe it oMiitioiied in the ol^m aa % whole, it is not neeessarj to speo- 
ify aU its partly bat only tboae which are eeeential to ita operation. 

[James Farrow, 148. 

10. Thoae apon which its norelty depends most be named. 

[James Farrow, 148. 

11. A broad dainte a method of catting off labels and affixing them to newspa- 
pers, withoat apeeifying the differences between the machine employed and aprovioos 
wMMsMn^ which accomplished the same resalt, cannot be snstained. 

[Robert Dick, 166. 

12. The inventor of a short paper sleere which sefres only to connect an India-rnb- 
ber eraser to a pencil, and does not corer the rabber so as to protect it and hold it 
finn, is entitled to a patent for what he has invented only, and not for each a one as 
woidd embrace the latter feature. 

fHovey vf. Hafeland et al., 229. 

13. The claim shonld be sufficient in its terms either with or without the words 
" substantially as described,'' whicli have no legal effect to limit or enlarge it, if prop- 
erly drawn. 

[The Collins Company, 251. 
(Subjects of Patents.) 

(See Arrangement, 3, 4; Designs, 3, 4.) 

COHBINATIOKS. 

•1. Doubted whether merely attaching two tools to a common handle, while their 
functions romain distinct j is patentable (?). 

[Monce t». Adams, 3. 

' 2. The mere aggregation of two independent devioes, when neither of them qual- 
ifies the fhnctions of the other, does not constitute a patentable invention. 

[Chas. Van Wa|;enen, 15. 

* 3. Thero is no co-operation between the non-conducting top of a railway water-tank 
and a chamber filled with some non-conductor through which the supply-pipe of the 
tank is carried, and the combination of the two is not patentable. 

[John Bumham, 25. 

4. If a combination produce new and useful and economical results, that is decisive 
proof of its involving invention, although all the elements embraced are old and well 
known. 

[J. B. Slawson, 44. 

* 5. When the shoe and the bevel wheels in a harvester perform their functions in the 
same way, whether the cutter-bar is Jointed or not, thero is no legitimate combina- 
tion between them and a Joint in the cutter-bar. 

[WUber &, Velie, 77. 

•6. The patentee of a machine cannot have another patent for the devices peculiar 
to that machine in connection with improvements which have been made upon it by 
others. 

[ Wilber & VeUe, 77. 

7. A legitimate combination should not be condemned on references which only show 
the elements to be <dd, but do not show them so combined. 

[ A. B. Smith, 82. 

18 OP 
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-8. A <winliinfttioa it > mion in one thing of •evwil elemeoto, aaeh of which modifies 
4be aetion <tf some of the oihen, and msj inTolTo invention; an aicgiegntian is an 
asMmUage of parti which have no matoal operation npon each other, and is not 
patentable. 

[L. B. Prindle, 79. 

* 9. The combination of a known loeking-devioe, with a coapling-arm and finger-beam, 
hj whieh its operation is not affected, does not seem to be legitimate. 

[Lewis Miller, 94. 

-10. There is no proper comUnation between two sash-holders operating independ- 
ently of each other on opposite sides of the sash. 

[Daniel J. La Dnc, 119. 

- 11. If an element is introduced into a combination which modifies its operation it is 

no longer the same; but the addition of a mere dead elemeqt does not change its 

character. 

[W. F. West, 141. 

- 12. The character of a combination is not changed, beoanse in the enumeration of its 
elements one is added which is indispensable to its operation, and was before under- 
stood by inference to be embraced in it. 

[W.F. West, 141. 

•13. If all the elements specified in a claim co-operate in the result they form a Inti- 
mate combination. 

[James Farrow, 148. 

• 14. A claim for a legitimate combination should be allowed if it embraces an element 
admitted to be novcL 

[M. Smith, administrator,156. 
(See Cloime, 9, 10 ; Construction of Claims, 1 ; Noyelty E, 3, 97.) 

COMMISSIONER. 

1. Although the Commissioner has power to arrest the iBSuing of a patent in accord- 
ance with the decision of the Examiners-in-Chief, the power should be exercised 
only where their decision is clearly erroneous or opposed to the general policy of the 

Office. 

[Disston d& Morse w. Traut,B4. 

3. It is the province of the Commiasioner to decide npon appeal whether a combina- 
tion is legitimate. 

[Daniel JT. La Dnc, 119. 

2. It is the province of the Commissioner to determine what questions arising npon 

an interference shall be decided in the first instance by the Examiner of Interferences or 

some other primary examiner. 

[ Weitling el al v$. Cabell ei ai., 185. 

(See Appeals 2, 3 ; Practice A, 4.) 

CONFLICTING CLAIMS. 
(See Interferences; Practice, C, 3.) 

CONSTRUCTION OF CLAIMS. 

1. Where devices are specified lit one claim when used in connection, and In another 
their relative arrangement is challenged, the former must be interpreted as a broad 
claim, though it might otherwise have been understood as embracing the anangement. 

[C. W. & W. W. Marsh, 177. 
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2. In determiuing the scope of a claim it may be neceesary to lefer to the speoifi- 
cation. 

I C. W, and W, W. Marsh, 177. 

3. When devices are designated by letters in a claim, it is restricted to such as are 
described by those letters in the specification. 

[C. W. & W. W. Marsh, 177. 

CONSTRUCTION OF SPECIFICATIONS. 

1. Where the article to which a term need in a specification most appropriately be- 
longs is inconsistent with the object of the inventioni the term will be interpreted to 
mean another article to which it has been frequently applied, and which is condncive 
to the object. 

[McDoQgal r«. Etfmes Sl Seeley, 158. 

2. Technical terms in a specification are nsnally to be interpreted as they were 
understood at the date of the patent. • 

fMcDon^JTAl fff.Eamcs &, Seeley, 158. 

DESIGNS. 

1. In an application for a patent for a design both the obverse and reverse may be 

shown. 

[J. D. Diffenderfer, 154. 

2. If one is shown entire the other shonld be also. 

[J. D. Diffenderfer, 154. 

3. A elaim for a design most not embrace a function of it as an element. 

[J. D. Diffenderfer, 154. 

4. A claim for a design '' substantially as shown and described'' cannot be allowed if 
the purpose for which some of the parts are intended is mentioned in the description. 

[J. D. Diffenderfer, 154. 

5. It is only where the form serves for ornamentation alone that it should be* re- 

stricted to a design patent. 

[T. B. Doolittle, 176. 
» 

6. A claim to the peculiar shape of an article on account of its utility is properly 

embraced in a machine patent. 

[T. B. DooUttle, 176. 

7. Although a design patent and a mechanical patent cannot be granted for the same 
subject-matter, yet a design patent may be granted for the configuration or ornamen- 
tation of an article, and a mechanical patent for its structure, relating exclusively to 

its utility. 

[H. W. Collender, 217. 

DILIGENCE IN PROSECUTING INVENTIONS. 

1. Delays necessarily arising from want of means are not chargeable as negligence. 

[Monce vs, Adams, 3. 

2. A delay for eight months in applying for a patent, after the invention was per- 
fected : Held not unreasonable, it being occasioned by pecuniary inability, and the in- 
ventor being, meanwhile, in negotiation for the sale of it, and being the first to apply 

for a patent. 

[Monce r«. Adams, 3. 
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3. As experiments apoQ htiresten can only be coodaoted daring a tirief period of 
the jtKT, to consume two or three seasons in perfeoting one is not inconsistent with 
dne diligence. 

' [\rheeler v$, Bussell d& Miller, 33; Kirby tt. Johnson, 88. 

4. Where one pnrtj had made a model fully showing an invention, and applied for a 
patent before any one else, bnt not till after fonr months^ delay, owing to his being an 
employ^ and not master of his time, he was held not to have lost his right to patent, 
although another had meanwhile discovered the invention and reduced it to practice. 

[Morse «•. Clar^ 58. 

5. An inventor who had made a working specimen of his invention was held not to 
have lost his right to it, although he delayed applying for a patent upon it for two 
months, until he had obtained a patent for a similar invention on a pending applica- 
tion, and because^ he wished to provide a better model, and although another had 
meanwhile invented the same thing and obtained a patent for it. 

[Mnnger v$. Connell, 109. 

6. The law requires of an inventor only reasonable diligence in developing his in- 
vention in ordw to preserve his right to it, n6t thai he should devote to it his entire 
eneigies to the exclusion of all other matters. 

[Munger tf. Connell, 109. 

7. An inventor who has produced small articles embodying his idea, and thereby 

demonstrated its practicability so far, is not chargeable with negligence because he 

suspended yjoeeeding further with it until machinery could be obtained sufficient to 

show its practicability on a larger scale, and to produce such articles of all marketable 

sizes. 

[Chapman r$, Candee & Taylor, 190. 

8. In determining the question of diligence the circumstances of the party must be 
taken into account, and his facilities for prosecuting an invention. 

[Reisinger v$, Clark, 212. 

(See Priority of Invention, 1, 2, 3, 5, 6, 17.) 

DISCLAIMERS. 

1. The office of a disclaimer in to distinguish between the device for which a patent 
is asked and another before known, but where there is no difference between the de- 
vices the disclaimer is incompatible with the claim and does not entitle it to be 

allowed. 

[B. J.Hobson, 20. 

DOUBLE L"SE. 

(See Novelty, B.) 

DRAWINGS. 

1; The novelty of a smooth feeding surface in a sewing-machine is not impeached by 

the drawing of such a machine annexed to an English patent, from which it cannot be 

determined whether the feeding surface is smooth or rough, and the specification is 

silent respecting it. 

[Abial C. Henon, 135. 

S. Donbted whether a drawing without a verbal description in a publication is suffi- 
cient to defeat a patent. 

[Abial C. Herron, 1^ 
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EQUIVALENTS. 
(See Novelty, £, 14, 21.) 

ESTOPPELS. 
( See AdmigBJons. ) 

EVIDENCE. 

(See AdiniaeiocB; Joint Inventor, 1, 9, 3; Practice, B, 8; Practice, C, 9, 10; Priority of 

Invention, 8.) 

EXAMINERS. 

(See Practice, A, 1 ; Appeal, 1.) 
(See Jnriadiction.) 

EXAMINEBS-IN-CHIEF. 
(See Appeals, 3.) 

EXECUTOR AND ADMINISTRATOR. 
(See Extensions, A, 6.) 

EXPERIMENT. 
(See Abandonment, B, 2, 3.) 

EXPERTS. 

1. Strictures npon the practice of introducing the affidavits of experts. 

[Taylor Sl Banks, 239. 

EXTENSIONS. 

(A) In general. 

(B) As to novelty and utility. 
'C) As to value, and importance. 
D) As to remuneration. 

[E) As to diligence. 

(F) As to policy. 

(A) lu gtneiah 

1. A patent ivill not lie extended, because it is alleged that upon a reissue (the right 
to which is questioned) it could be amended so as to cover inventions of sufficient im- 
portance and value, if it appears that the applicant has neglected the requisite meas- 
ures to obtain such reissue, and vindicate his right to it. 

[Ezra Emmert, 17. 

8. If the patent had been assigned, so that the patentee could not take such meas- 
ureS| it seems that his failure to obtain a reissue might not prejudice his application. 

[Ezra Emmert, 17. 

3. A patentee may hdvo his original patent cxteudod, although it has been surren- 
dered and reissued, if this was done by nu assignee and he did not concur in the pro- 
ceeding. 

[Harriet L. Low, administratrix, 38. 

4. The one who iirst inserted a piece of Iiuliii rubl>er in one end of a lead-pencil to 
serve as an eraser was a meritorious inventor, aud ile!*er^'es to have his patent extended, 
although his device has been superseded by subsiM|ueii£ improvements. 

Hymen L. Lipman, 61. 
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5. Where additional statements were required by a revision of the rales, which had 

not eome to the knowledge of the applicant for an extension, and he had not famished 

them before the hearing, bat had filed rach sfiitements inmiediatelj afterwardi they 

were held to have shown that he had no frandolent interest, and the extension was 

granted. 

[John L. Mason, 68. 

6. A patent to two Joint inventors may be extended, although the administratrix of 
one signed the application alone, if the other ratifies her act. 

[Beadle dt Payne, 84. 

7. An original patent cannot be extended when it has been reissued to the invento 
himself or with his assent. 

[Henry H. Packer, 151. 
(See Assignments, 1 ; Practice, B, 1, 2, 4, 6.) 

(B) At to novelty and utility. 

1. An extension refused, where the invention was shown to be wanting in novelty, 
the yalne of the invention was not shown, and the account of receipts and expendi- 
tures was not made under oath, and was otherwise defective. 

[R. N. AUen, 57. 

2. A patent will not be extended if the invention is found to have been described in 

a prior English patent. 

[Charles Frampton, 81. 

3. Upon the hearing of an application for an extension, the invention may be con- 
sidered as new when no references are produced besides those which were before the 
Office when the patent was granted, or before the court upon a trial where it was bus- 
taixifid 

[H. dc F. J. L. Blandy, 172. 

4. In determining whether' the alleged invention is new upon an application for an 

extension under a special act of Congress, the consideration that the patent has been 

reissued, has been once extended already, and has been sustained in litigation, afford 

presumptions in its favor. 

[Calista E. Cox, executrix, 235. 

5. An extension of a patent will not be refused because a device like the one claimed 
is shown in an English patent, if the one thus shown could not be successfully oper- 
ated. 

[J. L. Mason, 68. 

6. A reissued patent will not be extended which claims more than was originated by 

the patentee. 

[W. W. Lyman, 262. 

7. The Commissioner is not precluded from examining this question by the action of 
the Office in granting the reissue, but the novelty of the invention and the validity of 
the reissue may be traversed by a remonstrant, and considered anew' by the Commis- 
sioner. 

[W. W. Lyman, 262. 
(See Extension, C, 5, 6.) 

(C) Ad to value and importance, 

1. An applicant for the extension of a patent must furnish the Office with sufficient 
data to enable it to form an independent Judgment as to the value of the invention, 
and if he withholds thora when they are in his power his petition will be denied. 

I P. V. Matthews, 92. 
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2. The applicant for the extensioii mnst fonush the Commissioner with the means of 

forming an estimate of his own as to the ralae of the inyention. No theories as to 

what might he realized from It, nor sflBdavits that it is valnable, withont partlonlars, 

will be eonsidered soflBcient. 

[Thomas Lee, 86. 

3. The evidence furnished npon an application for an extension to show the Talne of 
an invention mnst be strictly confined to those featnreif which are new ; if it embraces 
others in the estimate, the extension will be denied. 

[George W. Moise, 105. 

4. A patent will be extended althongh the machine described proved imperfect, and 

was superseded by another embracing improvements covered by another patent which 

wonld be of no valnc after the first had expired, especially if both patents were granted 

to the same person. 

[£U W. Blake» 132. 

5. The employment of a firing-pin, which operates a sliding bolt, and thus looks the 
breech in the act of firing, is an improvement of snch importance as justifies the exten- 
sion of a patent for it, althongh a sliding bolt which fisstened the breeoh-pleoe simnl- 
taneonsly with the explosion of the cap had been before known. 

[George W. Morse, 122. 

6. Forming the front end of the breech-piece with a convex-globular snrfsoe, is also 
au important change from forming it with a concave surface, since the cartridge-case 
would be liable to burst in the latter. 

[George W. Morse, 123. 

7. The extension of a patent will be refused when no data are furnished from which 
the Commissioner can estimate the value of the invention. 

[John B. Marston, 126. 

8. Although a patented machine has been but little used for the purpose originally 
intended, yet, if it has proved valuable for another, the patentee should have the 
benefit of it upon an application for an extension, especially if the new use was anal 
ogoos to the old, and in the adaptation slight changes only were necessary. 

[John G. Baker, 127. 

9. The extension of a patent refused, because the only evidence of the value of tho 
invention related to the saving effected by employing it in a single instance, withont 
showing the extent to which it had been, or probably would be, used ; and also be- 
cause there was no evidence as to tho nature and extent of the efforts made to intro- 
duce the invention into use. 

[Samuel Falkenberg, 139. 

10. If a patentee has succeeded in introducing his invention into a small portion 
only of the machines for which it is intended, he is not entitled to estimate its value 
on the supposition that it may be used on all such machines in the country. 

[Robert Dick, 166. 

11. Where a patentee has not been able to bring hia invention into use after a large 
bntlay, and its value cannot therefore be ascertained in numerical terms, yet it is satis- 
factorUy demonstrated by the evidence of experts to be of great importance, the patent 
will be extended. 

[R.&T. Winans, 222. 

1*2. The value of an invention in such a case may be established by the evidence ad- 
duced on the former application for an extension. 

[Calista £. Cox, executrix, 235. 

(See Extensions, A, 1 ; Extensions, B, I ; Extensions, F, 10 ; Novelty, C, 5.) 
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(D) Am Io roRiNMrtilioii. 

1. The amount of receipts «id ezpenditnies ftornished by the applicant for the ezten- 
•ion of a patent ehonld contain the detaila to inch an extent as to enable the Commis- 
sioner to form a reliable opinion of his own, without haying to depend upon the esti- 
mates of others, as to the amount the applicant has realixed, and whetiier it constitutes 
a sufficient remuneratioo. 

[T. H. k, B. T. WiUson, 29. 

2. It is enough if it supplies the information requisite for this purt^ose; it need not 
specify eyery item of the money paid out and receiyed. 

[T. H. k D. T. Wiilson, 29. 

3. The entire cost of the buildings and machinery employed in the manufacture 
should not be charged if they are still in existence, but their present yalue should be 
deducted. 

[T. H. «& D. T. Willson, 29. 

4. When an applicant for an extension withholds the figures upon which his esti- 
mates of profit and loss are founded, although it was in his power to fhmish them, 
his statements are to be scrutinized with strictness, and may Justly be rejected when 
not corroborated by other testimony. 

[T. H. k D. T. WOlson, 29. 

5. If manufacturers who are rivals of the applicant for an extension and eontest it, 
neither object to the accounts of receipts and disbursements, nor cross-examine 
respecting them, it may be considered that the statement is substantially descrying of 
credit. 

[T. H. & D. T. Willfion, 29. 

6. If a patentee has not the means required to set up the manu&cture of the inyen- 
tion and introduce it into use, and sells an interest in it to capitalists for that purpose, 
he will not be required to account for the profits they have received from it. 

[Lewis Miller, 94. 

7. Where a patentee has made a close monopoly of the manufacture of his inven- 
tion, he should show what his profits have been when he applies for an extension. 

[Lewis MiUer, 94. 

8. Where patented machines have been mannfactared in any number under a license, 
the royalties paid on them constitute a proper measure of the profits to be credited to 
the invention on account of those manufactured by the inventor. 

[Lewis Miller, 94. 

9. AVhere machines were manufactured under two other patents as well as the one 
for which an extension was asked, and one-fourth only of the profits was credited to 
the latter patent, and no better rule of apportionment was suggested by the remon- 
strants, it was held satisfactory. 

[Lewis Miller, 94. 

10. The extension of a patent was refused wjiere the invention consisted in the in- 
troduction of a well-known pasting mechanism into a previous machine for addressing 
papers, and the patentee had realized $20,000. 

[Robert Dick, 166. 

11. The sum of $9,000 is not an adequate remuneration for a valuable invention, 
especially where nothing is charged for the time bestowed upon it, for interest on the 
capital invested, or the contingent expenses attendant on the sale of the machines. 

[H. i& F. J. L. Blandy, 172. 
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12. A patent extended in view of the especial merit of the inyention, the advanoe 
it made in the aii, the diligence exerted to introduce it» and the great laying effected 
for the pnblic, although the patentee had realized f^fiOO ftom it. 

. [Henry Watennan, 194. 

13. A patentee has a right to restrict the working of his inyention. to iiMiMpiMilBa m 
which he owns stock, bnt that is egniyalent to keeping the mannfiiotnre in his own 
IiandSy and he should be required to giye a stricter account of his receipts^ 

[Petry O. Gardner, 215. 

14. A statement that the companies haye paid the patentee no diyidmds, nor any- 
thing for his inyentioui and furnishing no further informationi is insufflcienti since the 
profits may haye been deyoted to enlarging the worksi thereby enhancing the yalne 

of the stock. 

[P«ry G. Gardner, 21&. 

(See Extensions, B, 1 ; Practice, B, 3.) 

(£) A$ to diligence. 

1. If the introduction into use of an inyention depends upon the action of the Goy- 

emment, the inyentor cannot be chaiged with want of diligence while the Gk>yemment 

omits to adopt it. 

[George W. Horse, 106. 

2. The patentees are not to be charged with negMgenoe because they haye fiuled 
to obtain a reasonable remuneration, where their profits haye been reduced in conse- 
quence of inferior machines being put in market, and they haye been actiye and per- 
sistent in prosecuting the infiringers. 

[H. d& F. J. L. Blandy, 172. 

(See Extensions, C, 9.) 

(F) A$ topoUey. 

1. A court of equity wiil compel a corporation to execute a yalid assignment of a 
patent in place of one which it has deliyered without attaching its seal, and the 
Patent Office will, therefore, up<m an application for an extension, treat the grantee 
under such an imperfect instrument as the owner of the patent. 

[John L. Mason, 68. 

2. The Office will also look into a perfected assignment, although filed after the day 
of hearing, in order to satisfy itself of the good faith of the applicant. 

[John L. Mason,. 68. 

3. Wh^e the applicant for an extension has recently parted with a large interest in it, 
the Office will inquire diligently whether the rest is so held that he will derive any sub- 
stantial benefit from it. 

[Thomas Lee, 86. 

4. A patentee was held not to haye forfeited his right to an extension becaose he went 

into the seryice of the rebel goyemment during the war in order to save his estate, which 

lay in the South, from confiscation. 

[Gtoorge W. Morse, 105. 

5. If the inventor owns half the extended term, his want of a larger interest is no ob- 

J ection to the extension of bis patent. 

[Horace Woodman, 116. 

6. A patent extended when a competing patent had already been extended, in which 
the remonstrants were interested, so that no injury to the public interests would result, 
and the action of the Office in granting the former extension seemed to call for like ac- 
tion in the present case. 

[A. J. Johnson, 136. 
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7. Apfttent will not be extended if thepftlentee hmspftrted with the extended term 
for • eomperaiiyely email snniy and the tobetantial benefit will innxe to the aaeignee. 

[John G. Baker, 127. 

8. An extension xeAued where the extended term had been assigned, and the inyentor 

wm w MOttiTe but flye per cent, of the profits arising ftom it. 

[^.Peberd7,2&0. 

9. If a patentee allows his monopoly to be extensively infringed npon for ten years 
without attempting to enforce it, he forfeits by his laches his daim to an extension. 

[W.W. Lyman, 9G3. 

10. ▲ patent for a process will not be extended if the composition described to be need 

in the process was laid aside soon after the patent was granted, and another more ef- 

feotire snbetitoted, which has been kept secret. 

[H. W. CoUender, 217. 
(See Extensions, C, 4.) 

(Practice, B, 9; Principal and Agent, 2.) 

FOBFEITURE. 
(See Abandonment : Priority <tf Inyention, 1, 3, 3, 5.) 

INFBINGEBIENTS. 
(See Constmotion of Claims, 4. ) 

INTEBFEBENCES. 

1. A claim for '' a lace-work ground, designed in flnid ink of opposite actinic powers,'' 

held to be in conflict with a claim for. " a groand-work of writing-inks of diffiorent 

colors, applied by any of the known means of pen-ruling," and an interference between 

them was sustained. 

[Duthie V9. Casilear, 60. 

2. Where, for the purpose of enameling, one party proposes to use heat alone in melt- 
ing caoutchouc or gutta-percha, and the other does the same, but says certsin solyenta 
may, at option, be added to fiusilitate the operation, an interference diould be declared 
between their applications. 

[Finley v$. Chapipan, S3. 

3. Where one party claimed % process and the other the product their applications in- 
terfere, since either party might, on a reissue, insert the claim of the other. 

[Finley «». Chapman, 53. 
(See Practice, C ; Priority of Invention, 7.) 

INYENTION AND SKILL. 

1. Skill in selecting parts to be combined is radically different from invention. 

[Charles Van Wagenen, 15. 

2. Invention is not to be inferred from mere novelty, in the ordinary sense of the term. 

[J. P. ChatiUon, 161. 

3. The law rewards invention only, not mere Judgment and skin. 

[D. E. Aiken, 201. 

4. To ascertain the most advantageous length for the discharge-pipe of a soda-fount- 
ain, and the best size of its bore, is the province of that Judgment which all men are 

supposed to possess, and is not patentable. 

[D.E. Aiken, 20L 
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5. Wbeie an apparatus effeets tbe pnrpoM for which it was constraeted, althongfa hy 
an aeoidental operation which was not foreseen nor desi^^ed, it is nevertheless entitled 
to be patented. 

[Garrett ra. Siebert. 225. 

6. Where the means nsnally employed to aecomplisbagivi*i» <>i*J»«fcii»fw nmr sufficient 
power to accomplish another of the mtanb character, there is no invention in merely 
multiplying those means for that purpose. 

[G. C. Perkins, 234. 

7. Substituting a known ad|justable wrench-head for a fixed wrench-bead upon a 
plow-clevis pin, which is old, requires no invention, and is not patentable. 

[Lloyd vs. Engeman, 25X 

8. While libend encouragement should be given to the authors of Talnable inven- 
tions, no needless restraint should be placed upon citizens in the exercise of their Judg- 
ment and skill. 

[Amos M. Smith, 257. 

9. The compact and convenient arrangement of the rooms in a dwelliiig, railway- 
ed, or other like structure is a matter of Judgment and taste, and does not call for that 

inventive ingenuity which the patent law rewards. 

[Amos H. Smith, 257. 

10. Those expedients to which an ordinary mechanic would be likely to resort, in 
order to render a structure operative, may be regarded as the productions of mechani- 
cal skill. 

[J. G. Sl J. S. Armstrong, 260. 

11. Whore new devices are substituted, in a structure for those contained in an old 
one, and the change renders the addition of others necessary, it may be presumed that 
invention has been exercised. 

[J. G. dc J. S. Armstrong, 260. 
(See Article of Manufacture, 4; Novelty, B, 12; Suggestions, 1.) 

JOINT INVENTOR. 

1. An informal protest by one of two patentees against granting an extension of the 
patent, averring that he alone made the iuvention, will not prevul against the oath of 
the two annexed to the original application that it was a joint invention. 

[Beadld & Payne, 84. 

2. The most unequivocal evidence is required to overthrow the oath of two appli- 
cants that they are joint inventors. 

[Wheeler vf. Russell 6c Miller, 82. 

3. After a patent has been in existence several years and it is too late to correct the 
error, conclusive evidence against the patentees being Joint inventors should be mors 
strictly insisted on before discrediting their oath to the contrary. 

[Wheeler V9. Russell Sc Miller, 32. 

(See Extensions, A, 6.) 

JUDICIAL DECISIONS. 

1. Tbe decision of a Judge of the Supreme Court of the District of Columbia, on ap- 
peal to him, must be distinguished from those of a court, and have not the same 
authority. 

[Amos M. Smith, 257. 
(See Uuited States Courts.) 
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JUBAT. 

(See Notftry Pablic.) 
JUBISDICnON. 

1. Alter an appeal to tne Exsnii««cs4n. Chief, the principal examiner has no aathority 
to receive an amendment or to reject a daim. 

[D. C. Baxter, 236. 

(See Appeal, 1; Commissioner; New Trials, 4; Practice, A, 4.) 

LICENSES. 

(See Abandonment, A, 2.) 

MECHANICS' ASSISTANCE. 

(See Suggestions, 1.) 

NEGLIGENCE. 

(See Extensions, E ; Diligence in Prosecuting Inventions.) 

NEW APPLICATION. 
(See Novelty, B.) 
NEW ARTICLES OF MANUFACTURE. 
(See Articles of Manufacture.) 
NEW TRIALS. 

1. After the decision ujKm an interference a rehearing will not be granted on the 
ground of new-discovered evidence if it appears that the evidence could have been ob- 
tained with ordinary diligence when the testimony on file was taken. 

[L. C. Pattee, 255. 

2. A second interference between the same parties, involving the same question as 

the former, will be declared only upon such grounds as would warrant a new trial at 

law. 

[Marsh r«. Dodge, 245. 

3. A second interference between the same iiartics, involving the same question, will 
not be allowed, except npon the order of the Coumiissiouer in i)er8on. 

[Marsh v$. Dodge, 245. 

4. When the Examiner of Interferences dissolves a second interference between the 
same parties involving the sameqnestiou, on the ground that there was no order of the 
Commissioner allowiug it, his decision can be revised only by the^CommissioDer on ap- 
peal. The Examiners-in-Chief have no jurisdiction in that case. 

[Marsh vs. Dodge, 245. 
(See Rehearing.) 

NOTARY PUBLIC. 

1. The jurat annexed to an api>lication for a trade-mark is sufficient, although the 
seal of the notary who signed it is not attached, if that formaHty is not required by 
the law where the oath was administered. 

[Cochran, McLean Sl Co., 23d. 
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NOVELTY. 



(A) In general. 

(B) In the application. 

(C) In tbe mateiiaL 

(D) In the form. 

(E) In the Btmotnre or process. 



( JL) Xn ff4Msral% 



1. A claim should npt be allowed merely on the gronnd that it can do the public no 

harm; bnt that may be considered where doabte are felt as to the propriety of the 

claim. 

[Chas. P. Mixer, 9 

2. The merits of an Invention do ^ot depend* upon the arrangement of inventions 
into classes made by the Office for its convenience! and the examiner is not limited to 
the class assigned to him when investigating the question of novelty upon an applica- 
tion. 

[John Bnmham, 25. 

3. An article may be patentable on account of its being produced at a cost below 

that of similar articles before in market, as well as because it»functions and operation 

are beneficial. 

• [W. Bntterfield, 153. 

4. A device is patentable which can be produced at less cost than one for which it is 

a substitute, although both are merely ornamental. 

[W. Butterfield, 153. 

5. Testimony as to the date of producing a device in a foreign country is not ad- 
missible upon the question of priority of invention in an interference. 

[Tucker Sc Davis, 188. 

(See Drawings, 1 ; Invention and Skill, 2, 5, 6 ; Published Description.) 

(B) In ike applicatiom, 

1. The first inventor of an improvement in grate-bars cannot be prevented from 
applying it to grates generally, although he shows it only in connection with a par- 
ticular class. 

[Charleft Van Wagenen, 15. 

2. A new application of an old device can be pronounced a double use only when it 

is used in substantially the same way, or with no modification which requires more 

than ordinary skill. 

[John Bumham, 25. 

3. To merely apply a device to a new purpose requires no invention, and is simply a 
djouble use ; but when adaptation is required to secure the new result invention is 
presumed, and the new organization may be patentable. 

[Levi Stevens, 43. 

4. If a lever and cord have been used to raise the end of a coupling-arm to pass over 
an obstnustion, it is not patentable to raise it by the same means in order to aid in 

folding the finger-beam. 

[Lewis MiUer, 94. 

5. The mere substitution of a struck-up sheet-metal face-plate for balances in lieu of 
a cast-iron face is not patentable if it requires no ingenuity. 

r J^ P. Chatillon, 161. 
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0. It being common for newspftpen to keep standing forms of news reports, broken, 
bulletins, pvicee-cnrrent, and the like, to be changed from time to time as needed, it is 
not pateiitable to keep acoonntsicnrrent with subscribers by means of impressions 
taken from ibrms representing snch acconnts kept in the same way, nor to nse snch 
impressions for addressing newspapers to subscribers. 

[Robert Dick, 166. 



7. K« mivMM* ni«««poli&« the n«c of a wcll-kuown fabdo of combincdcloth and paper 
fbr making bags. 

[PhiUp C. Schuyler, 175. 

8. It is something more than the application of an old device to a new use to employ 
it in a situation not obvions from its nature and ordinary use, and is patentable. 

[W. W. Leggett, 182. 

9. But to apply a process for a purpose which is suggested by its previous use is not 
patentable, though the product may be new. 

[W. W. Leggett, 182. 

10. It is not patentable to produce by photo-lithography reduced copies of a print 
which it has been common to produce by ordinary engraving for the same purpose. 

[W. W. Leggett, 182. 

11. To pack commodities of various kinds in bottles, or cases made air-tight, in order 
to preserve their contents more eifectually, has been common from time immemorial, 
and cannot be monopolized under a patent. 

[Bates v«. Seeger &, Boyd, 232. 

13. The allowance of patents for devices so well known and so wanting in invention 

calls for marked censure. 

[Bates V8, Seeger Sl Boyd, 23:2. 

13. To spread apart the sides of the slot in a knitting-machine needle so as to insert 
the latch with its Journals, (all made iu one piece,) and then close the sides so as to 
hold it, is but the double use of a well-known mechanical expedient, and cannot be 
appropriated as an invention by any one exclasively. 

[Benjamin F. Peaaloe, 240. 

14. There is no novelty in coating sheet-metal pipo-elbows by dipping them in mol- 
ten solder, since vats, water-pipes, and the like have been subjected to the same 

process. 

[L. C. Goodale, 195. 

15. Making smooth holes in metal pipes is too olil .a practice to allow of its being 

monopolized. 

[Hall <fe Hall, 196. 

16. The substitution of a crane for a track to transfer the heated pile to the rolls in 
a rolling-mill after it has been drawn from the furnace is not patentable, it being com- 
mon to use cranes for such purposes. 

[J. L. Pennock, 247. 

(See Novelty C, 2 ; Novelty E, 5, 6.) 

(C) In the material, 

1. The substitution of tar-board or paste-board for wood, when combined with zinc 
covering to protect floors and other surfaces from heat, is patentable, since greater 
thickness must be given to the wood to prevent its warping. 

[W. S. Cottrell, 93. 
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2. The Qse of hollow wrought iron legs is so eommoQ that the sabstitatlon of them 
for such as are of solid cast iron has no merit as an invention. 

[D. C. Baxter, 296. 

3. Perforated cast-metal pipes haying been used for distributing water, there is no 
inyention in making them of sheet-metal, although the perforations can be more read- 
ily made smooth and less liable to become clogged. 

[Hall Sd Hall, 196. 

4. To make the bridge of steel spectacles from silver is new and useful, since the silver 
can be united to the rest of the frame without melting, and the risk of injuring the 
steel is diminished. 

[Julius King, 140. 

5. The substitution of malleable iron for sheet-iron in the fabricating of screening- 
shovels does not involve invention, and a patent for it will not be extended. 

[P. A. Sabbaton, 267. 

(D) In thdfarm. 

1. A modification in the form of a tool is not patentable because it effects a saving 
of material when it does not change the principle of operation. 

[Miller's Falls Manf. Co., assignees of W. Barber, 10. 

2. A change of form which is attended with structural advantages may, on that 

account, deserve patenting. 

[W. B. &, W. 0. Barton, 65. 

3. Hexagonal columns possess no advantage over the common round ones ; to pro- 
duce them required no invention, and they are not patentable. 

[Qeorge H. Sellers, 197. 

(See Novelty, E, 1, 10.) 
(£) In ike structure or prooesM, 

1. Such a modification of a tool as merely enlarges its scope of operation without 
changing the principle is a mere change in degree, and is not patentable. 

[Miller's Falls Man£ Co., assignees of W. Barber, 10. 

2. The friction-plate of a sash-holder curved so as to present bearing surfaces only 
at its ends, which are pressed outward by springs underneath, may distribute the fric- 
tion more eqnally upon the jamb, when it has an inequality on its surface, than a plane 

friction-plate, and is not anticipated by it. 

[Charles P. Mixer, 9. 

3. To unite bars with lugs cast on one side interlocking with lugs cast on the side 

of the adjacent bars and bars with a pendant web or flange in the some grate does not 

constitute a patentable combination, both forms of construction being previously 

known. 

[Charles Van Wagenen 15. 

4. A rule to be set in a form of type in order to perforate a line for separating the 
heel from a check or bill, and furnished with rectangular teeth, will perform frmctions 
which such a rule with conical teeth cannot accomplish, and is not anticipated by it. 

[J. C. White, 28. 

5. A perforating-mle with teeth on one edge, and designed to be set up with a form 
of type in order to do perforating at the same time with the printing, is not anticipated 
by a wheel with similar teeth intended to do the perforating by hand after the paper . 
is printed. 

[J. C. White, 28. 
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a Anfidgenior IwvUigatpMe oneTwj side filled with tome non-eondiietor to 
«zeliid6 beat wonld not suggest a xlkilwiy water-tsok with spaces thus filled only at 
the top, or at itie top and bottom^ as snffloient to preserre the oontents from fireesing, 
and is not a bar. to its being patented. 

[John Boinham, 25. 

7. An apparatos for oooling liquids, consisting of a tabe through Which they are 
passed, and which is covered by an absorbent jacket kept moist with water by means 
of a perforated snpply-pipe, is not the less noTd because a tabe sorronnded with ice 
has been empk^ed for the same pnipose, nor beeanse fibrons materials hare been 
placed npon the roof of a refrigerating apartment and kept moist by a similar pipe for 
the porpose of codling the inclosed air, and through this medium the other contents. 

[James D. Sturges, 36. 

8. It is patentable to add ^to old machinery for spraying liquid petroleum into a 
furnace by means of steam at the ordinary temperature, other machinery for liquefying 
asphaltum, and by means of superheated steam atomizing it in the furnace. 

[LcTi Steyens, 43. 

9L 4 P*pv ferrule having been placed upon one end of a cylindrical lead-pencil in 
order to hold a block of India rubber, and a pencil having heoa made tapering so as to 
hold a larger piece in a recess in the larger end, a claim for a tapering pencil with a 
paper ferrule upon the larger end for the same purpose cannot be sustained. 

[Philip Hufdand, 56. 

10. Staples for blind-slats, the legs of which are made wedge-shaped and pointed by 
dies, which, at the same stroke, form cormgations on both sides, are not anticipated by 
staples with legs having barbs on one side, and made pointed by being cut off obliquely, 
nor by barbed spikes. 

[Byron Boardman, 63. 

11. A covering for the sides of bellows, composed of an impervious fiibric of rubber 
placed outside of a woven fsbric for taking the strain, is not answered by textile and 
rubber fabrics interwoven, nor by woven fabrics covered with rubber while plastic, 
nojr by impervious rubber hose placed within a woven tube for strength. 

LA. F. Jones, 66. 

12. An oil-still, in which the uncondensed explosive gases are drawn by steam into 
the fnnuMse and consumed, is not anticipated by an apparatus in which vaporized 
petroleuni; is carried by steam into a fhmace for the sole purpose of utilizing it as fuel, 
or by an.oil-still in which the uncondensed gases pass into a hydraulic main, and thence 
into the Ihmace through their own pressure only, or by the aid of a gasometer. 

[Samuel Van Syckel, 71. 

13. To bperate a number of secondary engines by condensed air supplied from a 
common reservoir is not analogous to connecting the pumps in a number <tf oil wells 
with a single engine so that either can be worked at pleasure, and does not deprive 
the latter contrivance of its claims to novelty. Keither are water-mains commonly con- 
nected with branch-pipes. 

[Murdock Lytle, 72. 

14. The substitution of one well-known device for another, as that of a ball-and- 
socket Joint for a loose-bolt Joint in the adjustable arm of a cutter-bar, is not patent- 
able. 

[Wilber & VeUe, 77. 

15. A finger-beam which is made to stand in a vertical position, and requires a 
locking device to hold it in that position when the machine is moving to and from its 
work, and whose weight rests mainly on one wheel, does not anticipate one which folds 
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oy«r and lies flat on the frame ; although the ehange was merely In finrm and propor- 
tions, it involyed invention, and the results were nsefaL 

[Lewis MiUer, 94. 

16. A flexihle hrace, having one end attached to the oonpling-arm in front of the 

oarriage-azle and near the hinge of the finger-heam, and the other to the main frame 

in rear of the axle, is not anticipated hj an inflexihle' hrace situated dilforently in a 

machine which has no oonpling-arm. 

[Lewis Miller, 94. 

17. A hanger made to serve as a support hoth for the hinge of the ooupling-arm and 

the Journal of the crank-shaft is patentable if new. 

[Lewis MiUer, 94. 

18. The substitution for one lever of another of a different but not a novel eonstme- 
tion is not patentable, where the purpose, mode of operation, and result remain the 
same. 

[Lewis IfiUer, 94. 

19. A lead-wheel attached to the coupling-arm, with a space between it and the 

•hoe, so that the hay accumulates upon and in front of it, is no answer to a claim for 

a lead-wheel placed in the front part of the shoe. 

[Lewis Miller, 94. 

20. An India-rubber nut with an orifice large enough to allow it to be put Ofi % 
screw in the usual way is no answer to such a nut with a smaller orifice which is 
slipped upon the screw from a conical tube upon which it has been expanded. 

[Dunlap vs. Minetree, 192. 

21. In a gas-tight central-fire cartridge-case, a cup shoved over the 6ntside of the 
rear end as a closer is the equivalent of such a cup on the inside of a similar case, and 
if it was previously known a patent for the latter is not valid. 

[George W. Morse, 105. 

22. A transplanter having a pair of spades acting automatically in unison with a pair 
of pressors is not anticipated by a transplanter having the same parts not acting auto- 
matically in unison. 

[Springer &. Ambruster rs. Stanton &. Pedrlok, 143. 

23. The previous existence of a transplanter having a single spade and pressor act- 
ing automatically in unison cannot prevent the inventor of a transplanter having a 
pair of spades acting in unison with a pair of pressors automatically, and requiring a 
difference in construction, from obtaining a patent. 

[Springer & Ambruster c«. Stanton &, Pedrick, 143. 

24. Although seeing a transplanter with a single spade and presser might suggest 
the construction of one with a pair of spades and a pair of pressors having a similar 
operation, yet if the duplication required adaptation it is entitled to a patent. 

[Springer <& Ambruster vs. Stanton A Pedrick, 143. 

25. A lift-spring for a watch-case, secured by a screw passing through a small lip 
projecting from it at its center, aud acting as a pivot in connection with a spur at the 
fixed end of the spring, does not anticipate such a spring having a rigid shank with a 
flange extending its whole length and dispensing with the spur. 

[B. P. Corban, 147. 

26. A bag of cloth inside of paper, both combined in one fiibric, being old, is fat^ to 
a claim for a bag of similar fobric with the cloth outside of the paper. 

[Philip C. Schuyler, 176. 
19 P 
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S7. DeyicM whioh an claimed when need ''in oonneotion with" another whieh 10 
speoiiied, are not anticipated in a machine which lacka that device, thoagh aimilar in 
other respects. 

[C. W. & W. W. Marsh, 177. 

86. To aeeore the first pinion of a watch upon its shaft by means of a pin npon the 
shaft entering into an op^ obliqae dot in the hnb of the pinion so that the latter will 
be disengaged when the moyement is reyersed, is a patentable improyement npon the 
preyions method of secnring the pinion .npon the shaft by a screw-thread on the latter, 
since the pinion is not so liable to become jammed &st on the shaft. 

[John K. Bigelow, 199. 

29. Forcing silicate of soda through a mass containing chloride of calcium, resulting 
in the formation of silicate of calcium and the prodnetionof artificial stone, is new and 
patentable, although silicate of soda has been previously forced into a similar mass for 
the same purpose, but not through it. 

[Ransome et al v$. Nonas, 209. 

30. A horse-rake in which the teeth are raised and dropped by mechanism that is 
actuated by the draft of the team and thrown into gear at the will of the operator, is 
not anticipated by a horse-rake in which such mechanism raises and drops the teeth 
automatically, and is not always at the control of the operator. 

[Calista £. Cos, executrix, 235. 

31. Although a short paper sleeve which served only to attach an India-rubber eraser 
to a pencil without covering or protecting it has been patented, a valid patent may be 
given for such a sleeve long enough to cover and protect the rubber as well as to 
strengthen the connection. 

[Hovey va. Hufeland et at, 229. 

32. To lock a nut by punching a portion of it into a recess in the screw-thread is not 
novel if a portion of it has been before punched against a side of the bolt for the same 
purpose. 

[Peter Campbell, 228. 

33. There is an essential difference between a hat made of a woven fabric, ^nly 
shaped and then covered with pulp and subjected to pressure so that the materials are 
intimately united, and one in which a pulp hat is lined, after having received its form 
with woven fabric; and proof that an exhibit of the latter character was made at a 
certain date does not show that the former was then invented. 

[Kendall & Trested vs. Scrymgeour, 259. 

(See Arrangement 1, 2 ; Combinations, 6, 11 ; Extensions, C, 5, 6 ; Invention and SkiU, 

4,11; Novelty, B, 10.) 

PATENTABILITY. 

1. Changes in an article which, though slight in themselves, result in a saving of 
time and labor, as well as other advantages, may be patented. 

[George Richardson, 144. 

2. The requirement of the statute that an invention must appear to be " sufficiently 
nsefal and important '' before it receives the sanction of the Office must not be over- 
looked. 

[Hall & Hall, 196. 

(See Combinations ; Invention and SkiU ; Novelty, A, 1 ; Novelty, E, 3 ; Subjects of 

Patents.) 



I 
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PATENTS. 

(See Inventioxi and Skill; Novelty.) 
POWEE OP ATTOENEY. 

1. A Bale of the interest in a patent after it has been ordered to issue is valid if exe- 
cuted by an attorney under a power to assign the patent to )>e obtained on the applioa- 
tion. 

[G. Eveleighy 19. 

2. A revocation of a power of attorney executed after an assignment made under it 
does not affect its validity. 

[G. Eveleigh, 19. 

3. Where a revocation of a power of attorney is sent to the Office to be recorded on 
certain conditions, the Commissioner will not undertake to determine upon them. 

[G. Eveleigh, 19. 

PRACTICE. 

(A) In general. 

(B) In extensions. 

(C) In interferences. 

(A) In general. 

1. When a new application is substituted for one which has been rejected by the 
Examiners-in-Chief, it is not enough for the examiner to reject it on reference to their 
decision ; he should also set forth the merits of the case so that the Commissioner may 
consider them, if on appeal to him he should hold that the applications are not iden 
tical. 

[W. B. Le Van, 40. 

2. When an interference has been dissolved and the parties have acquiesced in it, it 
is to be presumed that there was no conflict between the applications ; and neither 
party can interpolate such new matter into his specification as will create a conflict. 

[William Frick, 124. 

3. An application which has been renewed under Sec. 35 of the act of 1870, should 
be examined on its merits like an original application. 

[Timothy Gordon, administrator, 145. 

4. Where amended claims are rejected upon the ground that they are the same as 
those originally presented, and are anticipated by the references formerly given, it is 
the province of the Commissioner to determine whether the claims are identical. 

[W. F. West, 141. 

5. The pertinency of the references cannot be called in question on an appeal to the 

Commissioner from the examiner in such a case. 

[ W. P. West, 141. 

6. A claim for a device which has been described in a patent already issued cannot 
be allowed to the same party upon an application filed afterward. 

[Mason, Imlay et ah, 183. 

(See Amendments ; Appeals, 1, 2, 6; Claims, 4; Commissioner, 1 ; Designs, 1, 2; Juris- 
diction ; Novelty, A, 2 ; Bene wed Application, 1 ; Specifications, 5, 6.) 

(B) In extenHona, 

1. Where upon an application for an extension it appears that some of the claims in 
the patent are embraced in a patent of an earlier date, a disclaimer of the devices spe- 
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eifled should ordinarily be required, leaTing the applieant to Mk for a reissue after- 
ward, reaiserttng his rights to them, and thus Ainiish an opportanity to determine the 
title by an interferenoe. 

TFrederick mshwitz, 23. 

8. Considering, howerer, that snch a reissue would eut off all daims for prerions in- 

fringeDMnts, a disclaimer was dispensed with whete both patents were owned by the 

same personSi and there was satis&etory proof that the applicant was, in faet, the prior 

iuTontor. 

[Frederick Nishwitz, 23. 

3. The reluctance of an applicant for an extension to submit his books to inspection 

is no eridence of an intent to deceive the Commissioner, and it should not be required 

where fraud is not patent. 

[John C. Birdsell, 103. 

4. An extension was allowed although the statement was not filed within thirty days 
after filing the amplication, there being no opposition. 

[Horace Woodman, 116. 

6. The business of his office renders it impracticable for the Commissioner to con- 
sider fhily the evidence in extension cases during the brief period allowed for that 

purpose when inordinately yolnmlnous. 

[A. J. Johnson, 136. 

6. If a reissued patent contain the suggestion of a use for the inyention which was 
not mentioned in the original application, though anal<^gous to the use there proposed, it 
will not be extended until the new use is disclaimed. 

[Horatio Allen, 157. 

7. An extension allowed upon filing a disclaimer of snch inventions as were not 

new. 

[M. Smith, administratrix, 156. 

8. Old newspapers caiiuot be introduced .is evidence upon the hearing of an appli- 
cation for an extension without previous notice. 

[Robert Dick, 1G6. 

9. Devices which Were claimed, but have been discarded in the manufacture of a 
machine, must be disclaimed l)efore a patent for it will be extended. 

[C. W. & W. W. Marsh, 177. 

(See Arrangement, 4; Extensions, A, 5G; Extensions, B, 37 ; Extensions, C, 2, 12 ; Ex- 
tensions, D, 1, 2, 4, 13; Extensions, F, 1, 2.) 

(C) In intetfercHcei. 

1. Where the prior inventor was found to have abandoned the invention in dispute 
by using it over two year^, his competitor was allowed to amend, and claim a special 
construction to which the other made no pretension. 

[Dunlap rs. Minetree, 102. 

2. Where the party to an interference, upon whom the burden of proof rests, is led 
by the other to suppose that priority will be awarded to the one who is shown to be 
entitled to the credit of certain experiments made in the presence of both, and takes 
testimony only on that point in opening, he will be permitted in rebutting to show 
previous experiments made by him before others, which his competitor proved that he 
had made. 

[Chesebrough vs. Toppao, 100 
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3. Wbere a patent ha» bemi lasaed while the application of another party for a like 
patent waa pending in theOfflce, a seoond patent will not be iasned to the applicant 
until an interference with the one already issued is declared, and he shows that he is 
the* prior inventor. 

[William Frick, 184. 

4. When the parties to an interference on one side take no testimonyi but rely upon 
the date of filing their application, the other may, by way of rebuttal, show that they 
obtained the inrention from him. 

[Chapman vs. Candee &, Taylor, 190. 

5. An interferonce will not'be reoi>ened as between two patentees who do not claim 
the dcTices in controyersy, thongh they describe them ; but if either implies for a re- 
issue claiming them as new, interference may be declared. 

[Mason, Imlay et al., 183. 

6. Testimony to show that an invention was made before the date assigned in his 
preliminary statement by the party who adduces it will usually be excluded. 

[Allen & Moody vs. Oilman, SN)4. 

7. Where there is reason to doubt the novelty of the only invention to which the 
successful party in an interference is found to be entitled, his application should be 
referred back to the examiner to investigate the question. 

[Hovey «a. Hufeland et af., 239. 

8. The testimony in interference cases should be so construed as to conform to the 

preliminary statement of the party producing it, and such as is inconsistent with it 

should be disregarded. 

[Hovey «#. Hufeland et a7., 229. 

9. An extension granted upon filing a disclaimer of devices claimed, but found to be 
old. 

[J. L. Mason, 68. 

10. Although condusive proof of priority of invention should be required of an ap- 
plicant upon an interference with a patent granted previously to his application, this 
rule does not apply where the patent was granted while the other application was 
pending, and without declaring an interference ; both parties are to be treated in that 
case as competing applicants. 

[Ooodman v«. Scribner, 254. 

11. Where there is reason for believing that the invention in controversy in an in- 
terference is old, the Commissioner will, upon the representation to that e£Eioct of the 
Examiner of Interferences, remand the case to the examiner in charge for reconsid- 
eration. 

[Lloyd V8, Engeman, 253. 

12. An amendment to a preliminary statement, setting up an earlier date for the in- 
vention than that claimed in the original, and established by the proof, can have no 
influence on the decision. 

[Cutting vs, Kaylor, 265. 

(See Appeals, 4, 5 ; Commissioner ; New Trials ; Novelty, A, 5 ; Behearings.) 

PEEUMINABY STATEMENTS. 
(See Practice, 0, 6, 12.) 
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PBINCIPAL AND AGEKT. 

1. An 9iianejf appointed nnd«r mi ImTooable power, oonpled with an interest » 

and anthoriring him to eell an inyention at his disoietion, is not a pnrohaser bnt an 

a|(eat» boond to aot ibr the interests of his prindpali anH to aoooont to her fbr the pro- 

oeeds of his sales. 

[Calista E. Cox, elecntrix, 235. 

8. The exeention of snch a power will not prerent the prindpal from obtaining the 

extension of a patent. 

[Oalista E. Cox, executrix, 235. 

FSIOB USE. 

(See Priority of Inyentions, 9.) 

FRIORITT OF DnTENTION. 

1. Section 61 of the law of 1870 does not give the first inventor, who is negligent in 
perfecting his d^vice, protection for two years against a snbseqaent inventor who re- 
duces it to praotioe before him. 

[Monoe «#. Adams, 3. 

2. If, while an inventor neglects to perfect his invention, another discovers it and 

reduces it to practice before him, the first will lose his right to a patent, although he 

never intended to relinquish it 

[Monce vs. Adams, 3. 

3. The first inventor will forfeit his title if he neglects unreasonably to apply ^r a 

patent until another has made the invention and filed an application, although the 

prior' inventor was the first to reduce it to practice. 

[Monce es. Adams. 3. 

4. The policy of the law favors those who first give the public a knowledge of the 

invention by putting it in use, or on sale, or by applying for a patent, and subordinates 

them only to one who had discovered the invention before them and was diligently 

employed in maturing it. 

[Monce. vs. Adams, 3. 

5. The first to complete an invention held to have forfeited his claim to a patent be- 
cause he delayed for ei^i^hteen months to apply for it in order that he might first dis- 
pose of an inferior article which he had on hand, another party having made the in- 
vention and filed his application in the interim. 

[Monce vs, Adams, 3. 

6. If the inventor of an improvement does nothing for three years toward perfecting 
it, and conceals it from the public, he forfeits it in favor of one who meanwhile dis- 
covers it independently, and perfects it, and applies for a patent. 

[Kirby vs. Johnson, 88. 

7. If the person who is the first to conceive of a device is diligent in reducing it to 
practice, he is the prior inventor, even thoagh another may have reduced it to practice 
before him. 

[Wheeler vs. Bussell & Milleri 32. 

8. Where two persons work together in elaborating an invention, and each claims 
to have originated it alone, the presumption is in favor of the one who shows that he 
understood it best, and this will be confirmed if the other has made acknowledgments 
that he was the inventor. 

[Barker vs. Woodruff, 52. 
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9. In moet cases ftt law where the one who first embodied an inyention in a work- 
ing machine was held the prior inyentor, the completion of it oonld not be determined 
by other oriterions. 

[Horse vs, Clark, 68. 

10. A valid patent can only be set aside by showing a previons embodiment of the 
invention in working machinery. 

[Morse v$, Clark, 58. 

11. When a working model is made which fdlly and completely shows the character 

of a new device, the work of invention is done ; it is then ready for the mechanic to 

apply it to practical nse. 

[Morse «•. Clark, 58. 

12. Where the party who first conceived of an invention made a model which ftiUy 
showed it and explained it to others, he was a4]ndged the prior Inventor, although 
his competitor afterward pat it in actool nse before him. 

[Morse vs, Clark, 58. 

. 

13. In a contest for priority a party is entitled to go back to the time when he first 

had the invention embodied in a practical form, provided he nsed due diligence after- 
ward in perfecting it and applying for a patent. 

[Kirby v<. Johnson, 88. 

14. The right of that party to a patent who first reduced an invention to practice 
will not be prejadioed'becanse there was but little use for the product and he made 
small quantities of it, nor because the adverse party discovered a new use for it and 
the demand was consequently enlarged. 

[Chesebrongh vs. Toppan, 100. 

15. The prior inventor is he who is shown to have first perfected the invention, and 

reduced it to practice, or to have first conceived it, and used reasonable diligence in 

adapting and perfecting it. 

[Chapman vs, Candee &, Taylor, 190. 

16. The person who first conceived an invention, and first perfected it and practi- 
cally applied it in public, cannot forfeit his right to a patent by his delay in applying 
for it, provided two years' use in public has not intervened. 

[Allen &, Moody vs. Oilman, 204. 

17. He who has conceived the idea of an invention so as to make drawings of it, and 

has used reasonable diligence in adapting and perfecting it, is entitled to the monopoly 

of it, although another, who conceived it afterward, was the first to reduce it to 

practice. 

[Reisinger vs, Clark, 213. 

18. The date of an invention originated abroad can 1t>e carried back no further than 
the time when specimens embodying it are shown to have reached this country. 

[Hovey vf Hufeland ei al,, 229. 

(See Diligence in Prosecuting Inventions, 4, 7 ; Practice, C, 10.) 

PUBLISHED DESCRIPTIONS. 

1. A published description of an alleged invention held to be sufficient, notwith- 
standing the affidavits of two experts that a mechanic could not construct the instru- 
ment from it. 

^ [Taylor & Banks, 239. 

(See Drawings, 2.) 
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BEDUCnON TO FSACnCE. 

(See Priority of InTention, 9, 10, 11, 12, 16.) 

BEHEABmOS. 

1. After an interibrenoe hM heexk decided, it will not be re-opened on afiBdavits which 
have been conaiderod npon the hearing of a former motion for the same purpose. 

[llason, Imhiy et aZ, 183. 

2. The purchaser of a patent withont notice that it was inyolred in an interference, 
and who has had no opportunity to prepare for the hearing, is not entitled to have it 
re-bpened on thataoconnt. 

[Hason, Imlay et dl, 183. 

3. A party who has not appealed from the decision of the Examiner of Interferences 

'cannot have the interference re-opened. 

[Biason, Imlay «taZ, 183. 

BEISSUES. 

1 A reissued patent should not be allowed to suggest a use for the iuTcntion which 
was not mentioned in the original patent, although analogous to the use there pro- 
posed. 

[Horatio Alleif, 157. 

2. To ext<»nd the scope of a reissue by the introduction of such phrases as '' mec)iani- 
cal means," ''equivalent means," ''other parts," and the like, should be discounte- 
nanced. 

[If. Smith, administratrix, 156. 

(See Extensions, A, 3, 7; Combinations, 2; Practice, A, 6; Specifications, 2, 4.) 

BENEWED APPLICATIONS. 

1. A renewed application is entitled to be considered on its merits, notwithstanding 
the former rejection was affirmed by a Judge of the Supreme Court, on appeaL 

[Timothy Gordon, administrator, 145. 

2. Sec. 35 of the act of 1870 relieves applications renewed under it from all objec- 
tions on the ground of abandonment, arising fh>m more delay in protecuting the original 
application. 

[Weitling et al vs, Cabell et oZ, 185. 

(See , 185. 

SKILL AND INVENTION. 

(See Invention and Skill.) 

SPECIFICATIONS. 

1. A specification may, with propriety, set forth in brief terms the state of the art 
to which the alleged invention belongs, but should contain no argument as to its su- 
periority over others, nor remarks disparaging to them. 

[William L. Williams, 46. 

2. Where a sink was improperly termed a cover in the original, the substitution of 
the former word was allowed upon a reissue. 

[H. M. Underwood, 118. 
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3. In original applications the applicant ahonld be lestrioted in the choice of his 

language only when it is neoessaiy. 

[H. M. Underwood, 118. 

4. In reiflsne applications the applicant shonld be rigidly held to the language used 

in his original application, unless good reason appears for changing it, and no other 

ground for objecting to new terms and descriptive matter need be assigned, except 

that they were not in the original. 

[H. If. Underwood, 118. 

5. The words ''or their equivalents" in a claim import nothing but what the appli- 
cant would be entitled to without them, and he should not be required to erase them. 

[W. H. McLeUan, 153. 

6. A specification may refer to previous patents which are accessible to the public, 

but not to a caveat filed by the applicant, which is preserved in the secret archives of 

the Office. 

[Thomas J. Chubb, 224. 

(See Claims, 6, 7.) 

SUBJECTS OP PATENTS. 

1. The inventor of a stove-pipe drum so constructed that the air in passing through 
it is kept in continuous contact with the stove-pipe inclosed, and which differs from 
those before known only in this particular, is entitled to a patent for the drum as con- 
structed by him, but not in general terms to a drum so constructed as to produce the 

efi'ect described. 

[B. J. Hobson, 20. 

2. The object of the apparatus is the improved heating of the drum, and the con- 
tinuous contact is a mere incident of the construction, not the object of it, and it is 
not patentable either as such a mere incident or as a result of the construction. 

[K J. Hobstm, 20. 

3. A mere arrangement of parts is not patentable because it is unique if it produces 

no new or useful result. 

[Phillip E. Ackert, 47. 

4. To allege that a machine gains power involves an absurdity, and .an apparatus 

which has no other merit is not patentable. 

[Philip E. Ackert, 47. 

5. Patents should not, it seems, be granted for mere systems of keeping accounts, 

or for penmanship, and the like. 

[Sobert Dick, ICC. 

6. Results are not patentable, and if the claims are functional for results it is good 

ground for refusing an extension. 

[Robert Dick, IC6. 

(See Claims, 1, 2.) 

(Designs, 6, 7.) 

SUGGESTIONS. 

1. The originator of an invention is entitled to avail himself of the skill of a mechanic 
in perfecting his device, and does not lose his right to it because he adopts suggestions 
made by the mechanic which do not relate to the gist of the invention. 

[Cogswell Sc Judson rs. Borke, 74. 
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TRADE-MASKS. 



(A) la genenJ. 

(B) Salijeots of trAde-in«rks. 



(A) InpmuraL 



1. A trade-mark mnBt not be eyidently intended or calculated to deoeiTe the public 
ae.to the origin and oharaeier of the goods to which it is attached. 

[Dawes & Fanning, 12. 

2. Trade-marks most distingoish the goods from others whidi haye a different origin, 
bat need not' indicate the owner's name nor the place where the goods are made or 
sold. 

[Dawes & Fanning, 12. 

3. Any man mann&ctnring smoking-tobacco in Durham may label it as Durham 
smoking-tobacco, but those manufiEMturing it elsewhere cannot 

[Armistead «f. Blackwell, 128. 

4. The assignee of a trade-mark may have it registered as his own, but the assignee 

of one only of two Joint owners cannot. 

[Armistead v«. Blackwell, 128. 

5. If the words embodied in a trade-mark do not render it legitimate, when given 
in full, adding the initials of those words will not remore the objection. 

[J. S. Johnson A Co., 2tl. 

6. Every one has a right to use the date when his article originated, and no one can 
appropriate the phrase *' Established A. D. 1810'' as a trade-mark. 

[J. S. Johnson & Co., 211. 



(B) Subjects of trade^marks, 
1. The figures 140 constitute a lawful trade-mark. 



[Dawes & Fanning, 13. 



2. The law of 1870 forbids registering as trade-marks what could not be recognized 

as such at common law, and also such as consists of the mere name of person, firm, or 

corporation. 

[Dawes & Fanning, 12. 

3. A trade-mark must not consist merely of words or characters descriptive of the 
quality of the goods, nor of such as are generic in their signification. 

[Dawes & Fanning, 12. 

4. Such words or characters may be used, however, in connection with others- tha 

are, in themselves, suitable for trade-marks. 

[Dawes & Fanning, 12. 

5. The name of a town cannot be appropriated as a trade-mark. 

[Armistead «f. Blackwell, 128. 

6. Though the courts of equity will enjoin the fraudulent use of name of a town in 

a label for wares, that does not sanction the appropriation of it as a trade-mark, nor 

justify the Patent Office in registering it. 

[Armistead vs, Blackwell, 128. 

7. Adding the name and place of business of the manu&cturer to such an appella- 
tion will not entitle it to registry as a trade-mark. 

[Armistead w. Blackwell, 128. 
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8. The name Of a public looalitj is not the property of any penon, and no one can 
appropriate it ac a trade-mark. 

[John F. ToUe, 219. 

9. The aqnaie and oompasB is a well-known Haaonlc emblem of established si|pLifica- 
tlon, oi which it cannot be diyested so as to be nsed as a trade-mark. 

[John F. ToUe, 219. 

10. A combination of two things, neither of which is a lawAil trade-mark, is not 
entitled to be registered as such. 

[John F. ToUe, 219. 

11. Neither the term << Cherry St. Biilla" nor <<BCarket St. MUV combined with a 
aqnace and compass, can be rogistered. 

[John F.Tolle, 219. 

12. The word '< new " is desoriptlTey and cannot be appropriated as a trade-mark. 

[B. Graham, 252. 

13. The word '* Manny/' haying bcMsome a generic name as applied to harvesters; 
and common property, tiie words " New Manny'' should not be registered. 

[B. Graham, 252. 

UNITED STATES COUBTS. 

1. I^ upon the application for the extension of a patent, the references cited to show 
that the invention was wanting in novelty have beeh thoroughly scnitinised in the 
circuit courts and the Supreme Court of the United States, and the patent has been 
sustained, the Commissioner will be governed by their decisions. 

[EU W. Blake, 132. 

2. The Judgments of the United States courts respecting the patentability of any 
feature in a machine will be held equally conclusive. 

[EU W. Blake, 132. 

UTILITY. 
(See Patentability, 2 ; Designs, 6.) 
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